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My name is Joe Loser, I am the protagonist of this book, my wife is 

Kathy (short for Katherine), so I chose JOKA for the name of my 

new company. 

We launched our JOKA coats, we started to export and 

even Kathy worked 24/7. The JOKA name worked and the 

money started to pour in.

Everything was fine until I was summoned to court and 

was charged with trade mark infringement. Some 

Egyptian company sued us for violating their 

“JOKAM” trade mark. They said that JOKAM is 

a European trade mark. What a nonsense! 

The biggest problem was that not even 

my attorney, Dr. Pfuscher knew what to 

do. The trial was due 6 months later and 

Kathy and me, we were both terrified.  

I wish that nobody, not even my 

worst enemies, have to go through 

this nightmare.

They took the name, the 

company, even the domain. I hit 

rock bottom again and had to 

start all over. I suffered a damage of 

millions, but did not give up. I chose 

a new name – until the following 

judicial proceeding. Finally, 

I reached the European Court            

                    of Justice.
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PREFACE

Some people say that even the God’s first words, while creating the heavens and 
the earth were already trade marks. “And God said, Fiat lux! – Let there be light!” (Gen. 
1:3). Others believe that an Italian car company (Fiat) and a Swedish refrigerator 
company (Lux) stole the words of creation for their God-given mark of success. A 
God-given mark of success? Is this not an exaggeration?

Nearly 70 percent of the Coca–Cola Company’s market value comes from the 
trade mark, and the same is true for several famous companies. But when will my 
company become Coca–Cola or BMW? Never, most probably. However, with a smart 
name and skilful trade mark policy you may very well beat your competitors!

The knowledge obtained from this book is to be applied by the reader to his or her 
own company and market segment. Georg Pintz, the author of this book, managed 
to beat some one million European attorneys in acquiring the “attorneys.eu” domain 
thanks to his trade mark policy and, to double his triumph, he successfully applied 
for the “attorneys.asia” domain in Asia. As for the field of trade mark law, his specific 
field of expertise, the Georg Pintz & Partners Patent, Trademark and Law Office is in 
charge of the “trademark.eu” website, the largest English language trade mark portal 
of the European Union.

The author is grateful for the assistance of his colleagues at Georg Pintz & Partners 
Patent, Trademark and Law Office in writing and editing this book.
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“And out of the ground God formed every beast of the field, and every bird of 
the heavens; and brought them unto the man to see what he would call them: and 
whatsoever the man called every living creature, that was the name thereof” (Gen. 
2:19). The night turned into day and the day turned into night, many millions of 
times, the man replenished the earth and named every creature thereof.

And the man, having worked up some courage, said:
– O, Lord! Would it be fair to give the name axe both to the tool to smite a rock 

with to make water gush forth and the tool loosing its head after the first swing?
And the Lord spake:
– Thou shall identify axes and all thy goods with numbers according to their class 

and kind! The first number shall indicate thy tribe, while all the other numbers shall 
identify the workshop and the product!

And so it was done. All goods were assigned unique numbers, but the man 
remained unsatisfied and said:

– O, Lord! Thy servant fulfilled Thy command! I have numbered all goods of earth 
and heaven from sandals to chicken wings, I have even drawn black bars above the 
numbers, but people are still buying axes made of worthless iron instead of those 
made of the noble steel of Toledo!

– For thou wert faithful to my command on the numbers and bar codes, said 
the Lord, I shall trust thee more, but with conditions. I shall let the workshops give 
protected names to their goods, according to the orders and kinds thereof. One 
name shall not be used, though, whatever the serpent or pettifogging attorneys 
shall advise thee later on, and that one name shall be the name of the goods thou art 
calling them now! Apples shall not be called apples, axes shall not be called axes, and 
sandals shall not be called sandals! Thou may call them Adidas or Nike or whatever 
pleasest thee, but the word sandal shall not be protected! I shall reserve this name 
for all my other children who do not have protected names.

or the creation of trade marks
TRADE MARK GENEZIS
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– But how am I 
supposed to do that? I 
do not even know any 
attorneys!

– Thou shalt create 
42 classes and assign 
each and every thing 
thou wishest to name 
into one of the classes!

– O, Lord, I beg Thee 
to forgive my greed, 
but what am I to do if 
42 classes will not be 
enough?

– Thou mayest be 
given three other 
classes then, but thou 
shalt be satisfied with the original classes as long as you can! Thou shalt also set 
up an Office for each of your tribes to monitor compliance with my commands! 
The names of those violating my absolute commands shall be burnt in the fire of 
Gehenna! The names and all goods of those using the names of others by their 
corresponding kind and class in the same family shall be also burnt in the fire of 
Gehenna! I hereby confer upon thee the power to pass laws in order to enforce my 
command.

– Thy will be done, my Lord!
– But thou shalt not believe, in endless pride and confidence, that thou may reach 

the heavens! I shall confuse the laws of your tribes and I shall confuse thy language 
for all thy goods! I shall let only a chosen few to see my absolute commands and 
your relative laws clearly. I shall also grant a new sign, the encircled letter of ® to 
those keeping my commands. I promise to make a covenant with them for ten years 
and to grant an extension of 10 years to the covenant, if they use the protected 
name in line with my commands.

– And what shall we call this new protected name, my Lord?
– What is thy name, my son?
– My name is Thaddeus, son of Mark.
– Thou shall use the „R” sign! Let your name be T®haddeus Mark, or Trade Mark 

for short!
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BASIC INFORMATION

DOMAIN

 - Domain names are technically identifiable, unique internet addresses necessary  
  for communication over the Internet.
 -  There are top level domains, such as .HU, .AT, .DE, .RU or .COM, .NET, .ORG, .EU, .TEL etc.
 - Delegation means granting the right to use an Internet domain. All matters 
   related to delegation are administered by a registrator contracted by the   
  applicant.
 - In the event of unlawful use, the domain must be surrendered.

OATH OF 
PATENT 
ATTORNEYS

“… I swear that I shall keep 
all secrets disclosed to me 
and administer all cases 
trusted to me to the best of 
my knowledge…”

TRADE MARk

Trade marks are signs used to distinguish goods and services. Trade marks link pro-
ducts to manufacturers and protect the market presence of their owners against 
competing manufacturers. The use of a trade mark simultaneously increases its  
market value.
 -  All signs capable of being represented graphically (such as words, combinations  
  of words, slogans, logos, and two- or three-dimensional forms) are eligible for  
  protection.
 -  Trade marks are the most effective means of competition, being an indication of  
  quality and functioning as an advertisement.
 -  Though novelty is not a requirement, the capacity to distinguish goods and ser-
  vices, as well as that no similar trade marks be present in the respective market  
  area are of essential importance.
 - Trade marks confer exclusive rights to use the trade mark.
 - Trade marks may be maintained for an unlimited period of time.
 - Trade marks are linked to specific goods or services.
 - Uniform protection is also available within the European Union.

CONFIDENTIALITY

Though there are no novelty-
related requirements concerning 
trade marks, unlike with regard 
to patents, it is advisable to ob-
tain protection for the selected 
name before use. You can fully 

rely on patent attorneys and attorneys; they will 
keep all secrets disclosed to them.
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YOU DESERVE A BETTER NAME!

Whenever a new product is born, a name needs to be found for it. Though 
somewhat similar to the birth of a child, where you try to find a name differing from 
those of other children in the family, the problem of naming a product is much 
more complicated, since all similar products are, in a sense, sisters and brothers of 
your product. Besides, you need to raise, care for and watch over the name of your 
product, if you want to avoid future complications.

Naming a product is a distinct branch of law and business in many countries, 
where lawyers, linguists and marketing experts provide assistance in finding a 
suitable name. Even after taking a short glimpse at the most popular brands in 
Europe, it is apparent that most of the names are short, simple, and non-descriptive, 
meaning that they do not reveal directly anything about the product or the service. 
Whenever setting up a company, creating a new product or service, or simply re-
positioning an existing product, the following criteria are to be observed:

 the name must harmonise with the corresponding product,
 must not be descriptive,
 must be attractive in all languages,
 there must not be a likelihood of confusion with a reputable trade mark or  

    with another name in a similar range of products,
 must be available in all countries, and
 the domain must be available as well.

As you can see from the above list, finding a name is a complex and expensive 
process. Even if you find a name that perfectly meets one of the criteria, it may very 
well fail in a similarity search and you can start the expensive process all over again. 
On the other hand, a good name, a good trade mark will multiply the invested time 
and money in return. Do not be impatient and start the naming process in good 
time!

• The name must harmonise with the corresponding product

This aspect is of great importance for 
logos and figurative trade marks. Just 
imagine trying to sell cosmetics for men with 
a trade mark depicting a pink cat! It would 
be also strange, with regard to word trade 
marks, to have a discordant brand name for 
our product, such as Black & White or kaputt 
(German word for broken) for a new HD TV 
set. It is also advisable to choose a brand 
name in harmony with your company name.
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• Must not be descriptive  (it may be telling, though)
 

Certain words may not be expropriated. “FAX”, for example, may not 
be the brand name of a fax machine (but may be well used for soaps). A 
trade mark may not designate exclusively the intended purpose, quality, 
or geographical origin of the product. In the case of European, or more 
precisely, community trade marks, an absolute ground for refusal is the descriptive 
nature of a trade mark in any of the languages of the European Union. The brand name 
of beer products may not be Beer or Bier.

If you insist on using such words, the only available option is to embed 
the word in a figure. Merely writing the word with a special font is not enough, 
you need to use it jointly with a distinctive figure, in which case you will 
have a figurative trade mark, a logo. The approving authority will approve 
the registration due to the distinctive nature of the figure. On the other 
hand, your competitors will become confused and, after a corresponding 
request, they will usually cease using the trade mark. In the course of a possible court 
procedure, the legal approach toward such trade marks is complicated enough to 
compel other companies to prefer other words in their business communication.

• Must be attractive in all languages

In the case of European trade marks, an absolute ground for refusal is the 
conflict between the brand and the accepted principles of morality in any of the 
languages of the EU. Besides, it is advisable to check the meaning of your brand 
name in the languages of other Member States of the EU. For example, the “fos” 
part in the names of Danish Danfoss and Grundfos pumps means “faeces” in the 
Hungarian language, and so these names do not really imply the high quality 
of the products. Similarly, it may not be a great idea to pick “Hole” as the brand 
name for handkerchiefs, since the customers will probably associate the name 
with poor quality.

• There must not be a likelihood of confusion with a reputable trade mark or with 
another name in a similar range of products

The intended trade mark must be available. Availability can be 
checked only by professional trade mark search. Patent attorneys, 
trade mark experts, and trade mark attorneys can provide essential 
assistance in this field. The risks can only be considerably mitigated 
by a professional search. For obvious reasons, it is not in your 
interest to generate any likelihood of confusion concerning your 
brand name and that of another market actor. It is also necessary 
to bear in mind, that, with regard to well-known trade marks, there 
must not be any likelihood of confusion concerning your trade 
mark, even if the proprietor of the well-known and reputable 
one pursues its business in entirely different markets. It is most definitely a bad idea 
to try to get any market advantage by hanging onto the coat-tails of popular names.  
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You cannot even market deodorants under the “Audi” or “Nike” brand names, and so you 
should surrender all your plans, if any, to sell Philips wines or Adidas handkerchiefs.

• Must be available in all countries

Ever since a country join the European Union, all 
enterprises of that member state can benefit from 
cross–border commerce. Today, you may be thinking 
about your local market only; you may not even start 
exporting your goods tomorrow (if you term selling 
your products in another EU Member State “exporting”), 
but what will you do the day after tomorrow? Do you 
really want to re-name your product, when your sales are 
heading north at a rate of knots? Or, even if the name 
itself is Ok, what happens if your brand name is already 
protected in a neighbour country? Such situations are 
better left unvisited by checking the name and applying 
for protection throughout the entire European Union.

The additional costs of pan-European thinking and searching are relatively low at 
the beginning of the naming procedure. The application fee for an EU trade mark is 
only a couple of times that of a national trade mark, while EU trade marks have the 
additional benefits; the related obligation to use after the five-year grace period, for 
example, can be complied with by using the trade mark in only one of the Member 
States.

• The domain must be available as well

It is probably a common understanding that 
the importance of the Internet will rise further in 
the near future. As of today, most of the Internet 
addresses evolved into business names used by 
consumers to remember where to find certain 
information or services. Search engines (e. g. 
Google) also provide invaluable assistance, but 
good domain names are essential even in such 
cases. It would be strange to find Samsung or 
never-even-heard-of electronic products at  
sony.com. It will also be strange when consumers 
find completely different products by our brand 
name. It will not be as strange for the consumers 
(who can easily switch and purchase from that 
site), as it will be for you. It will be more than 
strange when your business will be on the slide, 
and it will be definitely embarrassing to be unable 
to get the domain name even a posteriori.
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What are the first steps? 

1. Pick two or three names of considerable 
variety and discuss whether they are suitable 
for being the future brand name of the 
planned Product (or service) with those in 
charge (wife, business partner, colleague). For 
practical reasons, try to find short and easy-
to-remember names (as opposed to lengthy 
fantasy names) that are acceptable and easy 
–to pronounce in other countries as well.

2. Consult available dictionaries to make 
sure that the word does not have any adverse 
meaning (descriptive, qualifying or immoral) 
in any of the languages of the European Union.

3. Consult all databases you have access to in order to make sure that there are 
no identical company names, domains, or trade marks. If there are identical trade 
marks, check the validity and territorial scope of the trade mark you found or ask for 
professional assistance. Luckily, not all registered trade marks are dangerous.

4. Have a trade mark search completed for the remaining names. This is the first 
stage you have to pay for. Searches are rendered as services by the national authority 
and most of the patent and trade mark offices.

5. Choose the most appealing name from the remaining candidates (if you still 
have a selection). Have a European trade mark search completed for this one. Such 
comprehensive searches are provided by Georg Pintz & Partners Patent, Trademark 
and Law Office. Further information is available at www.trademark.eu.

FOR ATTORNEYS:

How can you bring your trade mark to the top?

In the case of start-up enterprises, the attorney is often the first to come across the problem of finding 
a name or the above, rather challenging, question. How should the attorney advise his client on how 
to become one of the top 10 European brands?

All it takes is to imitate the big ones. Pick a good brand name. Produce products of excellent 
quality, export to all corners of the world, do not spare the marketing budget, and success will 
eventually come in 10 or 20 years.

However, there are some additional steps to warn your clients about.
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1. Advise your client to pay special attention when choosing a name to avoid descriptive names and 
other names concerning which there is a likelihood of confusion with the brand names of similar 
products or services.

2. Provide assistance to your client as long as you are capable 
of providing professional advice. Should you ever come across 
problems beyond your range of expertise, do not hesitate to involve 
experts or patent attorneys specialized in international trade mark 
law!

3. Examine the “Top 10” trade marks in the picture. They are all short, 
simple, have no negative connotation, do not “describe” the product 
and can be easily pronounced in any languages. The same are true 
for biggest trade marks world wide, such as Coca-Cola, Intel, Toyota, 
Samsung, Sony, Google etc.

4. Finding a good name is difficult, but not impossible. Trade mark search is an essential part of finding 
a name. First, you need to do, or have your client do, a similarity search in free on-line trade mark 
databases. If you find an identical trade mark, consult the list of goods or services if the earlier trade 
mark is used on a similar market.

5. Once you are successful, have a similarity search completed by an expert in the field of the respective 
goods. While there can be only one identical name, the number of possible variations on similar names is 
endless. A thorough understanding of trade mark-related case law defining the legal term of “similarity” 
is a must when performing a similarity search.

6. Remember to check the availability of the domain name! It is advisable to apply for a suitable and free 
domain name without delay.

7. Once you have the suitable name or logo, commence the trade mark registration procedure in the 
respective field. Experienced attorneys can do that on their own. It is quite easy to make a mistake 

though, since registered trade marks cannot be 
modified and the list of goods or services can only 
be restricted later on. For all the above reasons, it 
is expedient to seek assistance from an expert or 
a patent attorney, because your client may have 
to pay a huge price for any subsequent problem. 
Nevertheless, this book aims to advise you on how 
to avoid the potential problems.

8. Getting your trade mark registered is not enough; 
you also need to monitor the respective market for 
any subsequent trade mark with any likelihood of 
confusion. You need to oppose the registration of 

such trade marks in the course of an opposition procedure. You can monitor the trade mark databases 
by using professional assistance.     
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TRADE MARKS IN A NUTSHEll

What is a trade mark?

Trade marks are registered signs; intellectual property rights arise from creation 
of the trade mark, the purpose of which is to indicate a product (or service) and 
to distinguish it from other similar goods. A good trade mark gives confidence to 
consumers and urges them to keep buying the trade marked goods, thus solidifying 
the market position of the proprietor of the trade mark against competing 
manufacturers. Hence, trade marks are essential means of market competition.

Trade mark protection may be granted for any sign (also known as a brand), such 
as words, combination of words, slogans, logos, two- or three-dimensional forms 
or sounds (the latter can be represented by notes), capable of being represented 
graphically. While the possible range to select from is wide, trade marks usually 
cannot be modified after the application for registration was submitted to the 
authority (you can file an application for registration of the modified version at 
any time). Unregistered signs are officially called indications or brand names, while 
registered or protected signs are called trade marks. Not all brand names are eligible 
for protection; further information on this topic is available among the “Absolute 
grounds for refusal” and the “Relative grounds for refusal”.

Unauthorised users of trade marks commit trade mark infringement. The scope 
of trade mark protection exceeds the mere use of identical signs, since the users of 
similar names, forms, etc., in relation to similar goods (or services) are also guilty of 
trade mark infringement if there is a likelihood of confusion, and are subject to civil 
and, under certain circumstances, to criminal liability.

What are the functions of trade marks?

• distinctive function
• protective function
• competitive function
• advertisement function
• quality indication function
• guarantee function
• origin indication function (optional)
• manufacturer indication function (optional)
• group indication function (optional)
• certification function (optional)

• distinctive function

Trade marks perform their distinctive function if they are capable of distinguishing 
a product (references to products alternatively include services as well) in a unique 



trademark.eu20

manner. A purse for women cannot be called a purse or 
reticule, since not only your one, but all purses for women, 
are called by this name. A purse-shaped form does not 
perform the distinctive function, either. The distinctive 
capacity is an essential function, its performance is a 
fundamental requirement and its absence is an absolute 

ground for refusal, meaning that the authority will not register signs without 
distinctive function. Occasionally, signs can acquire distinctive function – by intensive 
use –, e. g. the four rings sign of Audi.

• protective function

The proprietor of a trade mark has the exclusive 
right to use and to explicitly authorise the use of the 
trade mark. The proprietor may also seek remedy 
against unauthorised use and may file petitions with the 
competent court for various sanctions (e. g. destruction 
of the infringing products).

• competitive function

If the consumers have positive experiences with your product, they will 
remember the trade mark and will prefer your product to other goods, even if 
your product is more expensive than that of your competition. Whenever having 
the opportunity to choose between Sony and Junoszty video cameras, conscious 
consumers will prefer the camera manufactured by Sony to that produced by the 
competitor.

• advertisement function

Trade marks play an important role in marketing. Advertisements 
usually strive to exploit the marketing potential of trade marks by 
putting a strong emphasis on the mark. Certain TV channels broadcast 
advertisements only for registered or pending trade marks, while, in 
certain countries, the ® letter indicating registered trade marks is used 
due to its advertisement and brand emphasising function.

• quality indication function

If you want to buy a vehicle of high quality, you 
know to choose from the selection bearing the Jaguar, 
Mercedes, Audi, BMW, Lexus etc. trade marks. If you are 
looking for cars of lower quality, you will choose a Skoda, 
Lada, Dacia, etc. Consumers are looking for different 
quality in a Lacoste shop than in Poundstretcher. Trade 
marks apparently indicate the quality of a product.
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• guarantee function

Trade marks also have guarantee functions, which have a strong influence 
on consumer behaviour. If you buy a trade marked product, you trust that you 
can buy the same quality a couple of years later as well. A common provision of 
licence agreements is the authorisation of the licensor to cancel the licensee’s 
authorisation to use the trade mark, should the licensee fail to comply with certain 
quality requirements. If you buy Pilsner Urquell in any country, you can be certain 
that the beverage will be of good quality and will have a distinctive bitter taste. Due 
to the quality indication and guarantee functions of trade marks, it is of essential 
importance that consumers associate each product with the corresponding 
manufacturer (or another company related to the manufacturer).

• origin indication function (optional)

Several trade marks, such as Bayerische Motoren Werke or Real 
Madrid, indicate the origin of the product as well, that is they identify 
the geographical location from which the product originates. 
Misrepresentation of origin by the proprietor of the trade mark is qualified 
as deception and results in the refusal of registration by the authorities. 
However, relatively unknown locations may still be used for trade mark 
purposes.

• manufacturer indication function (optional)

Brand names are often identical to the company 
name, in which case manufacturer indication 
function emphasises the guarantee and quality 
related aspects. It is obvious that a Philips laundry-
iron was manufactured by Philips. Volkswagen 
vehicles are also obviously manufactured by 

Volkswagen, even if they are actually assembled in Portugal (like the Volkswagen 
Sharan).

• group indication function (optional)

Collective trade marks are a special kind of trade marks, where the proprietor of 
the trade mark is an organisation, but the trade mark is used by the members of 
the organisation, instead of the organisation itself, in full compliance with a fixed 
regulation or set of requirements.

• certification function (optional)

A subcategory of collective trade marks comprises the so-called certification 
marks. In this case, the proprietor of the trade mark, such as Der grüne Punkt 
or TÜV, authorises the use of the mark based on a regulation setting certain 
requirements and subject to the condition of compliance with the requirements.
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What are the absolute grounds for refusal?

The following shall not be registered, if in at least one Member State of the 
European Union :
a) signs which do not conform to the requirements;
b) trade marks which are devoid of any distinctive character;
c) trade marks which consist exclusively of signs or indications which may serve, 

in trade, to designate the kind, quality, quantity, intended purpose, value, 
geographical origin or the time of production of the goods or of rendering of the 
service, or other characteristics of the goods or service;

d) trade marks which consist exclusively of signs or indications which have become 
customary in the current language or in the bona fide and established practices 
of the trade;

e) signs which consist exclusively of the shape which results from the nature of the 
goods themselves; the shape of goods which is necessary to obtain a technical 
result; the shape which gives substantial value to the goods;

f) trade marks which are of such a nature as to deceive the public as to the nature, 
quality, geographical origin or other characteristic of the goods or service;

g) trade marks which are not suitable for registration for other reasons, such as trade 
marks which are contrary to public policy or to accepted principles of morality, 
which are religious symbols; which are not eligible for protection or are eligible 
for protection only with authorisation under the Paris Convention and the 
competent authority did not approve the authorisation (e.g. the authorisation of 
the European Commission is required to the use of the 12 stars EU symbol, which 
is usually denied).
Points b), c), and d) shall not apply if the trade mark has become distinctive 
in relation to the goods or services for which registration is requested in 
consequence of the use which has been made of it.
Third parties may inform the OHIM (the EU Trade Mark Office, officially called 
the Office for Harmonisation in the Internal Market) about the applicability of 
the above grounds by making observations after publication of the application. 
Upon request, the trade mark shall be a posteriori declared invalid. The trade 
mark shall be also declared invalid if the application was made in bad faith. The 
request may be filed with the OHIM or may be filed in the course of a trade mark 
infringement proceeding as counterclaim.

What are the relative grounds for refusal?

Upon opposition by the proprietor of an earlier trade mark, the trade mark 
applied for shall not be registered:
a) if it is identical with the earlier trade mark and the goods or services for which 

registration is applied for are identical with the goods or services for which the 
earlier trade mark is protected;

b) if, because of its identity with, or similarity to, the earlier trade mark and the 
identity or similarity of the goods or services covered by the trade marks, there 
exists a likelihood of confusion on the part of the public in the territory in which 
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the earlier trade mark is protected; the likelihood of confusion includes the 
likelihood of association with the earlier trade mark.
“Earlier trade marks” means all registered trade marks (or trade marks pending 
registration), which are valid in the EU or in any of the Member States; and brand 
names that are well known in any of the Member States without registration;

c)  where it is identical with, or similar to, the earlier trade mark and is to be registered 
for goods or services which are not similar to those for which the earlier trade 
mark is registered, where the trade mark has a reputation in a Member State and 
where the use without due cause of the trade mark applied for would take unfair 
advantage of, or be detrimental to, the distinctive character or the repute of the 
earlier trade mark. The common meaning of “reputation” is similar to being well 
known;

d) where an agent, representative or distributor of the proprietor of the trade mark 
applies for registration thereof in his own name without the proprietor’s consent, 
unless the agent or representative justifies his action;

e) upon opposition by the proprietor of another sign used in the course of trade 
of more than mere local significance, the trade mark applied for shall not be 
registered where and to the extent that, pursuant to the law of the Member State 
governing that sign, the proprietor of the earlier sign is empowered to prohibit 
the use of a subsequent trade mark.

Upon request, the trade mark shall be a posteriori declared invalid if the above 
grounds are applicable. The trade mark shall be also declared invalid if it is in violation 
of a copyright or a right to a name. The request may be filed with the OHIM or may be 
filed in the course of a trade mark infringement proceeding as counterclaim.

Do trade marks provide unlimited protection?

a) Trade mark protection shall not prohibit a third party from using its own name.
b) Trade mark protection shall not prohibit a third party from using indications 

concerning the kind, quality, quantity, intended purpose (especially accessories 
or parts), value, geographical origin, or other characteristics of the goods or 
service.

c) Trade mark protection shall not entitle the proprietor to prohibit the use of the 
trade mark in relation to goods which have been put on the market with his 
approval and in an unaltered condition in the European Union (the proprietor, 
however, may proceed to prevent parallel importation from states that are not 
members of the EU).

d) Where a proprietor has acquiesced, for a period of five years, in the use of a 
subsequent trade mark, while being aware of such use, he generally shall no 
longer be entitled to request invalidation of the subsequent trade mark and may 
not seek remedy against trade mark infringement (acquiescence).
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Is there any obligation to use the trade mark? 
 

Community trade marks are to be used in at least one Member State of the EU. 
The grace period is 5 years from registration. Deviation from the registered form is 
allowed only if such deviation does not affect the distinctive character of the trade 
mark.

Can a trade mark lose its distinctive character? 
 

Yes. While the distinctive character may be acquired by use, it may very well be 
lost by unskilful use. Trade marks, such as Xerox, cellophane, hoover, bakelite, or 
thermos, may fall victim of their own successful advertisement. Loss of distinctive 
character is a basis of invalidity, based on which the authority, following a successful 
opposition, will either invalidate the trade mark or impose limitations on the list of 
goods or services.

Can a trade mark be sold?

Trade marks are both wholly or partially transferable, and can be encumbered 
or subject to judicial execution. Exclusive and non-exclusive licence may be granted 
for the use of the trade mark in relation to the whole or any part of the list of goods 
or services. All and any actions become effective in relation to third parties after 
registration in the register of trade marks only.

One day with trade marks

Which one is more expensive?

- One trade mark search or the 
litigation costs of two infringement 
proceedings?

- One correct naming procedure or 
re-naming your product three years 
later?

- One hour expertise or four hours of 
incompetent lawyerly pettifogging?

- One European trade mark or five 
national ones?
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BURN All HERESY!
The 10 most common heretical misbeliefs

1. “My name is protected; it has already been registered as a company name...”

Congratulations, you have passed an 
important stage indeed - but what does it 
have to do with trade marks? Have you ever 
tried to count the companies whose names 
include identical words? Identical names are 
prohibited now under corporate law, but as 
quickly as you had your name registered, just 
as quickly will you be called to pick another 
name for yourself! Bear in mind that trade 
marks “beat” company names; registered 
company names will not redeem you from 
trade mark infringement, while you can 
commit trade mark infringement even with your registered company name!

2. “My name is protected − I even have bought the domain…”

Well, congratulations again, but, unfortunately for you, domains are not sold, but 
”delegated”. Alas, trade marks also “beat” domains. Domains are eloquent Internet 
identifiers, and due to their nature, you correctly assume that only one domain 
name can be registered under each “top level” domain, such as the “.hu”  TLD. This 
feature, however, does not imply that the name is henceforth protected. All it 
takes is a minor difference, e. g. a hyphen, to have a very similar name registered, 
while the domain name does not protect you against any allegations of trade mark 
infringement. Besides, delegated domains can be withdrawn at any time in the 
event of unlawful use (such as use in a manner which can be confused with a real 
trade mark).

3. “The Office has received my application for registration…”

Sure it has − you can even submit your mum’s name for registration for all they 
care! Receipt does not mean that your application was examined and is far from 
meaning it has been approved. Even if you have the trade mark, who can guarantee 
that you picked the right name? Who can guarantee that no invalidity proceedings 
will be initiated? The Office does not consider these aspects!

4. “I have been to the Office and I was told that…”

Unfortunately, the European Trade Mark Office (OHIM) does not provide customer 
services. Besides, the scope of responsibilities of the Office is slightly different 
from that of trade mark experts. The Office is to support only lawful trade marks



trademark.eu26

being registered in the European Union. Your 
interest, and that of your trade mark expert, is in 
having a good and strong trade mark, and, taking 
it to the next level, in having a good and strong, 

internationally recognised trade mark, which 
objective falls far beyond the scope of competence of 

the Office. The role of the Office is merely that of a helpful 
authority. But is it really a worthwhile idea to seek legal 

advice from a helpful 
court administrator on 

what to write in a 
motion and where 
to submit it to, 
or should you 
consider talking 
to an attorney 
instead? It takes 

an entirely 
different set 

of skills to decide 
if your house has 

been built well than 
to be actually capable 
of building it well for 
yourself.  And the house 
of those who plan their 
trade marks to be worth 
of millions later on 
based on a 10 minute of 
free legal advice is built 
on nothing but sand.

5. “I have checked 
myself if the name is 
available…”

Very good! An excellent 
(first) step, indeed! If any 
problems occur at this 
stage, you better go and 
find another name. 
However, it is good to 
know that identical 
names may co-exist in 
the market, as the case 
may be. Why could 
different companies 

1. ®

2. ®
3. ®

4. ® 5. ® 6. ®

7. ®
8. ®
9. ®

10. ®
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not sell soaps, tiles, chocolate, or provide advertising services using the same “Toby” 
name? The point is that you need to dig deeper to find your name.

A more serious issue is that this useful and free tool only searches for identical 
names. But which is more plentiful out there: identical names or similar ones? 
Obviously, there may be only one identical name, while several hundreds of similar 
names may be used (e.g. while there can be only one identical ADIDAS name, all 
the following names are similar: Badidas, cadidas, dadidas etc.; in fact, all it takes 
to generate a similar name is to replace any letter with any other one from the 
alphabet and you can even add more characters before or after the original name, 
e.g. kedadidas, adidasube etc.). Trade marks provide protection against identical and 
similar names as well. On the other hand, and for this very reason, it is not enough that 
you do not find identical earlier trade marks; you also need to make sure that there is 
no likelihood of confusion between your name and any of the earlier names. Effective 
trade mark search, including similarity searches, can in practice be carried out only 
by professionals equipped with computer assistance and a deep understanding of 
relevant case law. You will get anything but reliable results using home-made or free 
tools.

6. “My name is terrific − I have never seen anything like it before…”

The answer is similar to the previous one. Even if your trade mark is not identical 
with or similar to any other trade mark, there still may be a likelihood of confusion. 
Also, even if there is no similar international trade mark either, what happens if you 
want to export? Would you pick a new name? It may not be mandatory but it is 
strongly advisable to check in the neighbouring countries, or even in the European 
Union, if there is any likelihood of confusion with another trade mark.

7. “It is enough to obtain protection in one country and in one language 
only; my trade mark will be automatically protected both in the EU and in other 
languages…”

Trade marks are always protected in one country only. EU trade marks providing 
protection in the entire EU are the only exception.

If your trade mark bears any specific meaning, beware that it is not protected in 
other languages! It is rare, but it can provide protection – this can be revealed by 
examining the specific area and name thoroughly.

8. “I have bought the trade mark, so it will belong to me forever…”

Only things you eat will be yours forever! Trade marks, however, just do not fall 
into this category, and not only because protection is to be renewed every 10 years. 
Usually, trade marks may be invalidated during a period of five years of registration 
if they are found not to be in compliance with applicable requirements. Male fide 
registered trade marks may be invalidated at any time. After a few years of grace, 
unused trade marks may be also invalidated at any time.
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9. “I have the trade mark, so it cannot be used by anyone else for any kind of 
goods or services…”

Oh, yes, it can be! Trade marks are protected for the goods and services indicated 
on the list of goods and services only. The area of protection includes goods and 
services that are similar to those indicated on the list of goods and services. Your 
trade mark, however, is not protected and may be used freely by others in any other 
field. With the sole exception of well known trade marks, you do not even have any 
preferential rights in this respect. 

10. “I cannot use the name before filing the application to register the trade 
mark, but I am going to use it, even the „R” letter, once I’ve filed the application…”

You can use the name freely, even before registration of your trade mark. Though 
not mandatory, it is strongly advised to obtain trade mark protection as soon as 
possible.

However, you cannot use the “R” letter after submitting the application for 
registration quite yet, as it is a sign reserved exclusively for registered (“R” as in 
“Registered”) trade marks. Unlike in the USA, in the EU you are not required by law to 
identify your registered trade marks with the “R” letter.

+ 1 BONUS

As early as the Stone Age, cavemen used TM signs to protect their territory 
against trespassers, as witnessed by the megaliths of Stonehenge…

Just another misbelief! Cavemen used stone axes for this purpose. This Stone-
henge was merely re-designed in the 21st century by the rock editor, Sir Photo 
Shop.
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„Man finds his way through forests of symbols…”

Pictures carved into the walls of caves in the Stone Age show that Homo Sapiens 
eagerly used signs to communicate. Today, Homo Sapiens still possesses the same 
eagerness. We did not only place various signs all over the Earth, but even sent them 
carved into a gold-coated aluminium plate on Pioneer 10, the first artificial object 
leaving our solar system, into 
outer space, so we could share 
this passion of ours with the 
lucky Martians encountering the 
spacecraft. Setting aside the jokes, 
these signs were the fundamental 
representations of the very core 
of human civilisation. Should 
any intelligent entity find the 
aluminium plate some time, it is 
supposed to recognise us from 
these signs. Human beings are 
surrounded by such signs and 
understand them more easily 
than anything else.

We also tend to display various 
signs on our own body. Tattoos 
(meaning signs or indications in the Tahitian language) have a history of nearly ten 
thousand years! In the beginning, they were used for identification (e. g. membership 
in a tribe) and spiritual purposes and became mostly decorative elements later on. 
In the Middle Ages, all kinds of coats of arms identified (and marked as targets) the 
knights wearing body armour, while they are being used today on walls, flags, and 
signs of all kinds.

All areas of our lives are dominated by signs and symbols. They are fundamental 
to communication, and so we are compelled to include as many pictures in this book 
as possible. It is far easier to remember texts divided by pictoral illustrations.

                                      
                                                                                Do not stop here! Not even abroad!

                        

                                              You should not even have taken this picture!
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The first things we looked for when designing the logo of our 
patent office are the signs and symbols used in relation to the 
professions of engineers and lawyers. Like a flask for a chemist or a 
ruler for an engineer, the section mark is the prevailing symbol of 
the legal profession. We conferred with graphic designer András 
Simon, famous for his one-line drawings, and, with hard work and 
after several attempts, created our aere perennius logo that you 
can see here.

                                 
                            Behold the hand-out for our labour safety course!

Even universally comprehensible signs can be created 
using nothing but letters (when in need).

These signs are not primarily related to business activities; they merely convey 
information without indicating goods or services. Though all trade marks are signs, 
not all signs are trade marks. Only protected signs used in relation to business 
activities may be qualified as trade marks.

The signs and pictoral symbols entwining our lives also “indicate” warnings to 
the reader; to all readers, in fact, engaged in marketing goods or rendering services. 
If signs are so important for people, why would you not have a logo? Or, if you do 
have a logo, are you certain that it is carefully crafted and easy to understand? 
Does your logo convey any kind of compressed communication? Are you really 
famous enough for your initials to be the most important information about your 
company or product?

This pharmacy logo from Siena (Italy) is an impressive 
example of the artistic combination of general and 
individual signs.
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Joe Loser sets up a company

I have always loved the sea, especially the 
ocean. When I set up my business, I asked Dr. 
Pfuscher, my attorney, to have the company 
registered under the name “Atlantic” and to 
get a trade mark under the same name. He did 
the paperwork and applied for registration. I 
remember that I had to pay a fortune in fees, but 
I thought that everything was all right as almost 

a whole year flew by. In the start-up phase I had 
produced tens of thousands of stationary items 
and business cards (at wholesale prices, with all 
the discounts). All my employees got Atlantic 
uniforms. I bought sponsored advertisements 
in phonebooks, in Yellow Pages, I bought the 
domain, had the website fixed and the company 
image designed. I have advertisements in local 
newspapers and have had delivered brochures to 
each and every mailbox in the neighbourhood.  

I did everything one 
can do to launch 
a new business. 
Besides, my lawyer 
told everything was 
just fine.

And then my 
phone rang. It was Dr. Pfuscher. He called to let 
me know that we had some problems. Someone 
opposed to our trade mark application on the 
basis of some vague “atlant” Community Trade 
Mark. My attorney claimed that it was not his 
fault and resigned. The rejection of the trade 
mark application was already delivered to me. 
And I even had to pay the other party’s costs!

The bigger problem was that, under the 
circumstances, I was forced to change the 
name of the company. This time I had to 
pay a real fortune to have the stationery, 
the signs - everything - changed. And my 
biggest problem was that nobody knew the 
new name of the company, so I had to start 
everything from the very beginning. I will get 
back to that.

J o e  L o s e r
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Can you do it, or can you not do it: that 
is the question! Not everything is either 
black or white, and certainly not everybody 
is a saint! Even if you are not a saint, you 
might want to how far you can go without 
violating the law or another trade mark...

Good news for proprietors of trade 
marks with a reputation: they enjoy wider 
and stronger – though not unlimited – 
protection. The rules of acquiescence and of 
exhaustion of rights as explained elsewhere 
also apply. In this chapter you find illustrated 
explanations of the limitation.

„Yahooo!! Copy shop.

 Binding and printing centre for theses.” 
The answer of the owner of this shop to the 
provocative question why he has chosen this 
slogan of euphoria for his business would 
probably not be that he “copied” it. Yahoo Inc., 
the American corporation operating a popular 
web portal under the same name since 1994, 
would certainly have some unpleasant issues to 
discuss with the shop manager, since the Yahoo 
trade mark does not only have a reputation in 
the USA, but in the whole wide world, including 
Italy. Trade marks with a reputation do provide 
protection for the goods and services for which 
they are registered, but, if certain conditions 
are met, for the whole spectrum of goods 
and services too, and they also enable their 
proprietors to prevent anyone from using their 
name or logo. However, the reputation and degree of knowledge in the respective 
region or country has to be demonstrated. Thus, and beyond the associated costs 
and required time, it is not worth initiating a procedure against such a small printing 
business, unless the proprietor has serious interests in expelling the infringer from the 
market (because, for example, it takes unfair advantage of the distinctive character 
and reputation of the earlier trade mark by using the sign).

SO, WHAT ARE THE lIMITS OF TRADE 
MARK PROTECTION?!
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Valentin Vuitton bags for sale! 

Presumably Louis Vuitton would not be happy to meet these 
Valentino bags hauntingly reminiscent of Vuitton’s figurative 
trademarks in the market.

HP printers for HP hotels!  

Even Hewlett-Packard would probably not be happy to see that the reputation 
of its trade mark is being taken unfair advantage of in the hotel and catering 

industry. Also, the “hp” logo of Hotel 
Planet on this picture is not simply 
an abbreviation, but appears to be 
an attempt to exploit its resemblance 
to the well-known sign of one of the 
largest IT manufacturers of the world. 
However, whether HP likes it or not, 
we do not believe that this would be a 

case of trade mark infringement. Hotels and IT corporations are not competing with 
each other and it seems to be rather unlikely that a hotel would try to attract more 
customers by taking unfair advantage of the reputation of HP.

Is “Peugeot” a rubbish bin? 

The prima facie case against the manufacturer of the “Peugeot” rubbish bin this 
picture seems to be ambiguous as well. 

It is not likely that the manu-
facturer would try to gain unfair 
advantage by hanging onto the 
coat-tails of the reputed automobile 
brand. It also seems to be unlikely 
that consumers would associate 
the rubbish bins with Peugeot, as 
its manufacturer, since the two 
companies are not competing with 
each other in the same market. 
Besides, the picture of a lion used by 

Peugeot as its figurative trade mark originates from a 
considerably earlier mediaeval coat of arms. The lion 
depicted on the trash bin is in fact the lion of Judah 
and is also a part of the coat of arms of a famous town. 
The picture of the litter bin was also taken in that town. 
For all these reasons, no unfair advantage was taken of 
a trade mark with a reputation.
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Magnum here, Magnum there. 

Wash your hands before eating ice 
cream! Similarly to the above situation, 
Unilever, the manufacturer of Magnum ice 
cream, would not successfully challenge 
the manufacturer and distributor of these 
hand dryers.

The moral of these short stories 
is that you do not need to worry just 
because you found during the trade 
mark search a name which is already 

registered and identical to the one you have in mind. You are strongly advised to 
seek legal assistance in such cases from trade mark attorneys who can help you in 
deciding whether the earlier trade mark has a good 
reputation, meaning that it would be protected for 
goods and services other than those included in its 
list of goods and services, whether its proprietors 
are your competitors and if there is a real chance 
for the companies to be regarded as connected 
enterprises by the consumers. In this case, the 
probable answers to these questions is no.

An army of Napoleon brandies 

On the other hand, the manufacturer or 
distributor of the original French Napoléon cognac 
could take action against the company representing 
itself as the manufacturer or distributor of the 
beverage shown on this picture, thereby placing 
the consumers under the impression that there 
is an economic relationship between the two 
companies. Moreover, there are several similar 
Napoléon brandies on the market and some of 
them are distributed by multinational chains.

There are several ways to use the trade mark of 
another lawfully. For example, you can ask for an 
authorisation from the proprietor to use the trade 
mark in the form of a license or, if you wish to have 
the Napoléon name registered for beverages and 
subject to the condition that the French Courvoisier 
company (which is holding several international 
trade marks) would not mind the presence of your 
trade mark on the respective market, you can enter 
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into a co-existence agreement, laying down all the provisions 
that are necessary for the undisturbed use of the two trade marks 
in the same market segment in clearly defined territories.

Apparently, the fans of Napoléon brandy are not limited to 
Europe, as seemingly suspicious trade mark publications keep 
popping up in India as well. The trade mark registration office 
of India, however, indicates separately that exclusivity does 
not apply to the “Napoléon brandy” word elements, as the 
registration office found similar a trade mark. Upon publication, 
the registration office of India does not examine whether or not 
the separated word elements interfere with the rights of others; 
legal remedy in the case of infringement is available in the 
course of an opposition procedure.

“Disclaim”, a legal institution initiated by the applicant and 
similar to the separation performed by the registration office of India, is also available 
for European and American trade marks. In such cases the person applying for the 
registration of a trade mark may make a statement that certain elements are not be 
regarded as parts of the trade mark.

Rotring-like non-Rotrings for sale!
 
Multinational business corporations sometimes 

try to exploit the lack of information on the side of 
the customers (or simply they are not well-informed 
themselves) and come up with confusing names for 
their products in an attempt to attract more consumers. 
Simply selling sparkling wine as champagne is a clear-cut 
case of misleading consumers, but the use of trade marks 
to characterise goods already qualifies as trade mark 
infringement. This is the very situation demonstrated 
on the present picture. The word “Rotring” should not be 
indicated on the label of the repeating pencil you can see 
here. Alas, using the words “Rotring-like” constitutes trade 
mark infringement as well.

However, there are two issues worth mentioning in this 
context.

1/ Consumers tend to call repeating pencils “Rotrings”, even if they are bearing 
different trade marks. If a trade mark becomes the everyday name for a product 
due to the actions of its proprietor, the trade mark can be invalidated. However, to 
invalidate a trade mark, the corresponding invalidity proceeding needs to be initiated 
and successfully concluded. However, this is not the case here and the actions of the 
proprietor of the trade mark are not objectionable either.
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2/ Trade mark protection also has certain limitations and, among others, using 
the trade mark cannot be prohibited if it is necessary to identify certain parts 
or accessories. For this reason the trade mark can be used freely in the following 
situations: “refill for Rotring pencils” or “shock absorbers for BMW 5 vehicles”. This is 
just not the case you can see on the picture.

Trade mark parodies

Trade mark proprietors are usually not exactly patient when it comes to 
unauthorised or unlawful use of their trade mark, so you would better refrain from 
such attempts. Trade mark parodies, however, are usually exempt from the above 
rule. While the record of trade mark parody-related case law is quite short, and 
unauthorised users of trade marks are frequently not welcome, good trade mark 
parodies do not necessarily constitute trade mark infringement. This is because 
consumers usually do not take them seriously.

Chewy Vuiton plush animals, for example, did not constitute 
trade mark infringement in the USA. Also, the “Marlboro Man” was 
lawfully used in the course of an information campaign against 
lung cancer.

The parody must make it clear that there 
is no connection between the proprietor 
of the original trade mark and that of the 
parody. If the parody is not smart and lacks 
imagination, you have a problem. You also 
have a problem if the parody is related to 
sex or drugs.

McDonald’s would probably be the 
opposite of happy seeing this anti-marijuana 
T-shirt. Negative associations may easily 
arise on the side of consumers, which would 
harm the advertisement function of the 
trade mark, thus constituting trade mark 
infringement.

These ADIDASH and FUMA shirt signs do not reach the degree that would exempt 
from trade mark infringement. Adidas and Puma companies would probably sue 

successfully on the grounds of infringement.

This shirt sign, however, appears to be a legitimate parody, 
displaying the name of the city of Barcelona using the well-
known lettering of Coca-Cola Company. The manufacturer of 
these shirts would probably successfully avert any accusations 
of trade mark infringement.
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Joe Loser and the new company 
name

I have already told you about the tribulation 
of Atlantic Ltd. I spent a small fortune on 
changing the name and still nobody knew about 
JOKA Ltd. Yes, Joka was the new name of my 
company. You know, my name is Joe, my wife 
is Kathy (short for Katherine), so I just put our 
names together and came up with JOKA. Luckily, 
we could introduce the new 
name successfully. 
We made wearing 
uniforms in our 
dressmaker’s room 
mandatory, so 
everybody worked in 
JOKA overcoats. We 
launched our JOKA 
coats, the quality of 
which was nothing 
short of equal to that 
of the finest coats on 
the market. We started to 
export and Kathy worked 
24/7. Even a German company, 
Trenta GmbH, commissioned us 
to represent them over here, so we 
set up a second factory and opened a 
showroom. We had almost finished our 
online shop at joka.hu. The JOKA name 
worked and the money started to  
pour in.

Everything was fine until 
the police came and seized 
our stocks and our 
computers, and sealed our 
warehouse. Thank God, 
I was not arrested, only 
summonsed. Though the 
charges were dropped 
later, Kathy took this 
really hard. Me too.

Then came the worst part. I was summoned 
to court and was charged with trade mark 
infringement. Some Egyptian company sued 
us for violating their “JOKAM” trade mark. They 
said that the court was an EU trade mark court, 
because JOKAM is a European trade mark. What 
a nonsense! The biggest problem was that not 
even my attorney, Dr. Pfuscher knew what to do. 
The trial was due 6 months later and Kathy and 
me, we were both terrified. I wish that nobody, not 
even my worst enemies, have to go through this 
nightmare.

They took the name, the company, even the 
domain. Moreover, I was forced to publish in two 
national daily newspapers that I committed 

an infringement. On top of the millions in 
damages, I even had to pay the Egyptian 

company’s trade mark attorney. I hit 
rock bottom again and had to start 

all over. Luckily, with the help of the 
good Dr. Pfuscher we had “Trenta”, 
our own trade mark. Though it is 
valid only for Hungary and it is not 
our own brand, it is good enough 
to prevent the German company 
from getting another distributor.

J o e  L o s e r
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An attack on your domain

The postman keeps pressing the bell. Some lawyer has sent me a letter that I have 
to sign for. I sign for it, rip the envelop open and silently utter thanks to God that I was 
already sitting down. They want our domain name! They want us to surrender it, just 
because someone grew fond of it; they want it invalidated because it is bothering them. 
What am I to do now?!

Does this story ring a bell? Or you have never found yourself in such a situation? 
Well, let us hope you never will! It is comforting to know, though, that the situation 
is not that bad. Such requests often lack substantial grounds. You are not entirely 

defenceless. However, the proper course of your actions should be decided by a 
professional, so do not hesitate to call the trade mark hot-line (+ 36-1-458-3353)!

The name included in the trade mark you chose may be either protected under 
the Civil Code as an inherent right or, inter alia, by the provisions of trade mark law 
or competition law. The law, however, does not protect the ”author” of the domain 
name, but the special relationship between the person and the name in the course 
of using the name on the Internet. The prime source of domain law is not copyright 
law, but business law and the law of personal rights.

You are responsible for your choice of domain and are required to exercise due 
care during the application procedure. Also, you need to check in advance that 

What to do?
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your choice does not interfere with the rights of others. It is not merely your option, 
but in fact your obligation to search earlier registered company names and trade 
marks. You cannot choose or use domain names that are presumably unlawful or 
deceptive in relation to, inter alia, their meaning and/or use. You are also liable for the 
consequences of your wrong choice.

Somebody ripped off my name

What can be done when, while unsuspectingly browsing the web, you come across a 
name, which is identical to or can be confused with your name? Or when, while walking 
down the street, you notice a poster advertising a company under a name, which is 
definitely similar to yours? Or – horrible thought! – you find a domain, which is identical 
to your trade mark?

Well, the first reaction is usually spontaneous: you 
are outraged. This reaction, however, will only damage 
your nerves but will not solve your problem, so you’d 
better start considering next steps without delay.

So, instead of or in addition to being outraged, 
should I send a letter of notice to whom it concerns?

Yes, sooner or later, but this should not be your next 
step: consult a professional instead! This is the most 
urgent action to be taken. Simultaneously, or even 
before consulting a professional, collect irrefutable 
evidence! For example, if it is posted on a website, you can turn to a solicitor to help 
in drawing up a statement of facts.

If your trade mark is infringed by a name that can be confused with your trade 
mark, it is important to file a request for preliminary injunction with the court having 
competence for trade mark-related matters as soon as possible. While you are the 
only one knowing the exact time you became aware of the infringement, if you 
hastily write a badly-argued letter of notice, others will know this time as well and 
you might run out of time.

A professional may also help you to identify the rights, if any, of the other party 
regarding the name in question. The case may be that both of you came up with 
similar names, unaware of the actions of each other, even if you exercised due care 
during the name selection process. It is also possible that the other one started using 
the name earlier and even has it registered as a company name or trade mark before 
it occurred to you. However, if the other person appears to be trying to exploit your 
popularity or to push you out of the market, you need to take the necessary steps 
and, as the case may be, to have the trade mark of the other party invalidated.

If someone else has registered a domain, which is identical to or likely to be 
confused with your trade mark, you have less complicated means and ways than 
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a trade mark infringement procedure to have the domain name cancelled. You can 
turn to a panelist; and to do that, you are strongly advised to seek assistance from a 
legal representative.

Opposition against my application

I have a terrific name and my trade mark attorney has already applied for trade 
mark registration. All the catalogues are being printed, the ”R” sign is being polished 
by the decorator and is about to be affixed next to the trade mark. The only phase 
awaiting completion is registration of the trade mark by the Trade Mark Office. And 
then, out of the blue, my attorney calls me and tells me that someone has given notice 
of opposition against our application!

Unfortunately, things like that do happen occasionally. The trade mark application 
is published prior to registration and, should the rights of anyone be violated by the 
mark, there is a three months period open for everyone to oppose to registration. 
Many persons, mostly foreign companies, use software solutions to monitor trade 
mark publication. In the event of successful opposition, registration will be denied. 
But what can you do to render the possible oppositions unsuccessful?
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You have a good chance to avoid opposition by 
conducting a thorough trade mark search before 
applying for registration. While such searches should not 
be limited to identical signs but should include similar 
signs and name variations as well, they still cannot 
guarantee the success of your application. Similarity 
searches can be conducted by experienced trade mark 
researchers and experts, as a sound understanding of 
related case law is necessary to know what constitutes 
similarity and a likelihood of confusion. Besides, there 
are often more than a hundred possible variations to consider during similarity 
searches, as all it takes is to replace one character in your brand name with 
another.

In case an opposition was filed, you need to defend yourself. If the name is really 
important for you, you need to face the fact that only professionals stand any chance 
of protecting it. After the written preparation phase (receiving the statements of the 
parties), the opposition is considered usually in writing or, upon request, during a 
hearing. A considerable part of the costs are to be borne by the losing party.

Accusation of infringement

We have a superb brand name, my wife came up with it, and we have spent a small 
fortune on its market introduction. And then, out of nowhere, we receive a letter of 
notice from a lawyer or an outright subpoena from the court: we are being accused of 
infringement! We are being accused, we who paid attention to every tiny detail and could 
not even find that name on the Internet! Who should we go to, what should we do?

Trade mark protection confers upon proprietors both the exclusive right to use 
the trade mark and the possibility to act against others using trade marks that are, 
in the view of the proprietor, similar to or can be confused with his registered trade 
mark for similar goods or services (or, in the case of more famous trade marks, even 
for entirely different goods or services).

It is important to be aware that infringement is an „objective category”, meaning 
that you cannot successfully claim that you have never even heard of the other party 
or of his or her registered trade mark. The fact of trade mark infringement has nothing 
to do with the good or bad faith of the infringer.

Writing an answer, drafting a counterclaim to be submitted during trial or 
considering other countermeasures all require vast professional experience and 
knowledge, as the possible circumstances of such cases are of extreme complexity. 
Before any action is taken against you, it is strongly advised to have a thorough search 
conducted in relation to your brand name, or even have it registered as a trade mark, 
to avoid difficulties in the future. If you have a trade mark, the other party needs to 
have it invalidated first, thereby leaving you plenty of time to change your strategy.
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Joe Loser, the Great Distributor

As we were prohibited from using the JOKA name, 
we assumed the Joka Hungary Ltd. name. We had 
the trade mark and were busy importing from 
Germany. The German Trenta GmbH was pleased 
as well and did not oppose us using its name 
as our company name. I would not go as far as 
saying that we were back on track, but we had 
certainly put our tremendous despair behind us. 
People were buying more and more of our trendy 
Trenta clothes. 
One day I met one 
of the executive of-
ficers of the Swiss 
Brentic company 
at a garment trade 
expo. Their prod-
uct portfolio was 
almost identical 
with that of Trenta, 
but they had their 
clothes manufac-
tured in China and 
their prices were 
somewhat lower. 
We made a deal 
that we would 
represent his com-
pany here as well. 
Though we sold a 
little bit more of 
the cheaper Bren-
tic clothes, we took 
the utmost care 
to duly inform the 
customers and to 
treat both brands 
fairly.

However, we 
received a notice 
of termination 
from Trenta GmbH 
shortly, claiming 

J o e  L o s e r
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that we were not allowed to distribute compet-
ing brands. We were also informed that they had 
decided to work with another distributor in the 
future. Dr. Pfuscher promised to go after and get 
that other company. So, he sent a letter of request 
to that company claiming that they had no right 
to use the Trenta name as it was his client’s trade 
mark and threatened to file a suit against them 
for trade mark infringement. At least he (already) 
had (some) experience in such matters.

The surprise came when we turned out to be 
sued. Again. But we were the ones with a trade 
mark! Dr. Pfuscher was quick to offer a few words 
of comfort, said that it were all going to be all 
right! He asked me just sit back and watch during 
the court hearing, because he would take care 
of everything and 
would win the case 
single-handed. 
We walked to the 
court together. I 
had a knot in my 
stomach when I 
was searched and 
my briefcase was 
X-rayed at the 
entrance. Since 
the guards did not 
bother to check my 
lawyer, I assumed 
that they already 
knew him, and this 
thought somewhat comforted me. We wandered 
through a maze of corridors until we finally found 
the appropriate room. We had to wait a little, 
because the previous hearing was not finished 
yet. The minutes passed by slowly. The opposing 
party was represented by a trade mark attorney 
and, while waiting for the room, the lawyers 
exchanged a few words. Finally, a loudspeaker 
started squeaking and we were admitted to the 
courtroom. Dr. Pfuscher assumed his place in 
a school desk by the door and I sat down in the 
visitor section. I sat there all alone; nobody was 

interested in my case. There were three judges 
sitting at a long desk.

And so the hearing began. Although I was asked 
why I was there, they did not mind my presence. 
One of the judges shortly read out the motions 
and asked the plaintiff’s lawyer if he maintained 
the claims, what were his demands, and if he 
wanted to extend the claims. Of course, he 
wanted to extend. He argued that the German 
company was entitled to the trade mark, because 
it did not consent to the application for its regis-
tration in the UK.

Then it was Dr. Pfuscher’s turn to address the 
court. He explained that I used to have a contract 
with the German company, they did not oppose 

when we had the company 
name registered, and the 
person who applied for 
trade mark registration is 
the one having all rights in 
the trade mark, anyway. 
His professional words 
and relaxed tone put me in 
great ease. We were shortly 
excused from the room 
and had to wait in the hall 
again. It did not last long 
until we were admitted 
again. I wish I hadn’t gone 
in there again. They took the 
trade mark and I even had 

to pay. It was outrageous! Dr. Pfuscher was dev-
astated as well and he said he would appeal and 
go as far as Strasbourg. This time I found comfort 
only in Kathy’s tender arms.

It took ages until we received the judgment of the 
court in writing, and by that time Dr. Pfuscher 
seemed less sympathetic toward me. He did 
file the appeal, but it was rejected of course. Dr. 
Pfuscher told me that it was to be expected. Nev-
ertheless, he did not forget to collect his fees.

J o e  L o s e r
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The classification of goods and services

Unlike Mohammed’s coffin, trade marks do not rest somewhere between heaven 
and earth, suspended in the air, but are strongly linked to specific goods and services 
(hereinafter referred to as goods). The goods you have chosen – automatically 
including all other goods that may be confused with them – represent the dynamic 
area for which trade marks offer protection. It is important that you set the limits for 
this area in a professional manner as it defines the scope of protection of your trade 
mark. You need to choose the goods prior to applying for trade mark registration, 
with due regard to the following considerations:

- Do not choose unnecessary goods as you are required to use the trade mark for 
those goods as well. The grace period is 5 years (or 3 years in certain countries)
after registration.

- However, if there is a chance that you may want to use the trade mark in other 
fields in the near future, you should apply for registration for those fields as well 
because it is cheaper at this stage. If this new area falls within the same class 
of goods, you have nothing else left to do. If it is in another class, you will also 
have to pay a fee, depending on the respective country; this fee is usually lower 
than that for the first class. The OHIM charges only after the fourth class; this is 
not necessarily true for service and search charges, since the more classes of 
goods you want to cover, the more effort this demands from your trade mark 
attorney.

- The list of goods and services cannot be extended once you have submitted 
your application for trade mark registration. On the other hand, you can extend 
the protected area at any time by submitting a new application for registration 
for the new area. In such cases, although the word or logo is the very same word 
or logo used earlier, you will obtain, in legal terms, an independent and new 
trade mark.

When you hear the name of Nice, most people associate it with the Côte 
d’Azur, commonly known in English as the French Riviera. Well, trade mark 

attorneys immediately associate it with Nice Agreement. This 
international agreement lays down the provisions applicable 
to the classification of goods. An important achievement of 
the Nice Agreement is the Nice Classification.

As of January 2009, international agreement on the 
Nice Classification, which is more than 50 years old, had 83 
contracting parties and the trade mark offices of another 65 
countries apply the Nice Classification for the classification of 
goods that may be designated with trade mark.

There are no trade marks without 
goods
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The classification used to consist of 42 classes but now comprises 45 classes: 34 
classes of goods and 11 classes of services, the headings of which provides also a 
general description of goods or services falling into the respective class. In addition to 
around 10,000 goods and 1,000 services, further items placed into any of the classes 
by the applicant may be indicated in the list of goods of services forming part of the 
application for trade mark registration.

“Nice-9”, meaning the 9th edition of the Nice Classification, is valid for the period 
between 2007 and 2012, while “Nice-10” will enter into force on 1 January 2012. The 
text of the Agreement is updated by the Committee of Experts consisting of one 
representative of each country member, every five years. Such regular updates 
are necessary since the Nice Classification system, although it specifically serves 
methodological and functional purposes, is somewhat outdated and contains 
unusual items as well.

The Committee of Experts is going to consider the application of EURONICE, 
the database used by the EU Trade Mark Office, in the course of updating the Nice 
Classification. Since  certain classes (e. g. Classes 23 and 27) cover only a couple of 
items while others (such as Class 9) cover a surprisingly wide range of goods, the 
issue of possible reclassification of certain goods and restructuring of certain classes 
keeps arising from time to time. Lately, the USA even suggested that the number of 
the classes of goods should be increased.

Despite the above considerations, the Preparatory Working Group preparing the 
update of the Agreement does not recommend, for example, the “disintegration” of 
Class 9, thinking about all the difficulties the modifications of the Classification would 
lead to for new classifications and trade mark searches. As such, the Preparatory 
Working Group of the Committee of Experts has yet to recommend the inclusion of 
new classes in the Classification.

Classifying the goods or services into certain classes is not a task to be 
performed by clients as it requires the expertise of a trade mark attorney. Certain 
goods and services may also fall into several classes and so it is necessary to have 
a sound understanding of relevant case law and to take the obligation to use into 
consideration in order to select the right class for these goods and services.

As you will see later on, the mere fact of being classified into the same class does 
not imply the similarity of the respective goods/services (e. g. eyeglasses and fire 
extinguishers both fall into Class 9) and, vice versa, the mere fact of being classified 
into different classes does not mean that the respective goods/services are not similar 
(e. g. live cockles fall into Class 31 while cockleshells fall into Class 20).

Finished products, for example, are to be classified based on their intended 
purpose or role. If a product is not listed in the alphabetical index, it is to be classified 
by analogy or, ultimately, the products are to be classified according to their materials 
or forms of operation. Multifunctional finished products may be classified into all 
the classes they fit according to their intended purposes. Parts are to be classified 
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into the class of the product to which they belong. However, all possible purposes 
of multifunctional parts are to be taken into consideration for classification 
purposes. Products consisting of various materials are classified by their dominant 
ingredients. Similar rules apply to the classification of services.

On the following pages you can find some comments and useful guidelines in 
relation to each of the classes.

CLASS 1

Chemicals used in industry, science and photography, as well as in agriculture, 
horticulture and forestry; unprocessed artificial resins, unprocessed plastics; ma-
nures; fire extinguishing compositions; tempering and 
soldering preparations; chemical substances for preser-
ving foodstuffs; tanning substances; adhesives used in 
industry.

It is mostly goods intended for industrial and chemical 
purposes and certain products used in science that fall into Class 1. However, medical 
chemicals and various biocide products fall into Class 5, while medical devices and 
equipment fall into Class 10. Most industrial oils and greases also fall into another 
class (Class 4).

Behold the last photograph of two scientists. At 
this time they still assumed that they are holding a 
new Class 1 chemical. The coroner concluded that 
the liquid was an explosive from Class 13.

The unprocessed plastic granulate 
you can see on this picture falls into 
Class 1. As a processed and semi–
finished material it would fall into Class 
17, while, after completion, it would fall 
into any class suitable for the product.

The cleaning preparations packaged for industrial use and intended for 
technological purposes fall into Class 1, while the very same cleaning preparation 
to be used in households would fall into Class 3.
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Artificial fertilisers fall into this class 
and – be strong – you can see actual 
dung in this picture.

CLASS 2

Paints, varnishes, lacquers; preservatives against 
rust and against deterioration of wood; colorants; 
mordants; raw natural resins; metals in foil and 
powder form for painters, decorators, printers and 
artists.

Those who can memorise all the classes of the Nice Classification are bright 
enough to be used as paints of Class 2. While Class 2 mostly comprises paints and 
dyes, cosmetic dyes are included in the following Class 3, accompanied by cleaning 
preparations.

Painted morals. 
The paint on the right is original, but the one on the left is a counterfeit.
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CLASS 3

Bleaching preparations and other substances for la-
undry use; cleaning, polishing, scouring and abrasive 
preparations; soaps; perfumery, essential oils, cosme-
tics, hair lotions; dentifrices.

Trade marks are of essential 
importance for cosmetic products as 
a considerable segment of consumers 
make their choice based on the trade 
mark.

Cosmetic articles and perfumes fall into Class 3. As explained earlier, cleaning 
materials may fall into Classes 1, 3 and 5 depending on their intended purpose, 
but these products generally fall into Class 3 (household articles). Remember 
that the Nice Classification serves primarily functional purposes, thus allowing 
such situations. Hair lotions from Class 3, if distributed in high concentration, 
may serve medical purposes, thus it would fall into Class 5. Due to the possible 
similarities between goods in Class 3 and Class 5, it is strongly advised to include 
both classes in trade mark searches.
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STORY      HENKEL

Never mind, kids, your mum uses PERSIL to do the laundry! - 
You could use a FA shower gel, though!

Is there anyone out there who is not familiar with these brands?

The Henkel company of Düsseldorf, established by Fritz Henkel in 1876, is today a 
market leader in cleaning materials and perfumes. Fritz Henkel was the first to sell 

his cleaners in standard sized packages with uniform design and at a fixed price, and, by using these 
sales features, typical of modern branded products, he was ahead of his time. Today, the Henkel 
company and its products are present, known, and successful on 
five continents of the world. Henkel’s sales revenue was 13.7 billion 
euros in 2007 and it employed 50 thousand people in 125 countries.

Henkel’s activities are focused on three major fields. Persil, Pur and 
Clin, are the most well-known brands among its cleaning and 
household products. The brands of the cosmetics branch include, 
among others, Schwarzkopf and Fa. The Adhesives Technologies 
branch produces household and industrial adhesives (e. g. Pritt, Metylan, Ceresit etc.), supplies 
industrial adhesives and insulation materials and offers impregnation materials and the related 
technical know-how.

As of today, Henkel is the proprietor of over 110,000 trade marks in 198 countries.

CLASS 4

Industrial oils and greases; lubricants; dust absorbing, wetting and bind-
ing compositions; fuels (including motor spirit) and illuminants; candles 
and wicks for lighting.

Oil on fire! Class 4 covers oils, 
fuels, non–edible oils and fats, 
and illuminants. For classification 
purposes, candles are included 
among illuminants.

5. OSZTÁLY
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CLASS 5

Pharmaceutical and veterinary preparations; sanitary 
preparations for medical purposes; dietetic substances 
adapted for medical use, food for babies; plasters, ma-
terials for dressings; material for stopping teeth, dental 
wax; disinfectants; preparations for destroying vermin; 
fungicides, herbicides.

Class 5, covering mostly pharmaceutical and other preparations for medical 
purposes, is a “heavy” class, indeed. However, medical preparations as cosmetic 
articles fall into Class 3.

Classes 3 and 5 are related classes, and goods and preparations falling into 
these classes are mostly intended for human use. The strong recommendation to 
narrow the wide selection of medicines and pharmaceutical products in Class 5 

is supported by the fact 
that these products are 
usually used for specific 
purposes. For this reason 
it is not recommended to 
apply for registration of 
names of medicines for 
the entire class of goods.

Legal disputes are 
frequent in relation to 
medicine trade marks.  
The likelihood of 
confusion is often 
specified as the ground 
of infringement of the 
earlier trade mark. It 
is strongly advised to 
employ a trade mark 
attorney whenever your 
medicine trade mark 

is being challenged, because a successful defence against oppositions or 
applications for invalidation requires specialised knowledge and complex legal 
arguments. Among other factors, the relevant public and the intended purpose of 
the involved medicines as goods are to be taken into consideration in the course 
of such disputes. Consumers of goods of this class can be assumed to be more 
careful than the average consumer. This statement, however, does not apply to 
consumers of tranquilisers, sleeping pills or other drugs affecting the mental 
state of consumers, who tend to be less careful. The attention paid by consumers 
may be relevant for dynamic trade mark analyses, as careful consumers are less 
likely to confuse two similar trade marks.
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CLASS 6

Common metals and their alloys; metal building materials; 
transportable buildings of metal; materials of metal for rail-
way tracks; non-electric cables and wires of base metal; iron-
mongery, small items of metal hardware; pipes and tubes 
of metal; safes; goods of base metal not included in other  
classes; ores.

All that glisters is not gold: non-precious metals fall into Class 6. Classes 6 
and 14 are complementary groups inasmuch as Class 6 covers unprocessed and 
semi–processed non-precious metals and simple goods (e. g. metal construction 
materials) made thereof, while Class 14 covers precious metals (including, among 
others, watches).

Safe deposit boxes and doors fall into Class 6. If you 
peek into the room, you may see the gold stored inside 
(and falling into Class 14).

See you in the infinite. Even yin and 
yang tracks fall into this class.

CLASS 7

Machines and machine tools; motors and engines (except for 
land vehicles); machine coupling and transmission components 
(except for land vehicles); agricultural implements other than 
hand-operated; incubators for eggs.

With the exception of those operated by hand, all kinds 
of machines and motors fall into Class 7. Various motor 
and engine parts as well as electronic cleaning machines 
and other equipment are also included here.

                All cranes that cannot fly fall into this class.

                             And remember, washing machines
                              are machines as well..
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CLASS 8

Hand tools and implements (hand-operated); 
cutlery; side arms; razors.

Class 8 mostly covers hand tools, but precious metal cutlery also falls into this 
Class. Motorised machine tools and equipment fall into the previous Class 7.

Even ancient tools fall into Class 8.

Service must be quite slow in this restaurant. If you 
render restaurant services of Class 43, you had better 
hurry, so you will not end up with forks like this from 
Class 8!

Though the Nice Classification was not even heard of 
in the Middle Ages, this battle-axe probably would had fall 
into Class 8.

CLASS 9

Scientific, nautical, surveying, photographic, ci-
nematographic, optical, weighing, measuring, 
signalling, checking (supervision), life-saving 
and teaching apparatus and instruments; ap-
paratus and instruments for conducting, swit-
ching, transforming, accumulating, regulating 
or controlling electricity; apparatus for recor-
ding, transmission or reproduction of sound or 
images; magnetic data carriers, recording discs; automatic vending machines and 
mechanisms for coin-operated apparatus; cash registers, calculating machines, 
data processing equipment and computers; fire-extinguishing apparatus.

Class 9 covers a wide range of goods from electronic devices through cameras to 
eyeglasses. Among others, Class 9 includes instruments for conducting, regulating 
or controlling electricity, apparatus for recording or reproducing sound, magnetic 
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data carriers, recording discs, calculating machines, computers and even fire-
extinguishing apparatus.

What kind of surrealist puts boots on the desk? 
Or sunglasses next to computers? Well, there were no 
computers, only glasses in 1957, and even eyeglasses 
were used as optical instruments rather than fashion 
articles.

And why do fire-buckets and electric circuits fall into the same class? This is 
weird, indeed. Nevertheless, they are an excellent example for demonstrating that 
there is not necessarily a likelihood of confusion between goods of the same class.

CLASS 10

Surgical, medical, dental and veterinary apparatus 
and instruments, artificial limbs, eyes and teeth; 
orthopaedic articles; suture materials.

Healthy people try to avoid all items falling 
into this class. In case all your attempts to this end fail, bear in mind that Class 10 
covers medical apparatus and instruments as well as orthopaedic articles. This is 
a less uptight class; it could even cover the fire-bucket mentioned in Class 9. Re-
classification, however, is a two-edged weapon. Trade marks can hypothetically be 
used indefinitely and reclassifications raise serious obstacles to trade mark searches, 
as the individual trade 
mark offices do not 
browse through their 
entire data base and 
do not keep track of 
or register each re-
classification for every 
trade mark.
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CLASS 11

Apparatus for lighting, heating, steam 
generating, cooking, refrigerating, drying, 
ventilating, water supply and sanitary 
purposes.

 
Class for lighting, building engineering, and sanitation, also covering all 

related electric devices. Though, as mentioned earlier, the Nice Classification 
is based on functionality, candles do not fall into this class but into Class 4 
with petroleum. Although candles do light up, they are neither devices nor 
equipment. Paraffin lamps and stoves fall into Class 11. Solar collectors for 
heating purposes are covered by this class, but solar collectors used directly 
for generating power fall into Class 9. As mentioned earlier, the issue of 
classification is indeed quite complicated and 
should be left to professionals!

This state of the art dunny falls into Class 
11, despite the fact that such items are rarely 
bearing trade marks.

CLASS 12

Vehicles; apparatus for locomotion by land, 
air or water.

Class 12 covers all vehicles and parts, except the engines that fall into Class 7. 
Well, this class is just not that simple. The engines of vehicles used on land do fall 

into this class, but engines for air transport fall into Class 7, 
while aeroplane turbines fall into Class 12. Hovercrafts belong 
with aeroplanes, because hovercraft engines fall into Class 7 
(just like the engines of lawnmowers, which are operated on 
land but are not vehicles). As for parts of vehicles, indicator 
lights and air conditioners fall into Class 11, vehicle windows 
belong to Class 12, while other windows fall into Class 19. 
Cogged wheels, including cogged wheels used for elevators 
or watercrafts, belong to Class 7, while cogged wheels for 
land vehicles are covered by 
Class 12. Electric motors fall into 
Class 7, but electric motors used 
in vehicles belong to Class 12. 
Meanwhile, vehicle generators 
fall into Class 9. Plain and simple, 
isn’t it?
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CLASS 13

Firearms; ammunition and projectiles; explosives; fireworks.

Firearms and means of pyrotechnics fall into Class 13. Side-arms and 
thrusting weapons did not make it to this dangerous class and rest quietly with 
knives, forks and scissors in Class 8. Attention! Children should not play with sharp 
objects! If you still must give them something, the gear from “Rambo 1” can be 
found in Class 8 and the gadgets from “Terminator” in Class 13. On this screenshot 
you can see Rambo holding his legendary knife. Armour falls into Class 6.

CLASS 14

Precious metals and their alloys and goods in precious metals or coa-
ted therewith, not included in other classes; jewellery, precious stones; 
horological and chronometric instruments.

Class 14 covers precious metals 
and goods in precious metals, 
such as jewels and watches. Some 
products made of precious metals 
do not fall into this class; gold alloys 
used for dentistry belong to Class 
5, embroidery containing golden 
thread and costume jewellery 
made from common metals (and 
which do not qualify as real jewels) 
are assigned to Class 26.

               
            These bricks glister for they are gold.
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CLASS 15

Musical instruments.

Musical instruments fall into Class 15.
This class is quite obvious, there is nothing to give or take.

                                                              Vertical ’pyramid’ piano, 171116. 

CLASS 16

Paper, cardboard and goods made from these materials, 
not included in other classes; printed matter; bookbind-
ing material; photographs; stationery; adhesives for sta-
tionery or household purposes; artists’ materials; paint 
brushes; typewriters and office requisites (except furni-
ture); instructional and teaching material (except appa-
ratus); plastic materials for packaging (not included in 
other classes); printers’ type; printing blocks.

Class 16 covers mostly paper products. 
While paper flags fall into this class, flags 
made of textile are covered by Class 24. 
In this case, materials seem to dominate 
functionality. Do they really? Paper plates 
fall into Class 21 and cream jugs made 
of paper fall into Class 16. Inks belong 
here, but paints fall into Class 2. Framed 
paintings, on the other hand, fall into 
this class, while the frames themselves 
are included in Class 20. Playing cards 
used to belong to this class, but they 
were reclassified into Class 28 (games and 
playthings).
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CLASS 17

Rubber, gutta-percha, gum, asbestos, mica 
and goods made from these materials and 
not included in other classes; plastics in 
extruded form for use in manufacture; 
packing, stopping and insulating materi-
als; flexible pipes, not of metal.

Class 17 covers goods made of rubber 
and semi-processed plastic. Elastic and 
insulating materials are also included 
in this class. Guttapercha (a flexible material made from 
the gum of tropical trees, similarly to caoutchouc) must 
be a really important material for it managed to keep its 
prominent place among the major categories of goods. 
In agreement with pneumologists, we hope that as few 
branded asbestos products will be placed into circulation 
as possible. Not all goods made of rubber fall into this class. 
Condoms belong to Class 10. Medical rubber gloves fall into 
Class 10, household rubber gloves into Class 21. Industrial duct tapes belong to this 
class, while industrial adhesives fall into Class 1. Medical duct tapes are covered by 
Class 10, while office and household duct tapes by Class 16. Tyres fall into Class 12.

CLASS 18

Leather and imitations of leather, and goods made of these materi-
als and not included in other classes; animal skins, hides; trunks and 
travelling bags; umbrellas, parasols and walking sticks; whips, har-
ness and saddlery.

Class 18 covers goods made of 
leather or imitation leather. Many 
accessories made of leather also 
fall into this class, thus Classes 
18 and 25 are related and trade 
mark searches should extend to 
both classes. Valuable accessories 
and costume jewellery not made 
of leather fall into Class 14 and 
the less valuable ones into Class 
26. Leather may contain fur, but 
fur in itself belongs to Class 22. 
Umbrellas and backpacks are also 
covered by Class 18.
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CLASS 19

Building materials (non-metallic); non-metallic rigid pipes for building; 
asphalt, pitch and bitumen; non-metallic transportable buildings; monu-
ments, not of metal.

Non-metallic building materials 
have their own class: Class 19.

Coverings, doors and windows 
also fall into this category. One can 
almost say that classification can 
be made by using metal detectors. 
Beware of hammer drills though, as 
concrete may contain iron as well.

Only the stone out of “stone-paper-scissors” belong to Class 19.

CLASS 20

Furniture, mirrors, picture frames; goods (not included 
in other classes) of wood, cork, reed, cane, wicker, horn, 
bone, ivory, whalebone, shell, amber, mother-of-pearl, 
meerschaum and substitutes for all these materials, or of 
plastics.

Furniture and other interior decoration 
articles fall into this class, with the reservation 
that most household and kitchen equipment 
belongs to the next Class 21. Carpets and other 
coverings are covered by a separate class (Class 
27). You will not need them so it probably 
should not be even mentioned that wooden 
coffins fall into Class 20 (including Snow White’s 
glass coffin), while iron coffins belong to Class 6 
and stone crypt covers belong to Class 19.

    Comfort is an important feature in Class 20.
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CLASS 21

Household or kitchen utensils and containers; combs and sponges; 
brushes (except paint brushes); brush-making materials; articles 
for cleaning purposes; steelwool; unworked or semi-worked glass 
(except glass used in building); glassware, porcelain and earthen-
ware not included in other classes.

Class 21 is all about kitchens. This class 
covers all hand-operated household and 
kitchen utensils, containers, and cosmetic 
articles, glassware and china products. Bear in 
mind that cleaning solutions and soaps fall into 
Class 3 and small electronic devices fall into 
Class 7. On the other hand, this class is wider 
than ordinary kitchen departments. Jardinières 
may be an exception, but one can hardly find 
shoe brushes or tooth brushes in the kitchen, 
though all these items are covered by Class 21. 
Not to mention china sculptures and curry-
combs. 

STORY      IKEA

The IKEA brand could be called young, though “Google” 
practically re-defined the meaning of this word. Whether young or 
middle-aged, IKEA recently celebrated its 50th anniversary. The com-
pany started from Sweden and is now present in 40 countries with 300 
stores.

Ingvar Kamprad, the founder, made up the successful four letter sign using the initials 
of his name and the names of two towns of his fatherland. People associate IKEA with 
practical, cheap, easy to transport furniture and household articles.

Ingvar Kamprad, the son of a farmer from Småland, started his career by making 
stamps and Christmas decorations and became the 7th richest man in the world 
with assets worth 24 billion Euros in 2008. 
Although he personally retired from leading 
the company in 1986, the company is 
still indirectly owned by his family and he 
frequently visits its stores as an advisor.

IKEA’s turnover was 21,5 million Euros in 
2009 and the company holds more than 70 
European trade marks for its blue and white 
logo and various brands.
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CLASS 22

Ropes, string, nets, tents, awnings, tarpaulins, 
sails, sacks and bags (not included in other clas-
ses); padding and stuffing materials (except of 
rubber or plastics); raw fibrous textile materials.

Class 22 is about ropes and strings made of 
fibres, paper, or plastic. Sealing materials in this 
class may not be made of plastic, otherwise they 
fall into Class 17. Unless used for cleaning purposes, 
wool waste also belongs to this class, otherwise 

it falls into Class 21. Who would 
have thought that wool can be 
used for cleaning? On the other 
hand, materials used for cleaning 
wool items belong to Class 3 as 
laundry or cleaning solutions. 
Horsehair falls into Class 22, but 
wigs are covered by the similar 
Class 26.

CLASS 23

Yarns and threads, for textile use.

Class 23 includes various yarns and threads.
This is a humble class, indeed.

There is hardly anything else to add.
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CLASS 24

Textiles and textile goods, not included in other classes; 
bed and table covers.

Class 24 includes textile goods that are not included in other classes, such as 
bed sheets or blankets used in households. The Lyon weavers’ guild should have 
registered their textiles in this class instead of destroying the weaving machines… 
Obviously, Nice was quite far from them. Toilet seat covers are also included in this 
category, but flags are far more spectacular.

CLASS 25

Clothing, footwear, headgear.

Class 25, the class of clothing, footwear, and 
headgear, is quite close to Class 18, so searches 
should extend to both classes. Despite the short 
header, this class is one of the most populated 
classes (just like this board), so trying to obtain 
protection in this class without conducting 
professional research is pure recklessness. This 
Class is so crowded that there isn’t enough room 
to fit a needle, which maybe is why needles are 
included in Class 26.

All clothing, regardless of its size, falls into this class. 
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CLASS 26

Lace and embroidery, ribbons and braid; buttons, hooks and 
eyes, pins and needles; artificial flowers.

Haberdashery may fall into several classes; lace, ribbons, and braids are included 
in Class 26. Although wigs, badges not made of gold, and artificial flowers are not 
haberdashery, they still fall into this class.

Custom jewels are included in 
this class if they are not of significant 
value and are not made of precious 
materials.

STORY      ADIDAS

- What shoes do you run in? Adidas? Nike?
- Wrong! I’ve got Reebok!
- Well, I’m right! Reebok IS also from Adidas!

Back in 1920, Adi (Adolf) Dassler living close to Nuremberg did not think that one day 
almost every athlete in the world will know the trade mark created from his name. At the 
tender age of 20, he only cared about making his shoes successful. As a passionate athlete 
himself, he dreamed about producing professional shoes for athletes in all kinds of sport. 
In the ‘30s he was already producing 30 different kinds of shoes and employed around 100 
workers. At that time, Adi ran his factory with his brother, 
Rudolf. Sadly, the relationship between the brothers turned 
sour after WW2 and Rudolf took up a separate business 
producing “Puma” shoes. Adi assumed the Adidas name in 
1948 and had the three stripes registered as his trade mark 
one year later. In the 1954 World Cup final, the German 
team was already playing in Adidas shoes against the 
world famous Hungarian football team.

The German Adidas was temporarily acquired by the 
French Bernard Tapie and, after surviving the financial 
mistakes of its owner, the company became a huge success 
again. In the course of its activities, Adidas produced more 
than 700 inventions. By 2008, the German Adidas group 
had reached circa EUR 11 billion in sales revenue.
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CLASS 27

Carpets, rugs, mats and matting, linoleum and other materials for 
covering existing floors; wall hangings (non-textile).

This class is also relatively 
empty, so it is easier to obtain 
trade mark protection here, 
which is good news for those 
who want to have their 
carpets, doormats, or other 
floor coverings protected by 
trade marks. Tapestry is also 
included in this class, but 
parquets fall into Class 19 
as construction materials.

„I told you so many times to get the blue wallpaper!”

CLASS 28

Games and playthings; gymnastic and sporting articles not 
included in other classes; decorations for Christmas trees.

Class 28 includes games 
and sporting articles. Play- 
ing cards also fall into 
this class (they used 
to be covered by Class 
16). Doll’s clothes are 
also included here, but 
sportswear falls into Class 
25. Models of vehicles as 

well as surfboards are also included in Class 28, but sailboats  
are regarded as vehicles and assigned to Class 12. Beware not to 
draw far reaching conclusions from this fact, as gliders fall into 
Class 28.
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CLASS 29

Meat, fish, poultry and game; meat extracts; preserved, frozen, 
dried and cooked fruits and vegetables; jellies, jams, compotes; 
eggs, milk and milk products; edible oils and fats.

From Class 29 on, foodstuffs and 
other nutriments dominate the classes 
of goods. Class 29 mostly includes 
foodstuffs of animal origin – if you 
consider mushrooms, pomace, canned 
vegetables, olive oil, or jam to be of 
animal origin. On a bright note, you will 
have no problems to classify whipped 
cream: it does not matter if it actually 
comes from cows.

CLASS 30

Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; 
flour and preparations made from cereals, bread, pastry and 
confectionery, ices; honey, treacle; yeast, baking-powder; salt, 
mustard; vinegar, sauces (condiments); spices; ice.

Class 30 includes foodstuffs of vegetable origin with the 
reservation that preserved, dried, and otherwise prepared fruits 
and vegetables fall into Class 29. This is one of the most popular 
classes as it includes ice creams and chocolates. However, this is 
not a class intended exclusively for vegetarians: meat patés also  
fall into this class.
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Boci and Baci

An amusing and still useful part of all textbooks: follow-up questions at the end of 
each chapters. Well, get ready to answer this question: is Baci chocolate in conflict 
with Boci chocolate, or the Baci European trade mark with the Boci Hungarian trade 
mark?

Even those readers who are not keen on sweets would know that Boci chocolate has 
been one of the favourites in Hungary for the last decades. Boci chocolate “made in 
the Czech Republic” is still available in Hungary, while Italy is flooded with Baci 
chocolate.

Perugia is one of the head-
quarters of Italian chocolates, 
and Baci is the emblematic 
chocolate of Perugia.

Both brands are more than 50 
years old and have a 
reputation among their 
consumers in their home 
countries. They clearly cover 
the same class of goods. If you 
compare the two trade marks, 
it is beyond question that 
there is a likelihood of confu-
sion between them.

Can the proprietors of the 
trade marks take measures against each other? In Italy, Baci could certainly take 
measures against the Hungarian brand. The same applies to Hungary, vice versa. 
Despite the European trade mark of Baci and though it does apply to Hungary after its 
joining the European Union, Boci could have petitioned the courts that the use of the 
Baci European trade mark be prohibited in Hungary. In every other country Boci and 
Baci could have fought each other based on earlier use of their own trade marks.

Luckily, the two chocolates get along just fine and no conflict of any kind is to be 
expected, even if they are placed on the shelves of the very same store. Why? Just take 
a look at the backs of the two products. Both of the manufacturers and distributors 
are Nestlé affiliates. 
A rare, but possible 
and amicable way to 
prevent trade mark 
infringement is  
simply to buy the 
other trade mark or 
even the entire company. Whatever the costs may be.
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CLASS 31

Agricultural, horticultural and forestry products and grains not 
included in other classes; live animals; fresh fruits and vegetab-
les; seeds, natural plants and flowers; foodstuffs for animals, 
malt.

Flowers, fruits, plants… all goods of beauty. Please ignore the branded ovules 
of silkworms, no matter how beautiful they might be. Agricultural products, grains, 

live animals, and foodstuffs for 
animals also fall into this class.

32. OSZTÁLY

CLASS 32

Beers; mineral and aerated waters and other non-alcoholic  
drinks; fruit drinks and fruit juices; syrups and other  
preparations for making beverages.

Class 32 includes beers and non-alcoholic 
beverages, such as soft drinks or mineral waters. 
Powdered drinks, essences, and whey-based 
beverages also fall into this class.
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CLASS 33

Alcoholic beverages (except beers).

Alcoholic beverages are assigned to Class 33. Those who have 
drunk enough to have double vision may confuse this class with 
Class 3 which only includes eau de cologne.

34. OSZTÁLY

STORY      Guinness The 250 year-old brand

Arthur Guinness, an Irish brewer born in 1725, could not know that his sur-
name would emerge as one of the most famous trade marks in the world. 
Though one could argue that Arthur Guinness himself could have been in 
the Guinness Book of Records having fathered 21 children, let’s follow the timeline. The 
brewery was established at St. James’ Gate in Dublin in 1759 and Mr. Guinness, in his 
wisdom, might had foreseen the future as he leased the parcel of land for 9000 years. 
Using roasted barley and common beer components, the brewery produced its uniquely 
flavoured stout that quickly rose in popularity. As its characteristic feature, the beer 
contains carbon dioxide and nitrogen as well, so a small layer of thick foam appears on 
top of the drink. Consumers are advised to drink the beer from mugs and at the recom-
mended temperature, since the unique taste and 
flavour that makes this beverage so famous can only 
be enjoyed under such circumstances.

The success of the founder was further increased by 
his predecessors. Thanks to the extraordinary beer, 
marketing, and trade mark, it did not take thou-
sands of years until, at the end of the last century, 
Guinness became the largest brewery in the world 
and the biggest corporation of Ireland. Today, the 
company is producing some 6 million litres of beer 
every day from nearly 50 establishments worldwide. 
The Guinness Storehouse at St. James’ Gate is visited 
by approximately one million tourists every year.

The fame and glory of the trade mark and of the beer is supported by cleverly organi-
sed and prepared advertisement campaigns.
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CLASS 34

Tobacco; smokers’ articles; matches.

Class 34, the final class of goods, 
includes tobacco products. All 
cigarettes and even the spittoons for 
smokers fall into this class. Despite the 
close relationship, the treatment of 
lung cancer is included in Class 44 as a 
service.

CLASS 35

Advertising; business management; business admi-
nistration; office functions.

The list of services is somewhat 
shorter than the list of goods. In 
this context, services mean only 
services for the benefit of others, 
and so the advertisement of one’s 
own goods or services does not 
fall into this class. Class 35 includes 
mostly advertising-related and 
commercial services. Book binding, 
copying, and market research fall 
into this class. The names of traders 
and franchisers should be protected 
in this class as well.
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CLASS 36

Insurance; financial affairs; monetary affairs; real estate affairs.

Class 36 includes money, currency, 
and insurance-related services. They 
might be entertaining, so lottery and 
other games of chance were reclassified 
into Class 41 (entertainment). On the 
other hand, rent collection, real estate 
management, and jewellery valuation 
fall into Class 36.

CLASS 37

Building construction; repair; installation services.

Class 37 includes construction, repair, and installation related services. Window 
cleaners, cleaning ladies, and insect killers, remember to have your trade marks 
registered in this class!
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CLASS 38

Telecommunications.

Class 38 includes telecommunication 
(electronic, phone, telegram etc.) services. E-mail 
services, Internet access services and broadcasting 
services also fall into this class, just like the leasing 
of the green phone you can see on this picture.

CLASS 39

Transport; packaging and storage of goods; 
travel arrangement.

Class 39 includes transport-related 
services both for persons and for 
goods. With the exception of certain 
accommodation-related services (falling 
into Class 43), travel agency services also 
fall into this class. Postal services are also 
covered by Class 39. If you find yourself 
close to the North Pole with a ship (and 
not in your kitchen), ice breaking is also 
covered by this class.
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CLASS 40

Treatment of materials.

Class 40 includes services 
relating to the treatment of 
materials with the reservation that 
services provided to others (and not 
performed on your own materials) 
are to be classified in this class only. 
“Treatment of materials” includes 
the preservation of foodstuffs, 
framing, air conditioning, mineral  
oil processing, and dental 
technician services.

CLASS 41

Education; providing of training; enter- 
tainment; sporting and cultural activities.

Class 41 includes services 
relating to the development of 
mental abilities and entertaining, as 
well as sport and cultural activities. 
Animal training, photography, video 
leasing, book publishing, education, 
translation, and the operation of golf 
courses also fall into this class.
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CLASS 42

Scientific and technological services and research and design 
relating thereto; industrial analysis and research services;  
design and development of computer hardware and software.

Class 42 includes scientific, technological, and information technology services 
(with the exception of repair and maintenance services in the latter case, 
as those fall into Class 37). In general terms, intellectual engineering 
activities (including submarine research and website construction and 
maintenance) fall into this class. This class used to be the “Miscellaneous” 
class, but it has been divided into several groups (see the following 
classes). The earlier trade marks have not been re-classified, thus the 
services of Classes 43 to 45 are to be searched for in Class 42 as well.

CLASS 43

Services for providing food and drink; temporary accommodation.

Class 43 includes services for tourism, providing food and drink, and temporary 
accommodation (such as room reservation in hotels). Retirement homes and hotels 
for animals also fall into this class.

CLASS 44

Medical services; veterinary services; hygienic and beauty care for 
human beings or animals; agriculture, horticulture and forestry 
services.

Class 44 includes medical services, 
as well as agricultural, horticulture, and 
forestry services. Hairdressing and weed 
control get along fine, just like surgical 
bandaging and flower arrangement.
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CLASS 45

Legal services; security services for the protection of property and individuals; 
personal and social services rendered by others to meet the needs of individuals.

Last, but not least, Class 45 includes legal 
services, security services, and some other, 
rather vaguely phrased services: “personal 
and social services rendered by others to 
meet the needs of individuals”. Consequently, 
funerals fall into this class, as well as providing 
rental clothing, and fortune telling from 
coffee grounds. Security services include the 
opening of safety locks as well. If the lock 
breaks during an attempt to open it, you can 
have it repaired by providers of services in 
Class 37.

Look closely and you will find 13 classes of goods and 2 classes of services in 
this picture!
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Joe Loser does not give up!

I commissioned Dr. Pfuscher to have another 
trade mark registered for me. He promised to 
proceed personally, to make sure that nothing 
went wrong. This time I came up with “super 
coat”. Dr. Pfuscher checked the name at www.
trademark.eu and found that the name was not 
taken yet. In the meantime I found a Chinese 
manufacturer who produced 800,000 Super 
Coat labels to be sewn into our 
new coats and who gave 
me a nice bulk discount. 
The English edition 
of our catalogue 
had barely come 
out when Dr. 
Pfuscher received 
a letter saying 
that our trade 
mark application 
was about to 
be rejected and 
inviting us to 
explain why 
this name would 
distinguish our 
products from any 
other goods.

Dr. Pfuscher produced a 
wonderful motion. He argued 
that legal certainty required 
that our fourth name would be 
finally registered by the Office. He 
added that he, personally, had 
not seen any trade mark more 
super than ours and claimed 
that all other coats available 
in the market are of poor 
quality, and not of super 
quality at all. He concluded 
that nothing less than 
the quality itself is the 

distinctive character of our 
products and that distinctive 
character was reflected in our 
name.

A couple of months 
later the “super coat” was 

rejected. So much for legal 
certainty! They justified the 
decision by saying that its 
quality, geographical origin, or 
similar features, did not have 
a distinctive character. And 
the name itself did not have a 

distinctive character, either. 
Dr. Pfuscher swore revenge 

and promised to go to 
court. Kathy did not 

let him do that as 
he lost our case 

the last time as 
well.

J o e  L o s e r
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In this section we will have a look at some of the websites that you may find 

useful if you work with trade marks or if you want to know more about trade mark 
matters.

 

1. TRADEMARK.EU
 
A website edited and published by trade mark professionals 

with several years of experience in the field. The main function of 
the site is to help promote the EU trade mark (Community Trade 
Mark or CTM), the site provides tools and help for registering new 
EU trade marks. However, some of the tools can be useful for 
those working with national trade marks, e. g. the translation tool 
to convert the list of goods or the quick guides on the trade mark 
legislation of EU member states. The website also offers online 
services in relation to trade marks and designs, e. g. application, 
renewal, counselling. Trade mark professionals will appreciate our directory that helps 
find their fellow professionals in foreign countries when cooperation is needed. 

2. OAMI.EUROPA.EU

The official site of OHIM which is the European Union agency 
responsible for registering community trade marks and designs. 
The site contains everything there is to know about trademark 
legislation and trademark practice, including case law and 
manuals providing information about the practice of OHIM. 
One of the most important functions is the online database 
of EU trade marks (CTM-ONLINE) where all registrations and 
applications are listed.

3. WIPO.INT
 
The official site of the World Intellectual 

Property Organization (WIPO) which is a 
specialized agency of the United Nations. One 
of its functions is to administer the Madrid 
system for the international registration of 
marks (the Madrid system) established in 
1891. Thanks to the international procedural 
mechanism, the Madrid system offers a trade 
mark owner the possibility to have his trade 

Trade marks on the Internet
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mark protected in several countries by simply filing one application directly with his 
own national or regional trade mark office. The site itself offers similar services in 
relation to international marks as we have seen on the website of OHIM. The Madrid 
Express and ROMARIN databases are available here to search international trade 
mark registrations, a detailed guide is available for those filing an application, and 
the fee calculator tool is a great help for calculating the official fees in respect of 
applications designating several countries.

4. HUPATENT.COM
 

The official website of Georg Pintz and Partners, the Hungarian law 
firm that brought you this book. If you have a Hungarian or a European 
patent or trade mark matter that needs attorney, you have come to 
the right place. The patent attorneys and lawyers of Georg Pintz & 
Partners provide counselling and represent clients before courts 
and authorities for all issues concerning Hungarian and European 
patents, trade marks, designs, competition law, copyright law and 
also Internet-related matters, e. g. domain dispute resolution.

  

 
 

STORY      IBM

Though not even 100 years old, the history of the 
IBM company, and one of the most famous trade 
mark worldwide, began at the end of the 19th cen-
tury. Around that time Herman Hollerith, an Ame-
rican researcher, developed a procedure used for electronically recording and tabulating 
the data of the 1890 census, the Hollerith punched card. Based on his invention, Hollerith 
established the Tabulating Machine Company, which has been operating IBM (Internatio-
nal Business Machines) since 1924.

The IT company, realising over USD 100 billion in annual sales revenue, employs circa 
400,000 workers and holds thousands of patents and hundreds of trade marks. Most of its 
trade marks are listed on the IBM website and the visitors are specifically warned that the 
IBM mark may only be used as a word and only for IBM products and other compatible 
products.

The company regards its most well-known logo, known as “Big Blue”, as the symbol of 
trust, value, quality and advanced technology. The logo was modified several times 
during the past years. In 1924, the original globe-shaped sign, referring to the global and 
international nature of the company, was deemed unfriendly, faceless, and frigid. Today, 
the most well-known “Big Blue” logo of the company, consisting of eight blue and white 
bars arranged as the “IBM” acronym, have become a symbol of equality and dynamism 
and also a definitive part of the company image since around the 1940s. The font and 
overall appearance of the logo has not been significantly changed ever since.
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Though one may sometimes be better off without knowing the secret ways of 
public administrative proceedings, it is good to know what happens to your name 
and logo once you have engaged the services of a trade mark attorney to act on 
your behalf in the course of a trade mark registration procedure at the European 
Trade Mark Office.

The application for trade mark 
registration is usually submitted 
within a couple of days. After the 
application has been filed and the 
corresponding fee is paid, the Office 
checks if the submitted application 
is in compliance with the applicable 
requirements and if it follows all 
the necessary formalities. If the 
answer to all the above questions 
is yes, the Office conducts a 
formal examination and a search 
on earlier rights, the findings of 
which are finally returned in a 
search report. Proprietors of the 
earlier trade marks included in the 
search report done by the Office 
are notified by the Office about the 
pending application in the form 
of a surveillance letter, in order 
to enable them to give notice of 
opposition even if they do not use 
trade mark monitoring (in which 
case they would not have any 
other means of becoming aware of 
the new application).

The trade mark is then published within approximately one month after the 
publication of the search report. The day of publication is of essential importance, 
as the right to give notice of opposition may be exercised during a period of 
three months from that date. After the period open for opposition has elapsed, 
and assuming that no opposition was filed, the trade mark will be registered. In 
the event of opposition, the Office forwards the corresponding documents to 
the applicant, who can reply to the opposition personally or through their legal 
representative. Based on the statements of the parties, the Office adopts its 
decision on the opposition, which decision may be challenged in court. The rules 
of the procedure are discussed in detail in other parts of the book.

Trade mark registration procedure

Successful
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Patrick saves on trade mark attorneys

Applications for registration of European trade marks are promptly recorded in 
the database of the European Trade Mark Office, as displayed on the record below. 
But why does Patrick deserve our attention? Because he managed somehow to 
make quite a unique set of otherwise common mistakes in his application, allowing 
us to cover all these mistakes in one story. 

It is not relevant to our 
purposes here to discuss 
whether the “NIGHTSTYLERS” 
mark is descriptive for any part 
of the list of goods (though that 
would be possible for the “night 
club events” services). Here is the 
description of the trade mark:

NIGHTSTYLERS, Plus vari-
ations of the word Nightstyle, 
nightstyler, nightstylers, night-
stylerz, Night-stylers, night-
styler, nightstylerz, night-stilers, 
nightstiler, night-stilerz, night 
styler, night stylerz

Mistake: in addition to the 
trade mark written in capitals, 
Patrick also included all kinds of 
variations of the words “night” 
and “style”.

Trade marks must have 
one standard form and only 
one sign may be included in 
the application. Applicants are 
of course free to apply for the 
registration of several other 
variations as separate trade  
marks and for additional charges, 
but this is not necessary in 

general. Trade marks are protected against not only identical but also similar words 
that may be confused with the mark.

Trade marks are registered for certain classes of goods and include the list 
of goods to which they apply. Only goods that fall into the respective class may 
be listed under each given class of goods. Patrick mentioned Class 25 (clothing, 
footwear, headgear) for which he could have written clothing articles only.  
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But Patrick, unfortunately, included goods from Class 9 and services from Classes 
35, 38, and 41 as well. He also failed to provide the detailed description of the 
services (a website for example). Pointless services are also included in the list 
(merchandising). The extension mentioned in the end of the description (“and 
everything in the entertainment industry”) is incorrect as well.

These are all grave 
mistakes that will force 
Patrick eventually to a trade 
mark attorney, because 
his mark will certainly not 
be registered without 
professional assistance.

As surprising as it may 
be, it would be even worse 
for Patrick if he had made 
minor mistakes only or 
even if he had not made 
any formal mistakes! As the 
administrator examining 
the submitted applications 
does not know your real 
motivations, your trade 
mark may be registered as 
applied for and you might 
falsely believe that you are 
protected.

Let’s assume that Patrick 
is a DJ and includes the 
first two goods (“recorded 
music, video & film”) only in 
his application. In this case the trade mark would be correctly registered for Class 
9 and Patrick would be happy, as long as another DJ Patrick would start to provide 
his services under the “night style” name. Patrick would not exactly be happy then 
and would visit a trade mark attorney with the printed title deed in his hand. The 
attorney would thoughtfully examine the document and would regretfully say:

“My dear Patrick, unfortunately I can’t help you.”
Patrick already biting on his nails, would ask:
“Why? I even have a trade mark!”
“Well, what for?! Disc jockey activities are entertainment-related activities and 

fall into Class 41! Your trade mark is registered for goods of Class 9! Leave now and 
come back to see me if you come across video tapes or CDs distributed under your 
trade mark!”
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After you have obtained trade mark protection, it is in your fundamental 
interest to ensure that nobody rips off your name or logo and that no other 
sign which can be confused with your trade mark is registered for goods 
or services that are similar to yours. To achieve the latter objective, it is not 

enough to keep an eye on the market with considerably limited means and wait 
for a sign violating your trade mark, which will inevitably come sooner or later…

The most effective means of filtering “dangerous” signs is trade mark monitoring. 
This way you can oppose the registration of other trade marks. If necessary, trade 
mark monitoring must be extended to the entire territory of the European Union. 
Since the gazettes of each and every trade mark authority are mostly ignored by 
everyone, the only viable solution to implement trade mark monitoring is offered 
by specialised software. It is a considerable advantage of trade mark monitoring 
by software that it detects not only identical, but similar or easy-to-confuse trade 
marks as well.

Based on the results of trade mark monitoring, and with the assistance of 
professionals, you have the opportunity and plenty of time after becoming aware 
of a publication to decide whether to oppose the registration of a subsequent 
trade mark. If you fail to give notice of your opposition in due time, your remaining 
possibilities will demand a lot of money and plenty of time on your side.

Trade mark monitoring

STORY      LEGO

Lego from LEGO only?

There has been a dispute between the 
Danish LEGO company and its competitors 
ever since the ‘90s as to whether only LEGO 
is entitled to produce the recently so popular 
construction bricks or if other companies 
are allowed to market similar products. Ole Kirk Christiansen’s motto “Only the best 
is good enough” went straight to the point as the popularity of the tiny bricks has 
been increasing continuously since 1947. The workshop of the former carpenter has 
become the sixth largest toy manufacturer of our times.

The dispute over the production of the lego bricks (now falling into public domain) 
was heard by national courts (e.g. French, Greek, Spanish, and Italian courts), and 
even the European Court of Justice had to decide whether companies other than 
LEGO may produce toy construction bricks using a design similar to that of the lego 
bricks. In other words, the question was whether it is free to “play well” with other 
bricks as well. Kirk Christiansen put together the lego words from the Danish leg godt 
expression, meaning “play well”.
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The Hungarian LEGO case

The Polish COBI S.A. and CTW Toys Kft., COBI’s Hungarian distributor, initiated an in-
validity proceeding at the Hungarian Patent Office (HPO) against those trade marks 
of the more than one hundred LEGO trade marks that cover the traditional const-

ruction bricks (bricks with one, two, four, six, or eight 
connection buttons) in 2002. COBI and CTW Toys argued 
that the challenged trade marks have no distinctive 
character as they consist exclusively of shapes that are 
necessary to connect the bricks.

As a matter of fact, the public, due to the popularity of lego bricks, does not primarily 
associate the “lego” word with the Danish manufacturer any more, but with the toy 
bricks both adults and children happily play with. In the Hungarian language, lego 
became a generic noun, a word referring to the little bricks everyone has so much fun 
playing well with.

There is not really much to be surprised about concerning the transition as LEGO 
bricks became registered patents in 1958, the year when the shapes of the internal 
and external connectors, a world novelty, were finally developed: until that time the 
connection buttons were placed simply on the surface of toy bricks and LEGO was 
the first to design an inverse connector shape inside the bricks thereby allowing for 
simple and strong connections. Though patent protection expired in 1978, LEGO 
has been taking utmost care to maintain the wide scope of protection by applying 
for several trade marks. An argument against LEGO used frequently by its compe-
titors is that LEGO is maintaining the expired patent protection without time limits 
by using trade marks and thereby prevents others from using the solution allowing 
the connection of the bricks. LEGO probably aims to obtain some kind of dissuasive 
protection against its competitors. Though this strategy seems to be working against 
small and medium sized competitors, the big ones do find arguments that are at 
least taken into consideration by the courts.

As a result, the HPO invalidated the three-dimensional trade marks but the case was 
decided with final effect by the Supreme Court in 2008. The Supreme Court was of the 
opinion that the features of the construction bricks on the picture serve both inter- 
locking and aesthetics related purposes and that the technical solution, which was 
used by the Danish company first, can be freely applied by anyone with another design 
of the shapes. In other words, LEGO won the case and its challenged figurative trade 
marks have been protected in Hungary ever since. Needless to say, the dispute is ex-
pected to go on with regard to the following rulings of the European Court of Justice.

At the European Court of Justice

The European Court of Justice reached a verdict other than that of the Hungarian 
Supreme Court. Mega Brands, a Canadian undertaking producing Mega Blocks toy 
bricks, asked the Office for Harmonization in the Internal Market (OHIM) to invalidate 
the three-dimensional mark of the standard lego brick (red cube with eight studs) 
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which was registered as a Community trade mark in 1999. The OHIM agreed and 
invalidated the mark in the construction toy category, so LEGO appealed to the Court 
of First Instance.

In court LEGO argued that the trade mark protection does not lead to a permanent 
technical monopoly as alternative shapes are available for its competitors to incor-
porate an interlocking solution. LEGO itself mentioned the fact that other companies 
are distributing several toys that are similar to the lego bricks on the market. It also 
complained that OHIM failed to identify the essential characteristics of the shape at 
issue, namely the design and proportion of the studs. In the view of the company, 
these characteristics of the Lego brick design carry a strong identity and allow the 
consumers to distinguish lego bricks from those produced by its competitors.

LEGO is proud to say that there are over 900 million ways to combine six bricks with 
eight studs each and does not concur in the opinion that the shapes of the stud 
and of the hollow skirt do not have additional features other than the function of 
ensuring such a number of possible variations. The Court of First Instance did not 
consider the way the consumers perceive the appearance of the bricks to be relevant, 
and emphasised that if the construction brick consisted exclusively of a shape which 
was necessary to obtain a technical result, it was irrelevant whether the same result 
might be achieved by other shapes; trade mark protection may not be granted for 
the brick.

The moral of the judgment seems to be that the colour and size of lego bricks, or the 
shape and size of the studs (meaning the characteristics that represent the standard 
LEGO quality but that are not essential characteristics), are not sufficient to make the 
brick eligible for Community trade mark protection as a three-dimensional mark.

LEGO apparently did not resign itself to the judgment as it tried to defend its opini-
on supported by expert opinions at various fora and has appealed to the European 
Court of Justice.

A recent judgment concerning the inva-
lidation of the three-dimensional LEGO 
trade mark was adopted by the  
German Federal Court of Justice. The 
court limited the examination of the 
eligibility criteria of the three-dimensio-
nal trade mark to the assessment of the 
shape of the studs on top of the brick 
because, in the court’s opinion, the  
underlying brick itself is the very basic 
type of all plastic construction bricks 
and is not eligible for trade mark protection as such. The court concluded that the 
studs do not have any further and non-technical functions, other than to allow the 
bricks to be connected. This decision opened the door for LEGO’s competitors to  
manufacture and market additional parts to the lego system in Germany.
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Henpecked Joe and the slippers

Dr. Pfuscher advised me to find another name 
which does not refer to quality. We picked 
“ASTA”. Dr. Pfuscher was pleased and suggested 
having the name thoroughly protected. It costs 
a little more but we had the name protected 
for everything: clothing, advertising, Internet, 
textiles and paints. “Come and get this!” – said 
Dr. Pfuscher proudly. Everything went smoothly; 
it was just a pity that we did not have the 
name registered in the EU. Our 
beautiful ASTA coats, robes 
and slippers performed 
well on the market. Five 
years after registration 
had passed when a TV 
company wanted to 
have our trade mark 
invalidated on the sha-
dy ground of “failure 
to use” the trade mark. 
Dr. Pfuscher considered 
such claims absurd and 
said in full confidence that 
the case would be a routine 
procedure for him. All he 
asked for were our leaflets, 
catalogues, and invoices.

Following Kathy’s advice, I did not 
attend the hearing. Dr. Pfuscher 
represented me. We waited 
for the news impatiently 
and were glad that Dr. 
Pfuscher called right 
after the hearing 
at the Office. He 
said that we 
won and I was 
free to keep pro-
ducing the ASTA coats. I was 
euphoric. I just could not get my 
mind around the idea that I had to 
pay the costs of the TV company, 
and why did my lawyer tell me 

that he was willing to 
make a court appeal if 
we wanted to?

Well, I got the picture 
once I received the re-
solution in writing. The 
other party had asked 
for invalidation of our 
trade mark in all classes 
except clothing on the grounds of failure to use 
the trade mark. My trade mark was invalidated 
as requested. At my costs.

Kathy took it really hard. “It is mere luck that 
we even got to keep the clothes and Dr. 

Pfuscher did not mess that up, either! Why 
did you have to register the name for 

everything? ‘Asta la vista, Dr. Pfuscher!” 
– she yelled. She threatened me that I 
can take the next trade mark only to a 

trade mark attorney.

“All right!” – I answered shee-
pishly. I looked for real trade 

mark attorney at www.
trademark.eu. Hopefully I 

would not to get into situa-
tions like these again, 

but I wanted to take 
my fate into my own 
hands.

J o e  L o s e r
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Trade marks of the world, unite! – 
International conventions

Entrepreneurs have to face similar problems worldwide in relation to how 
to obtain trade mark protection for the largest territory as simply as possible. 
Several international conventions and agreements aim to support such efforts by 
facilitating the interoperability of national legal systems.

Paris Convention (1883, 1967)  

The Paris Convention was the first piece of international conventions to lay 
down the international principles of industrial property rights and to harmonise 
national laws with regards to certain fundamental principles. The Convention 
has been effective since 1884 (as revised in 1967) and has more than 170 country 
parties. Of all the more prominent countries, only Taiwan is not a party to the 

Convention.

The Paris Convention 
established advantageous con-
ditions and uniform rules for the 
protection of indications in other 
countries. The most important 
fundamental principles of the 
Convention are the principle 
of equal treatment and Union 
priority right.

Under the principle of 
equal treatment, all persons 
of the countries party to the  
Convention are treated equally 
(and note here that the obligation 
of foreign persons to mandate a 
domestic legal representative 
does not violate this principle).

The Union priority right 
ensured by the Convention 
is one of the most important 
advantages. Any person who 
has duly filed an application 
for registration of a trade mark 
in one country has a right of 
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priority during a period of six months from the priority date (the day on which 
the application was filed) to apply for the trade mark in other countries. The 
Union priority right can also be applied in countries that are not parties to the 
Convention. Some of the country members to the Convention recognise priority 
rights from Taiwan on the basis of reciprocity and, in return, Taiwan also recognises 
priority rights from European countries (as members of the WTO).

The Convention establishes the principle of independence of trade marks applied 
for and registered in various countries and the prohibition of registering official state 
emblems, and lays down provisions concerning the prohibition of unfair market 
competition. Country members to the Convention are also required to ensure 
protection for trade names.

The Convention sets forth provisions concerning the higher level of protection 
available for well-known marks. According to Article 6bis of the Convention, the 
registration and use of a trade mark which is liable to create confusion with a well-
known trade mark is prohibited. Nota bene, “well-known trade marks” are not to be 
confused with “trade marks with a reputation”, as both registered and unregistered 
marks may be qualified as “well-known trade marks”, while only registered marks are 
capable of being “trade marks with a reputation”. This distinction is relevant mostly 
to opposition proceedings where the grounds for invalidation are to be specified. 
Otherwise, the meaning of the two terms is more or less similar.

In September 1999, the Assembly of the Paris Union for the Protection of Industrial 
Property and the General Assembly of the World Intellectual Property Organization 
adopted a Joint Recommendation to define the meaning of “well-known trade 
marks”.

The following factors may be relevant to the definition of being “well-known”: the 
degree of knowledge or recognition of the mark among the relevant sector of the 
public; the duration, extent and geographical area of any use and/or any promotion 
of the mark; the record of successful enforcement of rights in the mark; the value 
associated with the mark. Whether the respective trade mark is to be considered 
“well-known” is to be determined in each case depending upon the particular 
circumstances of that case.

According to the Recommendation, the member states may not require, as a 
condition for determining whether a mark is a well-known mark, that the mark has 
been registered or that an application for registration of the mark has been filed in, 
or in respect of, the Member State or that the mark is well known by the “public at 
large” in the Member State. It is sufficient if the mark is known by the “relevant sector 
of the public”, which group includes but is not necessarily limited to the actual and/or 
potential consumers of the type of goods and/or services to which the mark applies, 
the persons involved in channels of distribution, and the business circles dealing 
with the type of goods and/or services. As such, trade marks are deemed to be well-
known if they are known by a relevant sector in any of the member states.
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Well-known marks are also protected against conflicting marks, business 
identifiers and domain names, at least with effect from the time when the mark has 
become well-known in a member state.

For the concept of “bad faith” to apply, it is necessary to establish whether the 
proprietor of a mark which is in conflict with a well-known mark had, at the time when 
the mark was used or the application was filed, knowledge of the well-known mark. 
There is no time limit whatsoever for requesting the invalidation of the registration 
of a mark which is in conflict with a well-known mark if the conflicting mark was 
registered in bad faith.

The Recommendation also covers business identifiers. “Business identifiers” are 
signs which identify businesses as such, and not the products or services offered by 
the business, the latter feature constituting a pure trade mark function. Signs that 
may constitute business identifiers are, for example, trade names, business symbols, 
emblems or logos. Business identifiers are deemed to be in conflict with a well-known 
mark where that mark, or an essential part thereof, constitutes a reproduction, an 
imitation, a translation, or a transliteration of the well-known trade mark, and where 
at least one of the following conditions is fulfilled:

- the use of that mark would indicate a connection between the respective 
business activity and the owner of the well-known mark, and would be likely to 
damage his interests;

- the use of that mark is likely to impair, dilute, or abuse in an unfair manner the 
distinctive character of the well-known mark; or

- the use of that mark would take unfair advantage of the distinctive character of 
the well-known mark.

Domain names are deemed to be in conflict with a well-known mark at least 
where that domain name, or an essential part thereof, constitutes a reproduction, an 
imitation, a translation, or a transliteration of the well-known mark, and the domain 
name has been registered or used in bad faith.

TRIPS Agreement (1994)

The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS 
Agreement) is an international agreement administered by the WTO with more than 
150 members. The TRIPS Agreement, while providing for effective law enforcement 
(e. g. customs measures, injunctions, criminal procedure) against infringers of 
intellectual property rights, raised the focus of world trade to intellectual property 
rights as part of private law.

According to Article 15 of the TRIPS Agreement, any thing capable of distinguishing 
goods or services from each other shall be capable of constituting a trade mark. 
In comparison, the USA applies a wider interpretation of this term than European 
states (which require the capability of it to be represented graphically). The TRIPS 
Agreement contains provisions relating to geographical indications as well.
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It was the TRIPS Agreement that introduced the principle of the most-favoured 
nation treatment with regard to the protection of intellectual property. Under this 
principle, any advantage, favour, privilege or immunity granted by a member to the 
nationals of any other country shall be accorded immediately and unconditionally 
to the nationals of all other members. As a result of the TRIPS Agreement and the 
continuous spreading of the Internet, trade marks are becoming increasingly 
global and the TRIPS Agreement seeks to strengthen the protection available for 
trade marks (e.g. higher protection for trade marks with a reputation, or protection 
against “dilution”).

Nice Agreement (1957)

The Nice Agreement, concluded at the Nice Diplomatic Conference in 1957, 
lays down the international classification of goods and services. It has more than 
80 members, and it is applied by the trade mark authorities of further 65 states for 
the classification of goods and services.

The Nice Agreement considerably facilitates the registration of trade marks, as 
the national classifications used by different countries had applied significantly 
diverse classification systems where the numbers, names, scope and assessment 
criteria of the classes were not standardised.

The Nice Agreement is covered in detail in another part of the book.

Vienna Agreement (1973)

The members of the Vienna Agreement adopted the international classification 
of the figurative elements of marks by categories, divisions and sections. This 
classification, however, does not affect the scope of trade mark protection. The Vienna 
Agreement uses 29 categories and 144 divisions to classify all figurative elements 
(one element may be assigned to several places).
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Though the Vienna Agreement supports the registration of figurative trade marks, 
only a few (nearly 30) states are parties thereto. In addition to the member states, use 
of the Vienna Agreement is mandatory for registration under the Madrid Agreement 
and the Protocol relating to that Agreement.

WIPO Trademark Law Treaty (1994)

The Trademark Law Treaty administered by the World Intellectual Property 
Organization (WIPO) aims to facilitate the obtaining and maintenance of trade mark 
protection and it is the only international agreement which directly affects the trade 
mark procedures of the member states. The objective of the Treaty is to simplify 
certain formal requirements and procedural actions, such as data and requirements 
of applications and the standardisation of rules of representation.

Any Contracting Party to 
the Treaty may require that 
an application for trade mark 
registration contain some or all of the 
following indications or elements: a 
request for registration, data of the 
applicant and its representative, 
one or more reproductions of the 
mark, the names of the goods and/
or services for which the registration 
is sought, grouped according to the 
classes of the Nice Classification, 
or a declaration of intention to 
use the mark, as required by the 
law of the Contracting Party. The 
list of requirements of the Treaty 
is exhaustive, meaning that no 
Contracting Party may demand 
that requirements other than those 
included in the list (e.g. extracts 
from company records or any 
proof that the applicant is pursuing 
business activities that are identical 
to the goods or services mentioned 
in the application) be complied 
with in respect of the application. 
Application for registration in several 
classes is possible, thus applications 
relating to several goods/services 
to be registered in several classes 
are to result in one and the same 
registration. This may seem obvious, 
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but remember that in certain countries (e. g. Argentine, South Africa, China, New 
Zealand) separate applications are required and different registration numbers are 
assigned in each class.

The scope of the Treaty does not include collective trade marks, certification 
marks and other trade marks that are not capable of being perceived visually (e. g. 
sound marks or olfactory signs).

The Treaty provides for the rules of representation and power of attorney. 
Subject to the condition that the template forms annexed to the Treaty are used, the 
applications are not required to meet any further requirements.

Singapore Treaty on the Law of Trademarks (2006)

The Singapore Treaty on the Law of Trademarks, another international treaty, was 
adopted by the Diplomatic Conference for the Adoption of a Revised Trademark Law 
Treaty in 2006. The Treaty contains provisions concerning the requirements applicable 
to trade marks falling within the scope of the Treaty and their representation, the 
electronic submission of applications and the related official communications, as 
well as the relief measures in case 
of failure to comply with time 
limits.

Despite of the large number 
of signatories, the Singapore 
Treaty on the Law of Trademarks 
has become effect in 13 countries 
only. Unlike that of the Trademark 
Law Treaty of 1994, the scope of 
the Singapore Treaty includes all 
trademarks that are eligible for 
registration.

The Treaty establishes the 
fundamental rules that, on the 
one hand, goods or services may 
not be considered as being similar 
to each other on the ground that 
they appear in the same class of 
the Nice Classification and, on 
the other hand, that goods or 
services may not be considered as 
being dissimilar from each other 
on the ground that they appear 
in different classes of the Nice 
Classification.
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Conquer the world with an 
international trade mark!

Who says that you can’t supply your goods or services – even through the 
Internet – to more distant countries of the world? Do you really have to tolerate 
that your name or logo is being ripped off during a simple night shift?

Monitoring is neither an easy nor cheap task to perform. First of all, you have 
to apply for registration, that is you need to have trade mark rights, so you have 
something at least to monitor, and if your rights are violated you could seek 
remedies.

In the overwhelming majority of the EU Member States, you can obtain 
international trade marks in addition to the available EU and national trade marks. 
Even better, you can get an international trade mark in many other important 
countries, such as the USA, China, Russia, Japan, South Korea, Australia, Switzerland, 
Norway, Turkey, Croatia, Serbia, Ukraine, and other former countries of the ”socialist” 
block. International protection is to be sought in the state of your establishment 
(citizenship or, for legal entities, your registered address or premises). It is also 
important to have a national trade mark, or at least an application for registration, 
submitted, because the application is basically the extension of the trade mark 
rights conferred under national law.

International trade marks and the Madrid Protocol

Trade marks are always to be applied for one specific country. An alternative 
to this rule is the EU as a whole. If you have a trade mark registered, the conferred 
legal protection is available within the borders of the country of registration only, 
meaning that your rights may only be enforced in that state (the latter statement is 
also true for EU trade marks).

So, what are your options, if you want to have 
trade marks abroad?

-  You may obtain national trade mark protection 
in each and every foreign country;

-  You may obtain an EU trade mark which is valid 
in all of the EU Member States; or

-  You may obtain an international trade mark, if 
this option is available in the given country and 
you have a national (or EU) trade mark.
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Assuming that you wish to have the trade mark registered directly in foreign 
countries, as mentioned in your first option, you need to take into consideration that 
national trade mark offices usually require foreign applicants to appoint domestic 
legal representatives. To do so, you obviously do not have to spend a single minute 
travelling because your own trade mark attorney can keep contact with his or her 
foreign colleague, but this fact has a considerable effect on your costs.

The second option is extensively covered in other parts of the book.

The third option, which is to obtain an international trade mark, is discussed 
below.

The Madrid System is named after two 
international documents: the Madrid Agreement 
(1891) and the Madrid Protocol (1989), the latter 
being of ever-increasing importance today. 
Both documents are administered by the World 
Intellectual Property Organization (WIPO), a 
specialized agency of the United Nations with its 
headquarters in Geneva, Switzerland.

WIPO is also a kind of “international trade mark 
office” among its other functions, acting as the 
registrar of international trade marks and checking 
the new applications against the applicable formal 
requirements. However, WIPO has a limited role 
in the registration of trade marks as it does not 
examine the merits of the applications for trade 
mark registrations. Such examinations are carried 
out by the competent trade mark office, under its 
own laws on trade marks.

  
A condition for applying for an international 

trade mark is to have a national trade mark 
application in one of the member states. Certain 
countries, such as Algeria, Kazakhstan, Liberia, 
Sudan, and Tajikistan, are parties to the Madrid 
Agreement only, and so they require registered 
trade marks for such extensions. “So what?”, you could ask, since most of the countries 
are also parties to the Madrid Protocol so, in those countries, it suffices only to have 
an application for a national trade mark. If a country is party to both documents, the 
rules of the Protocol are to be applied.

Although the trade marks are registered by the WIPO, the application procedure 
is to be initiated at the national trade mark office. The application is to be submitted 
in French or English. Certain countries also accept applications in Spanish. The list of 
goods and services is to be specified using the language of the application.
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  Applications for international trade marks to be used in the USA need to be in 
line with certain special rules. According to the US trade mark law, the applicant 
needs to declare that it is actually using or intends to use the mark in the course 
of commerce. There are several other obstacles to be overcome when it comes 
to international trade marks in the USA, and so it is highly recommended to seek 
assistance from an experienced trade mark attorney.

Advantages of international trade marks
   
International trade marks are cost efficient for the proprietor, because the 

proprietors do not need to contact all the trade mark offices of each and every 
country (WIPO does that for them) or to hire a local representative for each and every 
country. Another advantage of the Madrid system is that it allows the extension of 
registered trade marks to other countries whenever it is necessary for business or 
other reasons. Further administrative benefits include that communication will be 
conducted later on in one of the above-mentioned world languages; contact is to be 
kept with WIPO; the trade mark may be limited or withdrawn in any of the countries; 
the due renewal date is always the same day; and the rights to the trade mark may 
be transferred in front of the WIPO as the case may be.

Disadvantages of international trade marks
  
As noted above, the existence of international trade marks is dependent on an 

underlying application for the registration of a national trade mark in one of the 
member states (state of origin). Due to this dependency, international trade marks 
share the legal status of the underlying national trade mark registered in the state 
of origin during the first five years of their existence, meaning that if any limitation 
is imposed on or the protection of the national trade mark is terminated, the effect 
of the international trade mark will suffer the same consequences. Consequently, 
if the underlying trade mark becomes invalidated for any reason, the protection of 
the international trade mark is also terminated. In order to protect the proprietor of 
the trade mark, on the one hand, it is possible, to transform the international trade 
mark to be terminated into national trade marks in each country without altering 
the priority date and, on the other hand, the international trade mark becomes 
independent from the national trade mark after the first five years have passed.

  
While international trade marks offer a cost efficient solution in the event of 

a smooth registration procedure, an important factor to consider in relation to 
international trade marks is that further costs, similar to those associated with directly 
initiated registration at national authorities, might arise. If you want to turn your 
international trade mark to be terminated because of dependency into a national 
trade mark, you will have to bear the same costs as if you had initiated the registration 
procedure directly abroad. On the other hand, if a national trade mark office finds any 
ground for refusal for or someone opposes the registration, you will have to appoint a 
local representative to manage the opposition procedure on your behalf.



trademark.eu 93

International trade mark registration procedure

If you are considering to apply for an international trade mark it is highly advisable 
that you seek assistance from an experienced trade mark attorney, and let him or her 
find the best solution for your needs!

The extension of a national trade mark or of an application of a national trade mark 
is usually to be initiated at the national trade mark offices in the English language, 
and the petition will be shortly forwarded to the WIPO. Where an EU trade mark is 
to be extended, the EU trade mark office acts similarly. After the procedure has been 
initiated, the WIPO registers the trade mark and notifies the national trade mark 
offices accordingly. The notified national trade mark offices have 12 or 18 months 
to review the trade mark. During this period, the trade mark is checked against the 
absolute grounds for refusal and, as in the case of national trade marks, against the 
relative grounds for refusal;, any and all submitted oppositions are received too. In 
certain cases the opposition period commences once the above actions have been 
carried out.

Some of the countries taking 18 months to check the trade marks (by ISO code) 
are: AU, BG, CH, CN, CY, DK, EE, EU (CTM), FI, GR, IR, IT, JP, KR, LT, NO, PL, SE, SK, TR, UA, 
UK, US. Of the above countries, the following take into consideration oppositions 
filed after the 18 months period has elapsed: AU, CN, CY, DK, EE, FI, GR, IR, IT, KR, LT, 
NO, SE, TR, UA, UK, US.

After the above registration of the trade mark, the WIPO is merely managing 
the registering process and acts partially as a “postman” – meaning that it does not 
participate in local dispute resolution. “Registration” by WIPO is not equivalent to the 
term “registration” used in relation to national trade marks. In this respect, international 
trade marks will assume the power of national trade marks after the 12/18 months 
period has elapsed. Thus, international trade marks are deemed as equivalents to 
national trade marks only after the above period has passed. Generally, the grace 
period for the obligation to use the trade mark also commences after the elapse of 
the 12/18 months.

If the national offices do not oppose the registration of the mark during the 
examination period mentioned, the mark is to be deemed as a valid trade mark. As 
of 2011, WIPO is to send a specific statement of grant of protection to the proprietor 
of the mark.

  

Community trade mark or international trade mark?
   
A common issue to be decided by undertakings having business interests in 

foreign countries is what kind of trade mark to obtain abroad: community trade 
marks or international trade marks? A community trade mark offers protection 
in 27 member states of the EU, while an international trade mark is not limited to 
the EU member states but is available for any number of countries. Both solutions 
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have their advantages. Community trade marks are cost efficient; the substance 
of an application is examined by one office only and the member states do not 
have influence on the outcome of the procedure. On the other hand, the risk of 
giving notice of an opposition on the grounds of earlier use is higher in the case 
of community trade marks due to the large number of states concerned. In 2008 
only, more than 80,000 applications for community trade mark registrations were 
filed. In 2008 only! Taking into consideration all the trade marks of the previous years 
and all the national trade marks registered in the 27 member states (and even the 
earlier unregistered rights), the sources of the risk of opposition becomes clear. The 
higher the number of trade marks involved, the higher is the risk of coming across 
a registered trade mark which is similar to yours. If you apply for the registration of 
an international trade mark, you only have to face the trade marks registered in the 
countries you have specified in your application.

STORY      Mercedes

Probably not even Emil Jellinek himself thought in 1889, 
when he named his newborn daughter after the Spanish 
word for “elegance”, that the name he chose would assume a 
prominent position in the history of vehicles. Daimler, a moderately successful vehicle 
manufacturer, gladly agreed that Jellinek, its largest customer, could name the models 
after his daughter as of 1901. But to follow the historical timeline: Gottlieb Daimler, 
an inventor, and Wilhelm Maybach, his partner, worked with Nikolaus Otto until they 
established Daimler Motoren Gesellschaft in 1890. Their aim was to develop an engine 
which was smaller than other engines of that time but was capable of reaching higher 
speeds.

The emblem itself is a product of the Daimler company. However, the star with 
three points was only surrounded by the garland in 1926, when Mercedes-Benz was 
established by the merger of Daimler with the company of Karl Benz, the inventor of 
the Karl Benz Patent Motorwagen (or automobile), a three-wheeled automobile with 
a rear-mounted four-stroke engine, which is widely regarded as the first automobile.

Between 1998 and 2007, Mercedes-Benz was merged with the American Chrysler 
under the name DaimlerChrysler, but the Mercedes vehicles are now manufactured 
by Daimler AG, a German manufacturer based in Stuttgart. The success of the 
company is clear from its sales revenue of EUR 95.9 billion in 2008, from the fact that 
more than 10 million Mercedes 
vehicles are in operation today, 
and from the several patents held 
by the company since the dawn 
of the 20th century (besides, 
the company holds over 500 
international and over 1,000 
European trade marks). Mercedes 
vehicles are distributed in 129 
countries.
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Law applicable to trade marks

Community trade mark protection is based on Community law, which is to be 
applied together with the rules of national law for certain institutions. The most 
important pieces of legislation are the following:

1. Council Regulation (EC) No 207/2009 of 26 February 2009 on the Community 
trade mark (“Regulation”; its previous equivalent is Council Regulation (EC) No 
40/94);

2. Commission Regulation (EC) No 2868/95 
of 13 December 1995 implementing Council 
Regulation (EC) No 40/94 on the Community 
trade mark;

3. Directive 2008/95/EC of the European 
Parliament and of the Council of 22 October 2008 
to approximate the laws of the Member States 
relating to trade marks (“Directive”; its previous 
equivalent is Directive 89/104/EEC).

The directive is not directly applicable in the 
Member States as, unlike Council regulations, it 
usually does not have direct effect (it does not 
have horizontal direct effect, to be precise, though 
certain provisions may have vertical direct effect, 
see Van Duyn case; ECJ 40/74). Despite this fact, the 
directive itself and the related case law is essential 
for law enforcement, because:

• it is fundamental for the interpretation of 
national substantive legislation on trade mark 
protection,

• most of the principles of Community and national trade mark protection are 
the same,

• there are considerable overlaps between the provisions of the directive and those 
of Regulation (EC) No 207/2009, meaning that the legal background of Community 
and national trade mark protection is often literally the same,

• the Court of Justice that forms the judicial practice of the directive (and, as a 
result, of national trade mark laws) is the same Court that considers, as a court of 
appeal, issues concerning Community trade marks and has an established case law,

• of the indirect effect of Community directives: national courts are required to 
interpret their national law in the light of the wording and purpose of the directive 
– it is for the national court to interpret and apply the legislation adopted for the 

TRADE MARK LAW OF THE EUROPEAN 
UNION for attorneys
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implementation of the directive in conformity with the requirements of community 
law, in so far as it is given discretion to do so under national law (Von Colson; ECJ 
Case 14/83),

• of the uniform application of Community law: the executive force of Community 
law cannot vary from one state to another in deference to subsequent domestic 
laws (law enforcement) without jeopardising the attainment of the objectives of the 
Treaties establishing the European Union and giving rise to prohibited discrimination 
(Costa; ECJ Case 6/64), 

• The first recital in the preamble 
to the Directive notes that the 
trade mark laws applicable in the 
Member States contain disparities 
which may impede the free 
movement of goods and freedom 
to provide services and may distort 
competition within the common 
market, so that it is necessary, 
in view of the establishment 
and functioning of the internal 
market, to approximate the laws 
of Member States. The case-law 
of the European Court of Justice 
consistently provides that, when 
applying domestic law, the 
national court that has to interpret 
that law must do so, as far as 
possible, in the light of the wording 
and the purpose of the directive 
(Silhouette; C-355/96).

Conditions and legal effects of 
obtaining Community trade mark 
protection is primarily regulated 
by Regulation (EC) No 207/2009, 
while the provisions applicable 
to infringements and certain 
procedural aspects are provided 
for under national legislation and 
the procedures are referred to the 
competence of Community trade 
mark courts by the Member States. 
The Community trade mark court 

is a national court that has competence for Community trade mark infringements 
and, if a counterclaim is entered in the course of an infringement proceeding by the 
defendant, it considers the claims for revocation or for a declaration of invalidity of 
the Community trade mark. In the course of the above proceedings, the Community 
trade mark courts apply the provisions of the Community regulation. On all matters 
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not covered by the regulation, the Community trade mark court applies its national 
law, including its private international law. The national law of the Member State is 
applied in terms of the legal consequences of any trade mark infringement.

Applications for Community trade marks are considered by the Office for 
Harmonization in the Internal Market (“OHIM”), but the applications for trade marks 
may be also filed with the national trade mark offices. The trade mark offices of the 
Member States forward the application to OHIM for a fee.

References

Several references are made below to the decisions of the European Court 
of Justice and of the General Court (earlier name: Court of First Instance). The 
references are composed of the following elements:

• reference to the disputed trade mark, to the proprietor of the trade mark, or 
to the other party (e.g. “Eden” or “Sabel”)

• case number of the decision (e. g. “C-353/03”)
• occasionally, references are made to Directive 89/104/EEC, which is the 

predecessor and corresponding piece of legislation to Directive 2008/95/EC.

In addition to indicating the year of the decision, the case number also 
identifies the body passing the decision: case numbers starting with “T” were 
heard by the General Court ( its previous equivalent is Court of First Instance), 
while case numbers starting with “C” identify the decisions of the European Court 
of Justice. Decisions of the Office for Harmonization in the Internal Market are 
indicated with the corresponding “OHIM” acronym.

Where no reference is made to the directive, the decision is based on Regulation 
(EC) No 207/2009 applicable for Community trade mark protection (or on the 
previously effective Council Regulation (EC) No 40/94 on the same subject). Nota 
bene, where reference is made to the directive, the decision was not necessarily 
confirmed for the purposes of Community trade mark protection but is important 
for national trade mark protection. On the other hand, where a decision of the 
court is based on the regulation instead of the directive, the case may be relied 
on in the proceedings of national courts merely as an analogy and the principles 
taken into consideration in the decision are relevant to national trade mark laws.

Decisions of the Court are available:
- on the OHIM website

http://oami.europa.eu/ows/rw/pages/CTM/caseLaw/caseLaw.en.do 
- in the legal data base of the EU

http://eur-lex.europa.eu 
- on the website of the European Court of Justice

http://curia.europa.eu 

Material provisions of trade mark law are discussed below with a view on the 
provisions of the Community regulation on trade marks.
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J o e  L o s e r

 I love British football. Arsenal is my favourite 
team. I always watch the championships. Well, it 
is not a big deal to do so in the age of satellites. 
Kathy sometimes shouts at me for watching the 
TV all day long. She is right, of course, but all 
work and no play, as the saying goes. One day 
I thought why could I not bring together my pas-

sion and my job? My passion is Arsenal (second 
to Kathy, of course!). To express my respect and 
gratitude towards the boys, I had the Arsenal 
cannon emblem sewn on our red and yellow 
shirts and towels. We also made some lovely 
robes displaying the logo. I have also sent one 
as a present for Fabregas to London.
And what did they do to thank me? They went 
to court! The European Court of Justice even 
passed a ruling in the case (C-206/01). They did 
not listen when I said that I advertised the team, 
free of charge, and supported them out of sheer 
supporter loyalty. The European Court of Justice 
concluded nevertheless that I violated one of the 
fundamental functions of trade mark. They said 
that trade marks cannot fulfil their fundamen-
tal function unless the products originate from 
the same company or are marketed under 
the supervision of a single company which is 
responsible for the quality of the products.

Well, I started supporting another team! And, to 
avoid similar situations in the future, I did not 
produce any shirts of their colours. However, I 
did produce shirts with two stripes. Why would 

I not? It was just for decoration. Besides, the 
sports lobby opened up a united front against 
me. They even notified Adidas and I got sued. 
Again. But honestly – what does decoration 
have to do with Adidas? We had not used their 
name, ever! And we had only two stripes, not 
three. Even Kathy agreed with me. Still, the case 
made its way to the European Court of Justice 
(C-408/01). The Court ruled that I was right. At 
least in the context that the stripes were used as 
decoration as well and that they had only a low 
degree of distinctive character. I was still ruled 

Joe Loser and the case law of the European Court of Justice
Joe Loser, the football fan
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against. They said that the more well-known a 
trade mark is (I guess they referred to the three 
stripes of Adidas), the greater will be the likeli-
hood that consumers associate our shirts with 
the well-known trade mark. The Court ruled 
earlier, in other cases (Puma case C-251/95, 
Lloyd case C-342/97), that the assessment of 
the degree of distinctive character (which may 
be inherent or obtained by intensive use or sig-
nificant market share) is an important factor 
for assessing the likelihood of confusion.

So I became famous, and all the law journals 
printed articles about me. Even the Dutch 
Government and the Government of the United 
Kingdom addressed my previous case. So I had 
to ride the wave of popularity. We produced 
socks and imported football shoes with “Loser” 
signs from China. It was just perfect. I used a 

great line, “Not Adidas, but Loser”, to advertise 
my gear. I even printed on the packaging of the 
socks that they could be used with both Adidas 
and Loser shoes.
But Adidas returned and took revenge again. 
Do you think we went to the European Court 
of Justice again? No, we did not even last that 
far! They also had a precedent for such cases 
(C-228/03). The Court ruled earlier that it is 
prohibited to give the impression of business 
relations, it is prohibited to adversly influence 
the judgment of consumers, it is prohibited to 
denigrate the trade mark, and it is prohibited 
to market imitations bearing a trade mark of 
which the trader is not the owner.

Kathy said that whatever I wanted to do the next 
time, I should consult a trade mark attorney at 
all time.

C-206/01-Arsenal
The essential function of a trade mark is to guarantee the identity of origin of the marked 
goods or services to the consumer or end user by enabling him, without any possibility of 
confusion, to distinguish the goods or services from others which have another origin. Trade 
marks must offer a guarantee that all the goods or services bearing it have been manufactured 
or supplied under the control of a single undertaking which is responsible for their quality. The 
nature of the protection afforded by the trade mark is absolute in the case of identity between 
the mark and the sign and between the goods or services concerned and those for which the 
mark is registered. The exercise of the exclusive right conferred by the trade mark must there-
fore be reserved for cases in which a third party’s use of the sign affects or is liable to affect the 
functions of the trade mark, in particular its essential function of guaranteeing to consumers 
the origin of the goods.

C-408/01 – Adidas
The protection is not conditional on a finding of a degree of similarity between the mark with a 
reputation and the sign, such that there exists a likelihood of confusion between them on the 
part of the relevant section of the public. It is sufficient for the degree of similarity between the 
mark with a reputation and the sign to have the effect that the relevant section of the public 
establishes a link between the sign and the mark.
The fact that a sign is viewed as an embellishment by the consumers is not, in itself, an obstacle 
to the application of the provisions of the regulation. By contrast, where the consumers view 
the sign purely as an embellishment, it necessarily does not establish any link with a registered 
mark, with the result that trade mark protection may not be claimed.

J o e  L o s e r



trademark.eu100

C-251/95 – Puma case
The more distinctive the earlier trade mark, the greater will be the likelihood of confusion. It is 
therefore not impossible that the conceptual similarity resulting from the fact that two marks 
using images with analogous semantic content may give rise to a likelihood of confusion where 
the earlier mark has a particularly distinctive character, either per se or because of the reputa-
tion it enjoys with the public. That is not the case where the earlier mark is not especially well 
known to the public and consists of an image with little imaginative content.
The Court ruled that the mere association which the public might make between two trade 
marks as a result of their analogous semantic content is not in itself a sufficient ground for con-
cluding that there is a likelihood of confusion.

C-342/97 – Lloyd case
By interpreting the law, the Court ruled that it is possible that mere aural similarity between a 
trade mark and a sign, used for identical or similar products, may create a likelihood of confu-
sion. The more similar the goods or services covered and the more distinctive the earlier mark, 
the greater will be the likelihood of confusion. In order to determine the distinctive character of 
a mark and, accordingly, to assess whether it is highly distinctive, it is necessary to make a glo-
bal assessment of the greater or lesser capacity of the mark to identify the goods or services for 
which it has been registered as coming from a particular undertaking, and thus to distinguish 
those goods or services from those of other undertakings. 

C-228/03 – Gillette case
The Court ruled that the use of the trade mark will not be in accordance with honest practices 
in industrial and commercial matters if, for example:
 – it is done in such a manner as to give the impression that there is a commercial connec-
tion between the third party and the trade mark owner;
 – it affects the value of the trade mark by taking unfair advantage of its distinctive character 
or repute;
 – it entails the discrediting or denigration of that mark,
 – or where the third party presents its product as an imitation or replica of the product bear-
ing the trade mark of which it is not the owner.
Use of the trade mark by a third party who is not its owner is necessary in order to indicate the 
intended purpose of a product marketed by that third party where such use in practice con-
stitutes the only means of providing the public with comprehensible and complete information 
on that intended purpose.

J o e  L o s e r
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Goods and services

Trade mark protection may be obtained for specific goods and services.

At the time of submitting the application, goods and services in respect of 
which Community trade marks are applied for have to be classified in conformity 
with the system of classification specified 
in the Implementing Regulation (Article 
28 of Regulation (EC) No 207/2009). 
According to the Implementing 
Regulation (Regulation (EC) No 2868/95), 
the Nice Classification is to be applied as 
the classification system. The list of goods 
and services must be worded in such a 
way as to indicate clearly the nature of 
the goods and services and to allow each 
item to be classified in only one class of 
the Nice Classification. The classification 
of goods and services serves exclusively 
administrative purposes. Therefore, 
goods and services may not be regarded 
as being similar to each other on the 
ground that they appear in the same 
class under the Nice Classification, and 
goods and services may not be regarded 
as being dissimilar from each other on 
the ground that they appear in different 
classes under the Nice Classification (Rule 
2 of Regulation (EC) No 2868/95). Goods 
and services that are not included in the 
Nice Classification may also be included 
in the list of goods and services, but such 
items must also be classified in one of the 
classes, with regard to the nature of the 
respective goods or services.

Nice Classification online:
 http://www.wipo.int/classifications/nivilo/nice/index.htm?lang=EN   

The concept of “services” referred to by Directive 2008/95/EC covers services 
provided in connection with retail trade in goods. For the purposes of registration 
of a trade mark for such services, it is not necessary to specify in detail the service(s) 
in question. However, details must be provided with regard to the goods or types 
of goods to which those services relate (Praktiker; C-418/02; Article 2 of Directive 
2008/95/EC).
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The European Court of Justice

Joe Loser asked the author to review the above 
parts concerning the European Court of Justice, 
because he did not even leave the country.

Well, it is true that Joe Loser had never been to 
the European Court of Justice in Luxembourg.

The European Court of Justice, on the one hand, acts 
as the final court of appeal against the 
decisions of the EU Trade Mark Office (OHIM) after 
the decisions were reviewed by the OHIM Boards of 
Appeal and by the European Court of First Instance, 
recently re-named as General Court. In this proce-
dure, the facts of the case established by the General 
Court cannot be reviewed (unless the facts them-
selves were established incorrectly); the European 
Court of Justice rules in relation to legal issues only. 
The parties to the proceedings of the General Court 
and of European Court of Justice are the applicant 
or the appellant in the plaintiff’s position, the EU 
Trade Mark Office in the defendant’s position, and 
the respondent is the intervener on the side of the 
defendant.

The European Court of Justice, on the other hand, 
also issues preliminary rulings in cases referred to it 
for preliminary ruling in the course of non-indepen-
dent court proceedings. Preliminary rulings ensure 
that the EU trade mark directive, as material law to 
which the Member States are required to adjust their 
national laws, is implemented uniformly. In such 
cases the European Court of Justice does not rule 
on the main proceeding but decides on an abstract 
legal problem, based on which decision the national 
court concerned is able to adopt its own decision in 
the main proceedings. All courts are to observe the 
EU trade mark directive and the interpretation of law 
of 
he European Court of Justice in the course of apply-
ing their national law. Courts, against the judgments 
of which there are available legal remedies under 
national law, have the option to refer a case for pre-
liminary ruling. However, courts, against the judg-
ments of which there are no available legal remedies 
under national law, are bound by law to refer legally 

significant cases to the Eu-
ropean Court of Justice. The 
questions asked cannot be 
identical to earlier questions 
the European Court of Justice has already answered. 
The European Court of Justice will also decline to an-
swer if the correct application of the law is publicly 
known, or if the main proceedings became outdated 
in the meantime (e. g. the claims were withdrawn, 
the trade mark was surrendered etc.). Parties in the 
main proceedings can even request the court of ap-
peal to refer the case for a preliminary ruling, but the 
court decides on such  
requests at its own discretion. Appeals cannot be 
filed against this decision of the court. On the other 
hand, if the court decides to refer the case for  
preliminary ruling, this decision can be appealed 
against.

The language of proceedings for a preliminary ruling 
is French, the proceeding is free of charge, and the 
rules applicable to legal representation are those of 
the referring court. The parties are allowed to submit 
their observations one time in the course of the pro-
ceeding. In-person hearings are held upon request 
only. Attendance is not mandatory, but is strongly 
advised because the parties present are  
allowed to respond to the written observations of 
the other party. The governments of the Member 
States and the European Commission are also  
allowed to address the court. The Advocate  
General, based on the written and oral proceeding, 
presents its opinion in the form of the Opinion of the 
Advocate General and the European Court of Justice 
adopts its ruling after the Opinion was submitted.  
If the ruling of the European Court of Justice follows 
the Opinion of the Advocate General, the Court does 
not necessarily repeat everything in its ruling, as 
certain parts follow from the Opinion. The expected 
period of the proceeding is approximately two years.

The judgement is delivered in a public hearing, but 
the parties are not obliged to attend. The national 
court can adopt its own decision based on the 
interpretation of the law by the European Court of 
Justice.

J o e  L o s e r
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Signs of which a Community trade mark may consist 
[Article 4 of Regulation (EC) No 207/2009]

A Community trade mark may consist of any signs capable of being represented 
graphically, particularly words, including personal names, designs, letters, 
numerals, the shape of goods or of their packaging, provided that such signs are 
capable of distinguishing the goods or services of one undertaking from those of 
other undertakings.

Absolute grounds for refusal
[Article 7 of Regulation (EC) No 207/2009]

1. The following shall not be registered:

a) signs which do not conform to the requirements of Article 4;

Under Article 4, only signs capable of 
being represented graphically may be 
trade marks. A trade mark may consist of a 
sign which is not in itself capable of being 
perceived visually, provided that it can be 
represented graphically, particularly by 
means of images, lines or characters, and 
that the representation is clear, precise, self-
contained, easily accessible, intelligible, 
durable and objective (Sieckmann; 
C-273/00). The smell of ripe strawberries 
is not capable of being represented 
graphically, thus it is not eligible for trade 
mark registration. There is no generally 
accepted international classification of 
smells which would make it possible to 
identify an olfactory sign objectively and 
precisely (Eden; T-305/04).

b) trade marks which are devoid of 
any distinctive character;

A mark which is descriptive of the 
characteristics of certain goods or services 
but not of those of other goods or 
services cannot be regarded as necessarily having a distinctive character in relation 
to those other goods or services. It is of no relevance that a mark is descriptive of 
the characteristics of certain goods or services when it comes to assessing whether 
the same mark has a distinctive character in relation to other goods or services 
(Postkantoor; C-363/99; Article 3(1)(b) of Directive 2008/95/EC). The explanation to 
Article 7(1)(c) discusses the term of ”descriptive character”. This case is relevant to the 
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above provision too, insofar as it emphasises that the distinctive character is always 
to be assessed in relation to the designated goods (or services).

Where a trade mark comprising words or a word and a digit is involved, the 
distinctiveness of each of those terms or elements may be assessed, in part, in relation 
to each of those words or figures taken separately but must, in any event, depend 
on an appraisal of the whole which they comprise. The mere fact that each of those 
elements, considered separately, is devoid of distinctive character does not mean 
that their combination cannot present a distinctive character (SAT.2; C-329/02).

If the way a combination is made up for the services covered is not unusual for 
consumers and does not reflect a particularly high degree of inventiveness, those 
facts are not sufficient to establish that such a word is devoid of distinctive character 
within the meaning of the regulation.

Registration of a sign as a trade mark is 
not subject to a finding of a specific level of 
linguistic or artistic creativity or imagination 
on the part of the proprietor of the trade 
mark. It suffices that the trade mark should 
enable the relevant public to identify the 
origin of the goods or services protected 
thereby and to distinguish them from those 
of other undertakings.

The frequent use of trade marks (e. g. 
consisting of a word and a number) in a sector 
indicates that that type of combination cannot 
be considered to be devoid, in principle, of 
distinctive character (SAT.2; C-329/02).

Because it is commonly used in everyday 
language, as well as in trade, a generic 
laudatory term cannot be regarded as 
appropriate for the purpose of identifying 
the commercial origin of the goods which it 
designates and, therefore, of performing the 
essential function of a trade mark. Although 

such a sign can be easily and immediately memorised by the relevant public, the 
fact that it is capable of being used as such by any manufacturer or supplier of 
services for the purpose of advertising its goods or services means that its use 
must not be reserved for a single undertaking, even if such exclusivity were to 
concern only a specific sector (Top; T-242/02).

The “Light & Space” word mark does not have a distinctive character in Class 2, as 
the consumers would take it as a laudatory term used promotion purposes expressing 
that the respective goods give the impression of light and space (T-224/07).
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As a general principle, a small degree of distinctive character suffices. This 
condition, however, is to be examined not only in relation to a local environment 
but in relation to the entire market of the European Union.

There are certain elements, with regard 
to which it is safe to assume that they lack 
the necessary distinctive character:

	 •	 simple	 geometric	 shapes,	 such	 as	
squares, circles (e. g. simple pentagon, 
T-305/05);

	 •	 pictures	and	symbols	that	are	usually	
used for the respective goods or 
otherwise, if they are frequently  
applied as features or 
embellishments;

OHIM examples for lack of distinctive   
 character:
 -  vine-leaf for vine, 
 -  white “P” letter on blue background 

(parking space),
 -  @, $, €,
 - picture of the service provider 

restaurant.

	 •	 one	letter	or	number	individually;

	 •	 top	 level	domain	endings	 (e.g.	“.com”)	 among	word	elements,	 abbreviations	
referring to company forms (e.g. Ltd, GmbH), the “e-” prefix for electronic 
services.

Expressions merely referring to the excellent quality 
or actual characteristic of goods or services also lack a 
distinctive character (e. g. “extra”, “flexi”, “multi”, “bio”). On 
the other hand, the “mega”, “jumbo”, “star”, and “trans” 
elements were successfully used as parts of trade marks.

With regard to three-dimensional trade marks 
consisting of the packaging of goods, such as liquids, 
which, for reasons linked to the very nature of the 
product, are packaged in trade, only a mark which departs 
significantly from the norm or customs of the sector and 
thereby fulfils its essential function of indicating origin 
may be considered to have distinctive character for the 
purposes of the Regulation.
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If the trade mark sought is already commonly used in the Union for a category 
of goods or services and that mark, therefore, is not sufficiently unusual for the 
average consumer to perceive it, per se, as an indication of the specific commercial 
origin of a product within that category, the trade mark does not have a distinctive 
character (“stand-up pouches”; C-173/04).

In case T-201/06, the applicant applied for the registration of a three-dimensional 
sign consisting of a paint filter coloured yellow near the tip. The applicant sought 
protection for the following goods: Classes 16 and 21 – paint filters and mesh made 
primarily of paper and incorporating a mesh fibre element). The shape of the filter 
is not different from the usual shape of similar products. The yellow colour has no 
significance beyond being decorative and does not assure a distinctive character 
for the mark as for the origin of the product. Even if the origin of the product could 
be identified based on the colour, the public interest in not unduly restricting the 
availability of colours for the other operators who offer for sale goods or services is to 
be observed (T-201/06).

A colour per se is capable of constituting a trade mark provided that it may 
be represented graphically in a way that is clear, precise, self-contained, easily 
accessible, intelligible, durable and objective, and it has a distinctive character 
concerning the covered goods or services. The colour can be represented by an 
internationally recognised colour identification code, or by applying a colour 
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sample and a description in words of the 
colour. However, when considering the 
distinctive character of the colour, public 
interest is to be observed and availability of 
colours for the other operators who offer for 
sale goods or services of the same type may 
not be unduly restricted.

In the case of a colour per se, 
distinctiveness without any prior use 
is inconceivable save in exceptional 
circumstances. However, the colour may 
acquire a distinctive character by genuine 
use (see Article 7(3) of Regulation (EC) No 
207/2009).

One of the relevant factors for assessing 
the above requirement is whether the 
registration as a trade mark is sought for 
a large number of goods or services, or, 
on the contrary, for a specific product or 
service or for a specific group of goods or 
services (Libertel; C-104/01; Article 3(1)(b) 
of Directive 2008/95/EC).

c) trade marks which consist exclusively 
of signs or indications which may serve, in trade, to designate the kind, quality, 
quantity, intended purpose, value, geographical origin or the time of production 
of the goods or of rendering of the service, or other characteristics of the goods or 
service;

If a word or combination of words has a descriptive 
character in relation to the respective goods or 
services in any of the languages used in the EU in the 
course of business, the sign is not eligible for trade 
mark protection. The descriptive character of a sign 
may also be established if the sign refers to a material 
characteristic of the respective goods or services.

Abbreviations have a descriptive character if they 
are generally used or at least known by relevant 
professionals. If the abbreviation is known by the 
relevant part of the public, it is irrelevant whether the 
abbreviation is known at the end of the consumer 
chain or not (e. g. “LITT” is descriptive for medical 
devices as it is the acronym for “laser-induced thermo 
therapy”).
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If the descriptive nature of 
the mark can be established as 
described above, it is irrelevant 
whether or not there are 
synonyms capable of designating 
the same characteristics of the 
goods or services, or whether or 
not there are more usual signs 
or indications for designating 
the same characteristics. It is also 
irrelevant whether or not the 
characteristics of the goods or 
services which are the subject of 
the description are commercially 
essential or merely ancillary. Also, 
the number of competitors who 
may have an interest in using the 
sign is irrelevant.

Each of the absolute grounds 
for refusal is independent of the 
others and calls for a separate 
examination, with regard to the 
general principle of the regulation, 
namely the public interest in free 
use of names, and in relation to 
the goods and services concerned. 

It is not possible to conclude that a mark has a distinctive character in relation to 
certain goods or services purely on the ground that it is not descriptive of them. 
Even if one of the grounds for refusal does not apply, the remaining grounds for 
refusal may apply to the sign (Postkantoor; C-363/99; Article 3(1)(b) and (c) of 
Directive 2008/95/EC).

 
It is not necessary, for the ground for refusal to apply, for the mark to be actually 

used in relation to the respective service at the time of filing the application for 
registration: the possibility of such use suffices. If the possibility for a term of being 
used in a descriptive manner in the future arises, this might be sufficient ground 
for refusing the registration of the trade mark (Hairtransfer; C-212/07).

A composite mark composed of purely descriptive signs is not eligible for 
trade mark registration unless the descriptive signs or indications of which it is 
composed are presented or configured in a manner that distinguishes the resultant 
whole from the usual way of designating the goods or services concerned or their 
essential characteristics. Perceptible differences from everyday language (e. g. 
linguistic inventiveness demonstrated by syntactically unusual juxtaposition 
of words) is capable of rendering a sign composed of purely descriptive words 
distinctive (Baby-Dry; C-383/99).
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The provisions on absolute grounds for refusal pursue the aim that descriptive 
signs or indications relating to goods or services or the essential characteristics 
thereof should be freely used by all. The descriptive nature of a word combination 
cannot be concluded from the descriptive nature of the words it is composed 
of: the combination as a whole is to be assessed. Registration of the sign will be 
refused if at least one of its possible meanings designates a characteristic of the 
goods or services concerned (Doublemint/Wrigley; C-191/01).

As a general rule, a combination of descriptive elements created by merely  
bringing the elements together itself remains descriptive. However, such a 
combination may not be descriptive if it introduces an unusual variation, in particular 
as to syntax or meaning. Thus, it is possible that such a combination is not descriptive 
within the meaning of the Regulation, provided that it creates an impression which 
is sufficiently far removed from that produced by the simple combination of those 
elements. In the case of a word mark, that condition must be satisfied as regards both 
the aural and the visual impression produced by the mark.

A perceptible difference is necessary between the composite word mark 
and the mere sum of its parts. It may qualify as a perceptible difference either 
because of the unusual nature of the combination, or because the composite 
word has become part of everyday language, has acquired its own meaning, 
and is now independent of its components. In the latter case, it is necessary to 
ascertain whether a combination which has acquired its own meaning is not itself 
descriptive (Postkantoor; C-363/99; Article 
3(1)(c) of Directive 2008/95/EC).

With regard to the distinctive nature of a 
term, the circumstance of coupling together 
two elements without any graphic or 
semantic modification does not imbue them 
with any additional characteristic, such as to 
render the sign, taken as a whole, capable of 
distinguishing the holder’s services from those 
of other undertakings. Moreover, the fact that 
the term does not appear in dictionaries as 
such – whether as one word or otherwise – 
does not in any way alter that finding.

The descriptive character is supported if 
the link between the possible meaning of the 
word which is sought to be registered and the 
goods and services in question is not too vague 
or indeterminate, with the result that there 
exists, from the point of view of that public, 
a sufficiently direct and concrete connection 
between the meaning of that term and the 
characteristics of those goods and services.
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The sign has a descriptive character if the 
relevant public consists of specialists in the 
respective field of science and, from the point 
of view of the relevant professional public, 
the sign may serve to designate the essential 
characteristics of the goods and services 
covered by the application to register that 
term. It must be observed in this regard that 
scientific circles often use English. If the term 
consisting of various phrases complies with the 
English rules of word composition, it cannot 
be perceived as unusual by the consumers 
concerned (Bioknowledge; T-387/03).

The “Pranahaus” word mark may not be 
protected in Classes 9, 16, and 35 (e. g. printed 
matter, books, picture and sound recording 
carriers) because the word “prana” of Sanskrit 
origin refers to vitality, liveliness and is a 
fundamental term for the Hindu culture and the 
practice of yoga. The relevant public, meaning 

those appreciating esotery, knows the meaning of the term and understands it as 
“a house offering goods and services relating to esotery, Hinduism, and yoga” (T-
226/07).

Signs that refer to the field of use (e. g. branch of science) of the goods or 
services covered do not necessary have a descriptive character. The possibility that 
the goods and services covered are suitable for being used in the respective field 
of use is not satisfactory. Descriptive nature is a relative ground for refusal only if 
the sign refers to the intended purpose and nature of the goods and services and 
the association between the meaning of the word and the goods included in the 
list of goods is direct and concrete for the relevant public (Celltech; T-260/03 and 
C-273/05).

The message conveyed by the “I.T.@Manpower” expression is not clear and direct 
enough to render the expression descriptive in relation to the covered goods and 
services (Classes 9, 16, 35, 38, 41, and 42). The trade mark has a minimally distinctive 
character. The expression is an original and unusual combination of the three elements 
of which it is composed, especially due to the insertion of the “@” sign between the “IT” 
and “Manpower” terms (T-248/05).

Due to their descriptive character, geographical names that may be used by 
concerned undertakings to indicate the geographical origin of the respective 
goods are excluded from trade mark protection. If it is reasonable to assume that 
such a name is, in the mind of the relevant class of persons, capable of designating 
the geographical origin of that category of goods, it is in the public interest that 
the name remains available and so such names cannot be registered trade marks. 
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In addition to the geographical location and the characteristics of the goods, 
consideration should be given to the degree of familiarity amongst the relevant 
class of persons with the geographical name in question (Chiemsee; C-108/97 
and C-109/97; Articles 3(1)(c) and 3 of Directive 2008/95/EC).

Upon examination of the geographical name, account must be taken of all the 
relevant circumstances, such as the nature of the goods or services designated, 
the greater or lesser reputation (especially within the economic sector involved), 
of the geographical location in question and the relevant public’s greater or lesser 
familiarity with it, the practices and customs prevalent in the area of activity 
concerned and the question to what extent the geographical origin of the goods 
or services at issue may be relevant, in the view of the persons concerned, to 
the assessment of the quality or other characteristics of the goods or services 
concerned (Cloppenburg; T-379/03).

The “Port Louis” word mark is not descriptive in relation to textile products. While 
“Port Louis” is the name of the capital of Mauritius, the average English and French 
consumer does not perceive this term as a reference to a specific geographical location. 
The city is not a considerably significant location in the textile industry and it is not 
likely to become one in the future (T-230/06).

d) trade marks which consist exclusively of signs or indications which have 
become customary in the current language or in the bona fide and established 
practices of the trade;

The purpose of this provision is to prevent the registration of signs or indications 
that are not capable of distinguishing the goods 
or services of one undertaking from those of 
other undertakings. The question whether 
particular signs or indications possess distinctive 
character cannot, however, be considered in 
the abstract and separately from the goods or 
services those signs or indications are intended 
to distinguish. The above prohibition is only 
applicable to signs and data used to designate 
the covered goods and services, but not only 
those that describe the characteristics and 
properties of the covered goods and services; 
it is irrelevant when assessing this ground 
for refusal whether the signs or indications 
describe the properties or characteristics of the 
goods or services covered by them. It is of little 
consequence whether such signs or indications 
are used as advertising slogans, indications of 
quality or incitements to purchase those goods 
or services (Bravo; C-517/99; Article 3(1)(d) of 
Directive 2008/95/EC).
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Trade mark Goods/services Decision

(Bottle shape; CTM No. 1162395) 3, 20 7(1)(b) - granted

(Bottle shape; CTM No. 2193753) 32 7(1)(b) - denied

(Cheese packaging; CTM No. 2631745) 29 7(1)(b) - denied

(Orange colour; CTM No. 773630) 7, 11, 31 7(1)(b) - denied

(Orange colour; CTM No. 773630) 42 7(1)(b) - granted

(Shape of a gaming card; No. 89565, 89961, 90019) 16 7(1)(b)(c) - denied

BioID 9, 38, 42 7(1)(b) - denied

Best Buy (in characteristic style) 1-42 7(1)(b) - denied

Kit Super Pro 12 7(1)(b) - denied

Light & Space 2 7(1)(b) - denied

Optimum 1 7(1)(b) - denied

suchen.de 9, 16, 35, 36, 38, 42 7(1)(b) - denied

Thinking Ahead 41 7(1)(b) - denied

Payweb Card 9, 36, 38 7(1)(b) - partially denied 

Eurocool 39, 42 7(1)(b) - granted

SAT.2 38, 41, 42 7(1)(b) - granted

Spa (“Spa Therapy”, “SpaLine”) 3 7(1)(b) - non descriptive 
character

Ultraplus 21 7(1)(b) - granted

Bioknowledge 9, 16, 42 7(1)(c) - denied

BioMonitor 10 7(1)(c) - denied

Easycover 19, 24, 27 7(1)(c) - denied

MaxiBridge 9, 17 7(1)(c) - denied



trademark.eu 113

Mozart 30 7(1)(c) - denied

Pranahaus 9, 16, 35 7(1)(c) - denied

Rockbass 9, 15, 18 7(1)(c) - denied

The Coffee Store 30, 32, 43 7(1)(c) - denied

Vitalite 5, 29, 32 7(1)(c) - denied 

Tele Aid 9, 12, 37, 38, 39, 42 7(1)(c) - partially denied 

Cloppenburg 35 7(1)(c) - granted

Europremium 16, 20, 35, 39 7(1)(c) - granted

New Born Baby 28 7(1)(c) - granted

BioGeneriX 5 7(1)(b)(c) - denied

Built to resist 16, 18, 25 7(1)(b)(c) - denied

Cine Action 9, 16, 38, 41, 42 7(1)(b)(c) - denied

Companyline 36 7(1)(b)(c) - denied

DigiFilm 9, 16, 42 7(1)(b)(c) - denied

Pure Digital 9, 38 7(1)(b)(c) - denied

Streamserve 9, 16 7(1)(b)(c) - denied

Celltech 5, 10, 42 7(1)(b)(c) - granted

Easybank 36 7(1)(b)(c) - granted

Fun 12 7(1)(b)(c) - granted

I.T.@MANPOWER 9, 16, 35, 38, 41, 42 7(1)(b)(c) - granted

Past Perfect 9 7(1)(b)(c) - granted

Port Louis 24, 25 7(1)(b)(c) - granted
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Joe Loser’s 3D socks®

The socks were such a success that I thought I 
needed to have them protected. Kathy did some 
research and told me that I could not get a pa-
tent as they were not new. But she found some 
information about three-dimensional trade 
marks…

“This is it!” – I said to my beloved wife and we im-
mediately applied for the 3D registration of the 
socks as trade mark. Without further ado, our 
application was rejected. The authority ques-
tioned why I would need a trade mark for 
socks. But I insisted and brought the 
question to court. Why, others have 
3D trade marks too, what did they 
think the Lego bricks were? I had 
so many trade mark cases that I 
could qualify as an expert. Well, at 
least with Kathy.

At court I was the one recom-
mending to go and ask the 
European Court! As it turned out, 
I should not have done that. There 
was a relevant ruling already passed, 
not in relation to socks but razors 
(C-299/99). According to the European 
Court of Justice, the objective of includ-
ing functionality among the grounds 
for refusal is to prevent the registration 
of shapes having technical functions 
as trade marks. ”Signs which consist 
exclusively of the shape which results 
from the nature of the goods 
themselves, or the shape of the 

goods which is 
necessary to 

obtain a technical 
result, or the shape which 
gives substantial value 
to the goods cannot be 
registered.” Moreover, 
the distinctive character 
cannot be obtained by 
use. The rationale of the 
grounds for refusal of 
registration for trade 
mark law purposes is to 
prevent trade mark protection from granting its 

proprietor a monopoly on technical solutions 
or functional characteristics of a product 

which a user is likely to seek in the 
products of competitors. Shapes 

that can be freely used by all un-
dertakings cannot be appropri-
ated. It is also a requirement for 
three-dimensional trade marks 
that the public must associate 

the shape of the product with 
its manufacturer. On the other 
hand, another decision of the 

Court (C-53/01) stated that the 
test used for three-dimensional 

trade marks must not be stricter 
than those used for other types of trade 

marks.
I was already beyond being bothered. 

But what is more important, Kathy did not 
fight with me, either. If Lego can have one, 

why could we not? I did not know at that 
time that Lego could do everything it 

pleased, either. So I consoled myself 
with the idea that I set up a small 

stocking shop and get another 
trade mark.

J o e  L o s e r
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The socks in our new product line 
were beautiful and, most import-
antly, practical. Exports to Germany 
were going up at the rate of knots 
and I thought it would be wise to 
have our socks protected in Ger-
many at least. By that time we had 
been exporting socks for 10 years 
and our main concern had always 
been to provide practical products. 
In the winter, we supplied thick and 
warm socks, while we sold short 
and thin ones in the summer. This 
was a practical thing to do in itself. 
Obviously, we did not only supply 
our own socks. We called our socks shop, ran by 
Kathy, “PRAKTIKER”, as people found practical 

clothing articles there. We also 
advertised in the Yellow Pages. By 
that time I became a learned man 
as far as trade marks went, so I 
knew well that we could not call 
the shop or our socks “practi-
cal”, at least not for trade mark 
purposes. I told Kathy to stick with 
our earlier “Praktiker” name, at 
least in Germany. Kathy had also 
read several legal textbooks and 
concluded that this name was not 
“descriptive”, as the word “prak-
tiker” is practically non-existent. 
She even looked up the class we 

need to obtain protection for on the Internet: Class 
35 was our target.

C-53/01 – Linde case
According to the ruling of the Court in this case, the assessment whether three-dimensional 
shape of product trade marks are eligible for registration consists of a two-step test. The first step 
is to establish if the shape of the item for which the registration is sought falls into the narrow 
range allowed by the directive for three-dimensional trade marks. At the second step the general 
grounds of refusal applicable for every trade mark are to be considered. There is no need to apply 
tests to assess the distinctive character of three-dimensional trade marks that are stricter than 
those applied for other kinds of trade marks.

The Court ruled that all three-dimensional shape of product trade marks which consist exclusively 
of signs or indications which may serve to designate the characteristics of the goods or services 
should be freely available to all and cannot be registered.

C-299/99 – Philips case
The Court ruled that where a trader has been the only supplier of particular goods to the market, 
extensive use of a sign which consists of the shape of those goods may be sufficient to give the 
sign a distinctive character, especially in circumstances where, as a result of that use, a substantial 
proportion of the relevant class of persons associates that shape with that trader and no other 
undertaking or believes that goods of that shape come from that trader.

A sign consisting exclusively of the shape of a product is unregistrable by virtue thereof if it is 
established that the essential functional features of that shape are attributable only to the techni-
cal result. Moreover, the ground for refusal or invalidity of registration imposed by that provision 
cannot be overcome by establishing that there are other shapes which allow the same technical 
result to be obtained.

Joe Loser gets lucky with socks

J o e  L o s e r
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Surprise 1

We just about got ready to apply for trade mark 
registration, when we received a letter of re-
quest. Praktiker, a continental DIY chain, asked 
us not to use the Praktiker trade name in our 
country, otherwise it would sue us for European 
trade mark infringement.

Though I wanted to take care of the situation on 
my own, and without asking the invalu-
able assistance 
of Dr. Pfuscher, 
I took Kathy’s 
advice and went 
to a trade mark 
attorney. After all, 
this case meant a 
great deal for us. I 
cannot bless Kathy 
enough for her 
wisdom and for 

giving me such excellent advice! The office took 
care of everything and I did not have anything 
to do at all! The point is that Praktiker put their 
hands up, consented to everything, and even 
covered all my expenses.

As the trade mark attorney explained later, 
Praktiker’s European trade mark was valid in 
our country from 1 May 2004 only (the date 
of the accession 

J o e  L o s e r
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C-418/02 – Praktiker case
The Court noted that the objective of retail trade is the sale of goods to consumers. That trade 
includes, in addition to the legal sales transaction, all activity carried out by the trader for the 
purpose of encouraging the conclusion of such a transaction. That activity consists, inter alia, in 
selecting an assortment of goods offered for sale and in offering a variety of services aimed at 
inducing the consumer to conclude the abovementioned transaction with the trader in question 
rather than with a competitor.

According to the legal interpretation of the Court, the services provided as part of retail trade are 
eligible for registration as trade marks. For the purposes of registration of a trade mark for such 
services, it is not necessary to specify in detail the service(s) in question. However, details must be 
provided with regard to the goods or types of goods to which those services relate.

of the country to the EU), but we started to use 
the name earlier. I was told that we could go to 
court claiming that we had been using the trade 
mark and could ask that Praktiker be prevented 
from using its 
European trade mark in our country. This is 
called “prohibition to use”. 

 
My trade mark attorney finally settled with 
Praktiker, I did not want to harm them and they 
were more than happy to settle.

Surprise 2

Somewhat later (or at the same time? I cannot 
remember exactly) we applied for registration 
as a word trade mark in Germany in the field of 
“retail services”.

The German Office, however, refused our 
application, claiming that “retail services” in 
themselves are not eligible for registration and 
that I should apply for registration for socks. 
“Hold your horses!” – I said. “We should ask the 

European Court of Jus-
tice!” Kathy, this won-
derful and wise woman, 
reminded me not to do 
anything without the 
trade mark attorney.

The attorney filed 
an application for 
modification with 
the competent court 
of appeal and the 
German court did 

refer the case for preliminary ruling to the 
European Court of Justice. Well, check this: the 
Court ruled in my favour (C-418/02)! According 
to the European Court of Justice, retail services 
are eligible for trade mark registration. My 
only mistake was that I should have indicate 
the type of goods on the list of goods, but it 
was nothing serious and could been remedied 
easily. Finally, I got the trade mark for “retail 
service of clothing articles”.

J o e  L o s e r
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Further absolute grounds for refusal 
[Article 7 of Regulation (EC) No 207/2009]

The following shall not be registered:

e) signs which consist exclusively of:
i) the shape which results from the nature of the goods themselves;
ii)  the shape of goods which is necessary to obtain a technical result;
iii)  the shape which gives substantial value to the goods;

f)  trade marks which are contrary to public policy or to accepted principles of 
morality;

g)  trade marks which are of such a nature as to deceive the public, for instance 
as to the nature, quality or geographical origin of the goods or service;

h)  trade marks which have not been authorised by the competent authorities 
and are to be refused pursuant to Article 6ter of the Paris Convention;

E. g. the flag of the European Union: 

i)  trade marks which include badges, emblems or escutcheons other than 
those covered by Article 6ter of the Paris Convention and which are of 
particular public interest, unless the consent of the competent authority to 
their registration has been given;

j) trade marks for wines which contain or consist of a 
geographical indication identifying wines or for 
spirits which contain or consist of a geographical 
indication identifying spirits with respect to such 
wines or spirits not having that origin;

k)  trade marks which contain or consist of a 
designation of origin or a geographical 
indication registered in accordance with Council 
Regulation (EC) No 510/2006 of 20 March 2006 
on the protection of geographical indications and 
designations of origin for agricultural products 
and foodstuffs when they correspond to one of 
the situations covered by Article 13 of the said 
Regulation and regarding the same type of 
product, on condition that the application for 
registration of the trade mark has been submitted 
after the date of filing with the Commission of the 
application for registration of the designation of 
origin or geographical indication.
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Obtaining distinctive character by use
[Article 7 of Regulation (EC) No 207/2009]

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become 
distinctive in relation to the goods or services for which registration is requested in 
consequence of the use which has been made of it.

The acquisition of a distinctive character through use of a Community trade mark 
requires, first, that at least a significant proportion of the relevant section of the public 
identifies the products or services concerned as originating 
from a particular undertaking because of the mark. Second, 
the distinctive character acquired in consequence of the use of 
that mark must be demonstrated in the substantial part of the 
Community where it was devoid of any such character under 
Article 7(1)(b), (c) and (d) of that regulation. Third, the competent 
authority must make an overall assessment of the evidence 
that the mark has come to identify the product concerned 
as originating from a particular undertaking, and thus to 
distinguish that product from goods of other undertakings. 
In that regard, account must be taken of, inter alia, the 
market share held by the mark, how intensive, geographically 
widespread and long-standing has been the use of the mark, 
the amount invested by the undertaking in promoting the 
mark, the proportion of interested parties who identify the 
product as originating from a particular undertaking because 
of the mark and statements from chambers of commerce and 
industry or other trade and professional associations as well as opinion polls. Fourth, 
the distinctiveness of a mark, including distinctiveness acquired through use, must 
be assessed in relation to the goods in respect of which registration is applied for and 
in the light of the presumed perception of an average consumer of the category of 
goods in question, who is reasonably well-informed and reasonably observant and 
circumspect. Finally, a mark must have become distinctive through use before the 
application was filed (BIC; T-262/04).

Though the “Manpower” word mark is descriptive for work force recruitment in 
certain European countries, it has acquired distinctive character by use in the very 
same countries (T-405/05).

The distinctive character of a mark may be acquired in consequence of the use 
of that mark as part of or in conjunction with a registered trade mark. While the 
identification, by the relevant class of persons, of the product or service as originating 
from a given undertaking must be as a result of the use of the mark as a trade mark, in 
order for the latter condition to be satisfied, the mark in respect of which registration 
is sought need not necessarily have been used independently. Such identification 
may be as a result both of the use, as part of a registered trade mark, of a component 
thereof and of the use of a separate mark in conjunction with a registered trade mark 
(”Have a break”; C-353/03; Article 3(3) of Directive 2008/95/EC).



trademark.eu120

If the acquisition of distinctive character by use is claimed in the case of 
geographical names, particular consideration should be given to the specific nature 
of the geographical name in question. Where a geographical name is very well 
known, it can acquire distinctive character only if there has been a long-standing 
and intensive use by the undertaking. If a significant proportion of the relevant class 
of persons identify goods as originating from a particular undertaking because of 
the trade mark, then the mark has a distinctive character (Chiemsee; C-108/97 and 
C-109/97; Articles 3(1)(c) and 3(3) of Directive 2008/95/EC).

 Relative grounds for refusal 
[Article 8 of Regulation (EC) No 207/2009]

 1. Upon opposition by the proprietor of an earlier trade mark, the trade mark 
applied for shall not be registered:

 a) if it is identical with the earlier trade mark and the goods or services for which 
registration is applied for are identical with the goods or services for which 
the earlier trade mark is protected;

 b) if because of its identity with, or similarity to, the earlier trade mark and the 
identity or similarity of the goods or services covered by the trade marks there 
exists a likelihood of confusion on the part of the public in the territory in 
which the earlier trade mark is protected; the likelihood of confusion includes 
the likelihood of association with the earlier trade mark.

Likelihood of confusion

The term of “likelihood of confusion” and the criteria to be considered in 
relation thereto are to be applied mutatis mutandis upon 
the assessment of the effects of trade mark protection 
(Article 9 of Regulation (EC) No 207/2009), namely when 
assessing whether trade mark rights have been infringed 
by the use of a similar sign (trade mark infringement). The 
correlation also applies vice versa: the case law relating to 
trade mark infringement affects the law applicable to the 
relative grounds of refusal of applications for trade mark 
registration.

The corresponding materials (“manual” and 
“guidelines”) of the OHIM are of useful assistance in 
respect of likelihood of confusion:

http://oami.europa.eu/ows/rw/resource/documents/
CTM/legalReferences/partc_simi_of_signs.pdf 

http://oami.europa.eu/ows/rw/resource/documents/
CTM/guidelines/opposition_similarity_signs_en.pdf 
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Likelihood of confusion exists when the relevant public might believe that 
the goods or services bearing the sign and the goods or services bearing the 
earlier trade mark come from the same undertaking or, as the case may be, from 
economically-linked undertakings.

The sign and the previous trade mark are to be examined as 
registered or as specified in the application for registration. Genuine 
use of the trade mark in any other form is irrelevant for the purposes 
of likelihood of confusion.

The case law of the Court and the practice of the office established 
the following principles concerning the likelihood of confusion:

 - similarity of both the signs and of the covered goods and services 
are joint conditions;

 - the more similar the goods or services covered, the greater will 
be the likelihood of confusion (Lloyd Schuhfabrik; C-342/97);

 - there is a reciprocal dependency between the two requirements: a lesser 
degree of similarity between the goods or services bearing the trade mark may 
be offset by a greater degree of similarity between the marks, and vice versa 
(Canon; C-39/97);

 - the likelihood of confusion is to be assessed globally and taking account of all 
relevant circumstances, with special attention to the following:

	 	 •	visual,	aural	or	conceptual	similarity	of	the	conflicting	signs
	 	 •	distinctive	and	dominant	components	of	the	signs
	 	 •	the	impression	that	the	public	has	of	the	sign	and	of	the	goods/services		 	
   covered
	 	 •	how	the	consumers	perceive	the	sign
	 	 •	the	market	share	held	by	the	mark,	its	reputation,	and	the	intensity	of	its	use;

 - the dominant elements of compound or composite trade marks that define the 
overall impression of the mark may give ground for the likelihood of confusion if 
they are identical to the opposing sign; however, this may not result in only one 
element of a compound trade mark being taken into account upon comparison 
(Matratzen Concord; T-6/01);

 - it is not necessary for a part of the respective composite sign to dominate the 
overall impression conveyed by the sign – if it still has an independent distinctive 
role in the trade mark, an element with average distinctiveness may also have 
a role in the likelihood of confusion (Thomson Life; C-120/04; Article 5(1)(b) of 
Directive 2008/95/EC);

 - where a sign consists of both figurative and verbal elements, it does not 
automatically follow that it is the verbal element which must always be 
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considered to be dominant, since the figurative element may occupy a position 
equivalent to the verbal element (T-3/04; Kinji by SPA). However, verbal elements 
(or numbers, as the case may be) have a greater influence on consumers, since 
they will mostly refer to the trade mark by its verbal element;

 - 

 - when comparing goods and services, special consideration should be given to 
their nature, intended purpose, end users and their method of use, and also 
whether they are in competition with each other or are complementary;

 - similarity of the covered goods and services does not depend on whether they 
fall into different classes of the Nice Classification (meaning that goods and 
services falling into different classes may also be similar);

Subsequent trade mark Earlier trade mark Goods/services Likelihood of 
confusion

Promat 6, 19 yes

25 yes

9, 28, 42 no

7, 9, 12, 37 no
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 - if there are common elements in the lists of goods and 
services of two compared signs, the respective goods 
and services are to be deemed as identical;

 - for the purposes of the assessment, the relevant 
territory (the consumers concerned or the relevant 
public) means the area in which the previous trade 
mark is protected,

	 	 •	if	the	earlier	trade	mark	is	a	national	trade	mark,	it	may	
be satisfactory that the consumers in the respective 
Member State might confuse the two signs;

	 	 •	if	the	earlier	trade	mark	is	a	Community	trade	mark,	
the likelihood of confusion serves as a ground for 
refusal, even if it the risk of confusion is present 
in a certain area or in one Member State of the 
Community only (Enzo Fusco; T-185/03);

There is a likelihood of confusion between the “Armafoam” sign and the 
“Nomafoam” word mark, as a result of the visual and phonetic similarity of the two 
marks and of the strong similarity of the goods (Class 20). The conceptual differences 
do not effect the non-English-speaking public, thus, in their case, there is most 
certainly a likelihood of confusion. It is not necessary to determine whether the marks 
are also similar for the English-speaking public as, due to the unitary character of 
the Community trade mark, the relative ground for refusal can be relied on where 
similarity would adversely affect the protection of the first mark, even if only in part 
of the Community (C-514/06).

 - the risk that the public may believe that the goods in question have the same 
origin or originate from economically related undertakings is sufficient for 
establishing a likelihood of confusion, even if the public is not actually confused 
by the subsequent sign concerning the origin of the goods or services (Sabel; 
C-251/95);

 - widespread use of indications similar to the trade mark by the public concerned 
reduces the distinctive character of the trade mark and may increase the 
likelihood of confusion (Flexi Air; T-112/03);

 - the more distinctive the trade mark, the greater will be the likelihood of 
confusion (Sabel; C-251/95).

According to judicial practice, trade marks having a higher degree of distinctive 
character due to extensive use are eligible for a higher degree of protection. While 
common sense suggests that, for trade marks that are easy to recognise due to the 
characteristics of the sign, even a minor difference would be conspicuous for the 
consumers, the judicial practice decided in favour of another logic.
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Visual, phonetic, and conceptual comparison

It is possible that mere aural similarity between trade marks may create a 
likelihood of confusion (Lloyd Schuhfabrik; C-342/97). However, the visual and 
conceptual differences between the signs are capable of counteracting the 
phonetic similarity (CM; T-390/03).

Mere aural similarity implies the likelihood of confusion 
in relation to goods and services that are offered or ordered 
verbally. Aural comparison also has a more significant role 
than the comparison of visual impression with regard to word 
marks without a figurative element.

There is a likelihood of confusion between the “HZ” 
(figurative) mark and the earlier “Hazet” trade mark (language 
of the proceeding was German - OHIM 1949/2001).

Aural differences between two trade marks are of less 
importance if the covered goods are usually perceived 
visually by the concerned public during the marketing of the 
goods (Nicky - Noky; T-398/04).

Visual comparison is more important for goods that are 
chosen by the consumers after inspection and thorough 
examination of their appearance (e. g. clothes, perfumes).

In the case of certain word marks, the visual similarity and the aural similarity 
will not coincide, especially in languages where the link between the written form 
and pronunciation of the words is loose (e. g. in the English language: naughty / 
nasty).

The mere association which the public might make between two trade marks 
as a result of their analogous semantic content is not in itself a sufficient ground for 
concluding that there is a likelihood of confusion, meaning that mere association 
is not a sufficient requirement (Sabel; C-251/95);

Subsequent 
trade mark

Earlier trade 
mark

Goods/Services Likelihood of con-
fusion

14, 34 no

36, 37 no
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Subsequent 
trade mark

Earlier trade 
mark

Goods/Services Likelihood of con-
fusion

Gold Block Gold Mark 34 no

Maestro 21 no

Conceptual similarity can only exist if both signs bear a clear meaning for the 
relevant public. If the two conflicting signs refer to different concepts, conceptual 
differences reduce both the degree of similarity and the likelihood of confusion.

 

Conceptual similarity may arise, if:

	 		 •	the	 two	words	 refer	 to	 the	same	denotation	or	 to	certain	variations	 thereof	 
(e. g. West / Westlife or Limmit / No Limits),

	 		 •	the	 two	signs	 include	 the	same	word	 in	 two	different	 languages	where	 the	
relevant public understands both words (e. g. Das Goldene Blatt / Golden 
Pages),

	 		 •	the	two	different	words	refer	to	concepts	that	fall	into	the	same	category,	have		
similar characteristics and have similar “emotional connotation” (e. g. Sunrise / 
Sunset or Secret Pleasures / Private Pleasures),

	 		 •	phonetically	the	same	expression	is	used	to	refer	to	the	two	figurative	marks,

 
	 		 •	a	word	is	in	conflict	with	a	figurative	sign,	and	phonetically	the	same	expression	

is used for reference to the sign,

 

   
   

Subsequent 
trade mark

Earlier trade 
mark

Goods/Services Likelihood of 
confusion

39 yes

Subsequent 
trade mark

Earlier trade 
mark

Goods/Services Likelihood of 
confusion

Macarena 31 yes
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	 		 •	colours	are	to	be	compared	per se with their corresponding names.

No conceptual similarity arises where

	 		 •	two	words	 falling	 in	 the	 same	wider	general	 category	are	being	compared	
(e.g. cat / dog),

	 		 •	the	two	marks	fall	into	the	same	general	category	or	subcategory	of	signs	(e.g.	
both words are names: Uncle Ben’s / Uncle William),

	 		 •	the	two	figurative	elements	are	the	visual	representations	of	the	very	same	
general phenomenon (mere association).

In the case of goods falling into Nice 
Classes 1 and 4, there is a likelihood of 
confusion between “Ferromaxx” and 
“Ferromix”, between “Inomaxx” and 
“Innomix”, and between “Alumaxx” and 
“Alumix”. There is both visual and aural 
similarity between the word marks. Though 
there are conceptual differences, the 
distances between their meanings are not 
satisfactory to counteract the similarities. 
With regard to the high degree of similarity 
between the goods, it is irrelevant that the 
relevant public is more careful that the 
average (T-305 and 307/06).

When assessing the likelihood of 
confusion, visual and aural similarities 
between the two word marks may be 
counteracted to a large extent by the 
conceptual differences which distinguish the 
marks. For there to be such a counteraction, 
at least one of the marks at issue must have, 
from the point of view of the relevant public, 

a clear and specific meaning so that the public is capable of grasping it immediately 
(Bass; T-292/01; and Picaro; C-361/04).

There is no likelihood of confusion between the “Guess?” sign and the earlier “Gliss” 
trade mark (OHIM 689/1999).

Where one of the two words which alone constitute a word mark is identical to 
the single word which alone constitutes another word mark, and where those words, 
taken together or in isolation, have no conceptual meaning for the public concerned, 
the marks at issue, each considered as a whole, are normally to be regarded as similar 
thus there is a likelihood of confusion (Kiap Mou/Mou; T-286/02).
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Subsequent 
trade mark

Earlier trade 
mark

Goods/Services Likelihood of con-
fusion

SL YSL 9, 14, 16, 18, 25 no

14 no

16 yes

Surnames possess a higher degree of distinctive character in comparison to that 
of first names. Thus, surnames play a more significant role in the overall impression 
conveyed by the marks, while the use of similar first names may give rise to the 
likelihood of confusion in exceptional cases only.

The length of the signs may affect the differences between trade marks. As the 
public will perceive all elements of shorter signs with a higher probability, even minor 
differences may result in the creation of a different overall impression.

Usually, there is no likelihood of confusion between signs consisting of one letter 
depicted in a particular manner or in a specific style, one letter (or number) in itself 
does not have satisfactory distinctive character on its own anyway. If the characters 
are accompanied by similar figurative elements, the overall impression conveyed by 
the marks may be similar.

The average consumer

In the course of comprehensive evaluation of the likelihood of confusion, the 
consumers of the goods in question are to be assumed as average consumers who 
are reasonably well-informed and reasonably 
observant and circumspect (Gut Springenheide; 
C-210/96).

The average consumer normally perceives a 
mark as a whole and does not proceed to analyse 
its various details (Sabel; C-251/95).

Account should be taken of the fact that the 
average consumer only rarely has the chance to 
make a direct comparison between the different 
marks: the consumer must instead place his trust 
in the imperfect picture of them that he has 
kept in his mind. It should also be borne in mind 
that the average consumer’s level of attention 
is likely to vary according to the category of 
goods or services in question (Lloyd Schuhfabrik; 
C-342/97).
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Simple trade marks vs. simple trade marks

Subsequent trade mark Earlier trade mark Goods/Services Likelihood of confusion

Budmen Bud 25 yes

Travatan Trivastan 5 yes

Citracal Cicatral 5 yes

Nicky 16 yes

Mixery 32 yes

Cerfix 6, 17, 19 yes

Ferro Ferrero 30 yes

Armafoam Nomafoam 20 yes

S-HE SHE 3, 9, 18, 25 no

Picaro Picasso 12 no

Calpico Calypso 29, 30, 32 no

Famoxin Lanoxin 5 no

Mobilix Obelix 3, 5 no

Asterix 9, 38 no

Zirh 3, 42 no

Naber 1, 2, 3 no

Case law of the Court
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Compound trade marks vs. simple trade marks

Subsequent trade mark Earlier trade mark Goods/Services Likelihood of confusion

Kiap Mou Mou 29, 30 yes

Westlife West 9, 16, 25, 41 yes

Conforflex Flex (figurative) 20 yes

Julián Murúa Entrena
(figurative) Murúa 33 yes

Spa Therapy SPA 3 yes

R.U.N. ran 38, 42 yes

Arthur et Felicie 25 yes

Miles 25 yes

Cristal 33 yes

Matratzen 10, 20, 24 yes

29 yes

RODA 33 yes

Kinnie 29, 30 no

Power 34 no

ADIORABLE
or
J’ADORE

3 no

MEZZO 
or
MEZZOMIX

32, 33 no

Kinder 29 no
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Compound trade marks vs. compound trade marks

Subsequent trade mark Earlier trade mark Goods/Services Likelihood of confusion

Enzo Fusco Antonio Fusco 3, 9, 18, 24, 25 yes

3, 25 yes

Gas Station 25 yes

Online Bus 35 yes

3 yes

18, 25 yes

29, 30 yes

Hooligan Olly Gan 25 no

M&M Eurodata Eurodata TV 35, 41 no

Sissi Rossi Miss Rossi 18 no

Giorgio Aire Giorgio Line 
(figurative) 3 no

BK Rods 25 no

35, 36, 38, 42 no

CK CREACIONES KENNYA 18, 25 no

PIAZZA 
or
PIAZZA D’ORO

21, 29, 30, 42 no
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Further relative grounds for refusal 
[Article 8 of Regulation (EC) No 207/2009]

3. Upon opposition by the proprietor of 
the trade mark, a trade mark shall not be 
registered where an agent or representative 
of the proprietor of the trade mark applies 
for registration thereof in his own name 
without the proprietor’s consent, unless the 
agent or representative justifies his action.

4. Upon opposition by the proprietor of 
a non-registered trade mark or of another 
sign used in the course of trade of more 
than mere local significance, the trade 
mark applied for shall not be registered 
where and to the extent that, pursuant to 
the Community legislation or the law of the 
Member State governing that sign:

a) rights to that sign were acquired prior 
to the date of application for registration of 
the Community trade mark, or the date of 
the priority claimed for the application for 
registration of the Community trade mark;

b) that sign confers on its proprietor the 
right to prohibit the use of a subsequent 
trade mark.

Trade marks with a reputation 
[Articles 8 and 9(1)(c) of Regulation (EC) No 207/2009]

5. Furthermore, upon opposition by the proprietor of an earlier trade mark 
within the meaning of paragraph 2, the trade mark applied for shall not be 
registered where it is identical with, or similar to, the earlier trade mark and is to 
be registered for goods or services which are not similar to those for which the 
earlier trade mark is registered, where, in the case of an earlier Community trade 
mark, the trade mark has a reputation in the Community and, in the case of an 
earlier national trade mark, the trade mark has a reputation in the Member State 
concerned and where the use without due cause of the trade mark applied for 
would take unfair advantage of, or be detrimental to, the distinctive character or 
the repute of the earlier trade mark.

 
The protection of marks with a reputation is not conditional on a finding of a 

likelihood of confusion on the part of the public. It is sufficient for the degree of 
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similarity between the mark with a reputation and the sign to have the effect that 
the relevant section of the public establishes a link between the sign and the mark 
(Adidas; C-408/01; Article 5(2) of Directive 2008/95/EC).

Though the regulation provides protection for trade marks with a reputation 
explicitly only in relation to goods of different kinds, it is in line with the spirit of 
the regulation that the proprietor of a trade mark with a reputation may also rely 
on this provision against signs that are identical to or similar with the registered 
trade mark where these signs are intended to be used for goods or services that are 

identical with or similar to the goods 
or services covered by the trade 
mark, even if there is no likelihood of 
confusion on the part of the relevant 
public (Davidoff; C-292/00).

In order to meet the requirement 
concerning reputation, the national 
or community trade mark must be 
known by a significant part of the 
public concerned by the products 
or services which bear the mark. In 
examining whether this condition 
is fulfilled, all the relevant facts 
of the case are to be taken into 
consideration, in particular the 
market share held by the trade 
mark, the intensity, geographical 
extent and duration of its use, and 
the size of the investment made 
by the undertaking in promoting 
it. The meaning of the “public 
concerned” depends on the goods 
and services in question: it may be 
the general public or a professional 
segment thereof. The stronger the 
earlier mark’s distinctive character 
and reputation, the easier it will be 
to accept that detriment has been 

caused to it (Chevy; C-375/97; Article 5(2) of Directive 2008/95/EC).

It is not the objective of Article 8(5) of the regulation to prevent the registration 
of all trade marks that are identical with or similar to trade marks with a reputation. 
The objective of the provision is to allow the proprietor of an earlier national trade 
mark with a reputation to oppose to the registration of trade marks that may 
either damage the reputation or distinctive character of the earlier trade mark or 
take unfair advantage of this reputation or distinctive character.
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The distinctive character of a trade mark is damaged if the trade mark is no 
longer capable of being immediately associated with the products for which it is 
registered and used.

The reputation of a trade mark is damaged if the goods designated by the mark 
for which the registration is sought are perceived by the relevant public in a way 
that reduces the attraction of the earlier trade mark.

As regards the condition of taking unfair advantage of the distinctive character 
or the repute of the earlier mark, this must be interpreted to encompass instances 
where there is clear exploitation of and free-riding on the coattails of a famous mark 
or an attempt to trade upon its reputation (Spa-Finders; T-67/04). The stronger the 
earlier mark’s distinctive character and reputation, the easier it will be to accept 
that detriment has been caused to it (TDK; T-477/04).

In that connection, the proprietor of the earlier mark is not required to 
demonstrate actual and present harm to his mark. He must however adduce prima 
facie evidence of a future risk, which is not hypothetical, of unfair advantage or 
detriment (Spa-Finders; T-67/04).

The fact that a sign is viewed as an embellishment by the consumers is not, in 
itself, an obstacle to the application of the provisions of the regulation. By contrast, 
where the consumers view the sign purely as an embellishment and so they do 
not establish any link with a registered mark, trade mark protection  cannot be 
claimed (Adidas; C-408/01; Article 5(2) of Directive 2008/95/EC).

Genuine use of the trade mark
[Article 15 of Regulation (EC) No 207/2009]

1. If, within a period of five years following 
registration, the proprietor has not put the 
Community trade mark to genuine use in the 
Community in connection with the goods or services 
in respect of which it is registered, or if such use has 
been suspended during an uninterrupted period of 
five years, the Community trade mark shall be subject 
to the sanctions provided for in this Regulation, 
unless there are proper reasons for non-use.

2. The following shall also constitute use within 
the meaning of the first subparagraph:

a) use of the Community trade mark in a 
form differing in elements which do not alter the 
distinctive character of the mark in the form in which 
it was registered;
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b) affixing of the Community trade mark to goods or to the packaging thereof in 
the Community solely for export purposes.

3. Use of the Community trade mark with the consent of the proprietor shall be 
deemed to constitute use by the proprietor.

The prime legal consequence of the holder failing to use the trade mark is 
that anyone may apply for declaration of the trade mark to be revoked (Article 
51 of Regulation (EC) No 207/2009). Another consequence is that the proprietor 
of the trade mark may not give notice of opposition to subsequent applications 
for registration of trade marks that are identical or similar to the unused trade 
mark (Article 42 of Regulation (EC) No 207/2009). Use of the trade mark by third 

parties with the consent of the party 
giving notice of opposition is deemed 
as use by the respective party (Vitafruit; 
C-416/04).

There is ‘genuine use’ of a trade mark 
where the mark is used in accordance 
with its essential function, which is to 
guarantee the identity of the origin 
of the goods or services for which it is 
registered, in order to create or preserve 
an outlet for those goods or services; 
genuine use does not include token use 
for the sole purpose of preserving the 
rights conferred by the mark. When 
assessing whether use of the trade mark 
is genuine, regard must be had to all 
the facts and circumstances relevant to 
establishing whether the commercial 
exploitation of the mark is real, 
particularly whether such use is viewed 
as warranted in the economic sector 
concerned to maintain or create a share 
in the market for the goods or services 
protected by the mark, the nature of the 

goods or services at issue, the characteristics of the market and the scale and 
frequency of use of the mark (Ansul; C-40/01).

The question whether its use is sufficient to maintain or create market share 
for the goods or services protected by the mark thus depends on several factors 
and on a case-by-case assessment.

It follows that it is not possible to determine a priori, and in the abstract, 
what quantitative threshold should be chosen in order to determine whether 
use is genuine or not. A de minimis rule, which would not allow OHIM or, on 
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appeal, the General Court, to 
appraise all the circumstances 
of the dispute before it, cannot 
therefore be laid down. When 
it serves a real commercial 
purpose, even minimal use 
of the mark can be sufficient 
to establish genuine use (La 
Mer; C-259/02 and Vitafruit; 
C-416/04).

In a case where a ruling 
was handed down in 2008, the 
proprietor used the trade mark 
for a special medical device. The 
sales revenue from such devices 
was approximately euros 20.000 
and the number of devices sold 
between 1998 and 2001 was 
121. Considering the special 
characteristics of the goods and 

the market, these figures are not regarded as symbolic (Capiox; T-325/06).

Where the proprietor of a mark affixes that mark to items that it gives, free 
of charge, to purchasers of its goods, it does not make genuine use of that 
mark in respect of the class covering those items (Wellness; C-495/07). The 
aim of distributing such items is not to allow the proprietor of the trade mark 
to enter the market of the goods falling 
into the corresponding class. The use of 
the trade mark does not contribute either 
to the establishment of sales channels for 
the goods or to the distinctive character of 
the respective goods from those of other 
undertakings.

Lack of genuine use can be excused only 
in exceptional cases and only where the 
failure to use the trade mark is not due to the 
particular circumstances of the proprietor 
but to other commercial factors (Giorgio Aire; 
T-156/01). While financial difficulties of the 
company do not qualify as proper reasons, 
certain forms of government actions (import 
restrictions, state monopolies, licensing 
procedure) or force majeure may be accepted 
as excuses.
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One day Kathy turned to me and said: “Joe! Even 
milking stools have three legs! Why don’t we stand 
on more legs?” To be honest, I did and I didn’t un-
derstand the amphor (sic!) at the same time.
“Darling, you are stable enough on two legs.” I said.
Then she finally explained herself: 
“The clothing industry is having troubles. We 
should diversify and do something else as well!”
“Let’s import DVD players from China!” I said.
“There is such fierce competition in the DVD 
business, why would people buy our stuff?” asked 
Kathy.
“True, and our players will not be any better. 
But, we could add a free T-shirt with them! No-
body else does that, so people will buy our 
players, for sure! Besides, the T-shirts 
will advertise our goods for free, 
and we have loads of nice T-shirts, 
anyway.” I replied.
“But this time we really have to 
protect the name to avoid all 
complications!” Kathy said.
“Sure, that’s the least we can do!” 
I answered. “The DVD sets 
are called Well, let’s call the 
T-shirts Wellness!”

What if Wellness does not help?
J o e  L o s e r
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C-495/07 – Wellness case
Where the proprietor of a mark affixes that mark to items that it gives, free of charge, to purchas-
ers of its goods, it does not make genuine use of that mark in respect of the class covering those 
items. The aim of distributing such items is not to allow the proprietor of the trade mark to enter 
the market of the goods falling into the corresponding class. The use of the trade mark does 
not contribute either to the establishment of sales channels for the goods or to the distinctive 
character of the respective goods from those of other undertakings. 

Time flew by quickly, until six or seven 
years later someone applied for the invalidation 
of our trade mark. A clothing company wanted to 
have our name and claimed that we did not use 
the name. Dr. Pfuscher was confident, he expected 
a smooth trial and told us that there was no way 
we could lose the case. Both Kathy and I agreed 
with him, as all our free T-shirts proudly 
displayed the “Wellness” sign.

The case finally went to trial and the 
court referred the case for preliminary 
ruling to the European Court of Justice to 
decide if it constituted trade mark use if 
we did not sell the T-shirts but gave them 
away for free?

Kathy had a bad feeling. She believed 
that either the European Court of 
Justice had something against us or 

they simply detested Dr. Pfuscher. Or 
maybe both. “This is not going to have 

a good end”, she said.
“You just worry about the T-shirts and 

leave the business to me!” I told her.
The moment of truth came soon – at least 
I thought – when the European Court of Justice 
passed its preliminary ruling on the matter. It was 
the moment of truth indeed, but of Kathy’s truth! 
They really just cannot stand me. I was held at fault 
again, meaning that the Court concluded that 
affixing the trade mark on a free T-shirt did not 
constitute use of the trade mark.

Consequently, the national court ruled in favour 
of the other party and invalidated our trade mark 
(C-495/07).

J o e  L o s e r
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Limitation in consequence of acquiescence 
[Article 54 of Regulation (EC) No 207/2009]

1. Where the proprietor of a Community trade mark has acquiesced, for a 
period of five successive years, in the use of a later Community trade mark in the 
Community while being aware of such use, he shall no longer be entitled on the 
basis of the earlier trade mark either to apply for a declaration that the later trade 
mark is invalid or to oppose the use of the later trade mark in respect of the goods 
or services for which the later trade mark has been used, unless registration of the 
later Community trade mark was applied for in bad faith.

2. Where the proprietor of an earlier national trade mark as referred to in Article 
8(2) or of another earlier sign referred to in Article 8(4) has acquiesced, for a period 
of five successive years, in the use of a later Community trade mark in the Member 
State in which the earlier trade mark or the other earlier sign is protected while 
being aware of such use, he shall no longer be entitled on the basis of the earlier 

trade mark or of the other earlier sign either to apply 
for a declaration that the later trade mark is invalid or 
to oppose the use of the later trade mark in respect of 
the goods or services for which the later trade mark has 
been used, unless registration of the later Community 
trade mark was applied for in bad faith.

3. In the cases referred to in paragraphs 1 and 2, the 
proprietor of a later Community trade mark shall not 
be entitled to oppose the use of the earlier right, even 
though that right may no longer be invoked against 
the later Community trade mark.

The legal consequences of acquiescence are relevant in the context of 
invalidation and trade mark infringement, where they can be used for objection 
and, if convincing evidence is presented, they can repeal claims for a declaration that 
the later trade mark is invalid or claims that oppose the use of the later trade mark.

The three joint conditions of acquiescence are as follows:
 -  the trade mark has been used in the Community for a minimum period of five 

consecutive years,
 -  the proprietor of the earlier trade mark was aware of such use or it is reasonable 

to assume that he was aware of the use of the mark,
 -  the proprietor of the earlier trade mark did not object to the use of the mark.

Bad faith  
[Article 52(1)(b) of Regulation (EC) No 207/2009]

A Community trade mark shall be declared invalid on application to the Office 
or on the basis of a counterclaim in infringement proceedings where the applicant 
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was acting in bad faith when he filed the application for the trade mark (absolute 
ground for invalidity).

According to international legal practice, bad faith can be established if the 
applicant acted with unfair, fraudulent intent. In this respect it is to be assessed 
whether the applicant exercised due care in business matters when applying for 
registration of the trade mark. It is not satisfactory in itself that the applicant was 
aware of the existence of the earlier trade mark.

Examples of bad faith:
 -  the applicant applies for the registration of a sign which is used by one of his 

contractual partners,
 -  the application for registration of the trade mark was rejected earlier in a 

Member State on the grounds of bad faith,
 -  the proprietor of a trade mark applies for the registration of the very same mark 

consecutively and several times, in an attempt to avoid the legal consequences 
of failing to use the trade mark.

Examples of the lack of bad faith (criteria that do not imply the bad faith of the 
applicant on their own):
 -  registration of the trade mark was rejected in an EU Member State on the 

grounds of descriptive character,
 -  the applicant had no intention to use the mark at the time of applying for trade 

mark registration,
 -  the application for trade mark registration was filed for a wide range of goods 

and services,
 -  the applicant had claims that were rejected by the Office (e. g. priority) later on.

Limitation of the effects of a trade mark 
[Article 12 of Regulation (EC) No 207/2009]

A Community trade mark shall not entitle the proprietor to prohibit a third party 
from using in the course of trade:

a) his own name or address;

b) indications concerning the kind, quality, quantity, 
intended purpose, value, geographical origin, the time 
of production of the goods or of rendering of the service, 
or other characteristics of the goods or service;

c) the trade mark where it is necessary to indicate the 
intended purpose of a product or service, in particular 
as accessories or spare parts,
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provided he uses them in accordance with honest practices in industrial or 
commercial matters.

The essential function of a trade mark is to guarantee the identity of origin 
of the marked goods or services to the consumer or end user by enabling him, 
without any possibility of confusion, to distinguish the goods or services from 
others which have another origin. The trade mark must offer a guarantee that all 
the goods or services bearing it have been manufactured or supplied under the 
control of a single undertaking which is responsible for their quality. The protection 
afforded by the trade mark, in the case of identity between the mark and the sign 
and between the goods or services concerned and those for which the mark is 
registered, is absolute. The exercise of the exclusive right conferred by the trade 
mark must be reserved to cases in which a third party’s use of the sign affects or is 
liable to affect the functions of the trade mark, in particular its essential function 
of guaranteeing to consumers the origin of the goods (Arsenal; C-206/01; Article 
5(1)(a) of Directive 2008/95/EC).

Where a third party uses in the course of trade a sign which 
is identical to a validly registered trade mark on goods which 
are identical to those for which it is registered, the trade mark 
proprietor of the mark is entitled to prevent that use. It is 
immaterial that, in the context of that use, the sign is perceived 
as a badge of support for or loyalty or affiliation to the trade 
mark proprietor. For the purposes of trade mark infringement, 
it is irrelevant that consumers are informed by a sign at the 
shop that the products offered for sale are “unofficial” products. 
Even if it can be assumed that the sign prevents any damage to 
the origin indication function of the trade mark on the side of 
the consumers reading the sign, it obviously does not prevent 
the risk of interpreting the sign as a trade mark in relation to 
the consumers who see the product only after the sale (Arsenal; 
C-206/01; Article 5(1)(a) of Directive 89/104/EEC).

The content and limits of trade mark protection in marginal cases depends on 
whether the opposed use of the trade mark, taking into account all circumstances 
of the case, is capable of violating the fundamental functions of the trade mark 
or not.

Affixing a sign identical to a registered trade mark on scale models of motor vehicles 
bearing that trade mark constitutes a use which the proprietor of the trade mark is 
entitled to prevent only if that use affects or is liable to affect the functions of the trade 
mark, e. g. the function of indicating the origin of the goods (Opel; C-48/05).

Where a trade mark is registered both for motor vehicles and for toys, the affixing 
by a third party, without authorisation from the trade mark proprietor, of a sign 
identical to that trade mark on scale models of vehicles bearing that trade mark, in 
order to reproduce those vehicles faithfully, and the marketing of those scale models 
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constitutes a use which the proprietor of the trade mark is entitled to prevent if that use 
affects or is liable to affect the functions of the trade mark as a trade mark registered 
for toys.

Where a trade mark is registered, inter alia, in respect of motor vehicles, the affixing 
by a third party, without the authorisation of the proprietor of the trade mark, of a sign 
identical to that mark to scale models of that make of vehicle, in order to reproduce 
those vehicles faithfully, and the marketing of those scale models, is not a legitimate 
activity in relation to the limitation of the effects of the trade mark and does not 
constitute a “use of an indication concerning a characteristic” of those scale models: 
it is merely an element of faithful reproduction of the original vehicles (Opel; C-48/05; 
Article 6(1)(b) of Directive 89/104/EEC).

The proprietor of a trade mark cannot rely on his exclusive right where a 
third party, in the course of commercial negotiations, reveals the origin of goods 
which he has produced himself and uses the sign in question solely to denote 
the particular characteristics of the goods he is offering for sale so that there can 
be no question of the trade mark used being perceived as a sign indicative of the 
undertaking of origin (Hölterhoff; C-2/00; Article 5(1) of Directive 2008/95/EC).

In the above case, both the user of the trade mark and the buyer shared the 
same profession, meaning that there was no doubt as to either the special character 
designated by the trade mark or the origin of the goods. The decision is one of the rare 
cases where the Court moved beyond the level of principles and articulated its opinion 
concerning the underlying case of the preliminary ruling.

Unauthorised use of the trade mark may be legitimate if that use is necessary 
to indicate the intended purpose of a product. Use of the trade mark is necessary 
where such use in practice constitutes the only means of providing the public with 
comprehensible and complete information on that intended purpose in order to 
preserve the undistorted system of competition in the market for that product 
(Gillette C-228/03; Article 6(1)(c) of Directive 2008/95/EC).

The condition of “honest use” constitutes in substance the expression of a duty 
to act fairly in relation to the legitimate interests of the trade mark owner.

The use of the trade mark will not be in accordance with honest practices in 
industrial and commercial matters if, for example:
 -  it is done in such a manner as to give the impression that there is a commercial 

connection between the third party and the trade mark owner;
 -  it affects the value of the trade mark by taking unfair advantage of its distinctive 

character or repute;
 -  it entails the discrediting or denigration of that mark;
 -  or where the third party presents its product as an imitation or replica of the 

product bearing the trade mark of which it is not the owner.
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The fact that a third party uses a trade mark of which it is not the owner in 
order to indicate the intended purpose of the product which it markets does 
not necessarily mean that it is presenting it as being of the same quality as, or 
having equivalent properties to, those of the product bearing the trade mark. If 
it appears from all the circumstances of the case that the product is offered by 
the competitor as being of the same quality as, or having equivalent properties to, 
those of the product falling into the list of goods or services reserved for the trade 
mark, the respective use is not in line with the requirements of honest practices in 
industrial or commercial matters.

Use of the trade mark may be necessary where a third party that uses a trade 
mark of which it is not the owner markets not only a spare part or an accessory 
but also the product itself with which the spare part or accessory is intended to 
be used. Even in such cases, use of the trade mark is lawful only as long as it is 
necessary to indicate the intended purpose of the product marketed by the latter 
and is made in accordance with honest practices in industrial and commercial 
matters (Gillette C-228/03; Article 6(1)(c) of Directive 2008/95/EC).

Exhaustion of the rights conferred by a trade mark 
[Article 13 of Regulation (EC) No 207/2009]

1. A Community trade mark shall not entitle the proprietor to prohibit its use in 
relation to goods which have been put on the market in the Community under that 
trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the 
proprietor to oppose further commercialisation of the goods, especially where 
the condition of the goods is changed or impaired after they have been put on the 
market.

Exhaustion may interfere especially with the interests of proprietors of trade marks 
with a reputation as such companies usually sell their very same products at different 
prices on different markets. The import of products originally sold at a lower price to 
different markets with a higher price level (known as parallel import) is beneficial not 
only to the importer but to consumers as well, because the competition generated 
by the import drives down the prices. The regulation acknowledges exhaustion in 
relation to the Community, meaning that trade mark infringement cannot be claimed 
in relation to products that were placed on the market in any of the Member States.

The rights conferred by the trade mark are exhausted only if the consent of the 
proprietor of the trade mark covers each and every individual item of the product 
that has been put on the market in the Community (Sebago; C-173/98).

Consent of the proprietor cannot usually be inferred from its passivity, meaning 
that implied or putative consent may be applied in exceptional cases only, where the 
facts and circumstances of the case unequivocally demonstrate that the proprietor 
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has renounced his right to oppose placing of the goods on the market within the 
European Economic Area.

Implied consent cannot be inferred:
 - from the fact that the proprietor of the trade mark has not communicated 

to all subsequent purchasers of the goods placed on the market outside the 
European Economic Area his opposition to marketing within the European 
Economic Area;

 - from the fact that the goods carry no warning of a 
prohibition of their being placed on the market within the 
European Economic Area;

 - from the fact that the trade mark proprietor has transferred 
the ownership of the products bearing the trade mark 
without imposing any contractual reservations and 
that, according to the law governing the contract, the 
property right transferred includes, in the absence of such 
reservations, an unlimited right of resale or, at the very 
least, a right to market the goods subsequently within the 
European Economic Area.

With regard to exhaustion of the trade mark proprietor’s 
exclusive right, it is not relevant:
 - that the importer of goods bearing the trade mark is not 

aware that the proprietor objects to their being placed on 
the market in the European Economic Area or sold there by traders other than 
authorised retailers; or

 - that the authorised retailers and wholesalers have not imposed on their own 
purchasers contractual reservations setting out such opposition, even though 
they have been informed of it by the trade mark proprietor (Davidoff/Levi 
Strauss; C-414/99 – C-416/99).

The rights conferred upon resellers and those providing repair and maintenance 
services include the right to use the trade mark for advertisement purposes. The 
informative use of a trade mark may be necessary to designate the purposes of the 
services. The proprietor of a trade mark may not prohibit such use unless the mark 
is used in a way that it may create the impression that there is a direct commercial 
connection between the other undertaking and the trade mark proprietor, and 
in particular that the reseller’s business is affiliated to the trade mark proprietor’s 
distribution network (BMW; C-63/97; Article 7(2) of Directive 2008/95/EC).

The proprietor of a trade mark may have various grounds for being interested 
in opposing a certain way of marketing the products where exhaustion of rights 
cannot be claimed. Such an exceptional ground may be the use of the trade mark in 
a way which is detrimental to the reputation of the trade mark or the representation 
of the trade mark in an inappropriate context, thus damaging the luxurious and 
prestigious image of the trade mark (Dior; C-337/95; Article 7(2) of Directive 
2008/95/EC).
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I had never been to Mexico. Kathy neither, so 
she was euphoric when I surprised her with a 
trip to that wonderful country. After climbing 
all the breathtaking pyramids, enjoying the 
pleasures of the amazing coasts and 
appreciating the enormous cacti, we even 
had time to shop. I thought we would have to 
spend a fortune for gifts, but no! The price of 
a Levi’s 501 was only half 
of that back home! And 
everything was original, 
not just junk you can buy 
at the Chinese market. 
Kathy was an expert in 
such things and realised 
after the first blink that all 
the jeans were original. 
I could not deny myself 
and told Kathy right away: 
“Why don’t we buy more 
than one? Or two? We 
should buy a thousand 
or even more, a couple of 
containers of this stuff!” 
Kathy looked at me 

teasingly and asked: “What are you getting 
into this time, darling?”
“Oh, we will be fine, you just said that these 

are all original!” – I said. So, 
as soon as we got home, we 
placed an order for one and a 
half containers of Levi Strauss 
jeans, but we received only 
half a container upon delivery. 
One container was seized by 
the customs officers in Trieste, 
because Levi’s Inc. asked the 
Italian customs authority 
for customs monitoring, so 
we were required to explain 
the origin of the trousers. As 
Kathy had already forgiven 
Dr. Pfuscher, we asked him to 
handle the problem. The jeans 
are still being held in Trieste. 
I do not want to go into the 
details.

We have thus received half a container of the 
clothes and started to sell them. One day the 
postman delivered a suspicious looking 
envelop. I was summoned to court, as Levi 
Strauss sued us for trade mark infringement. 
What hurt me the most was that Kathy said 
she had told me to be careful. On a perso-
nal note I would like to add that she did not 
ever tell me that. She just asked me a simple 
question.

We could prove in court that the jeans were 
original and Dr. Pfuscher told me everything 
was fine. “Nobody can prevent you from 
re-selling original trade marked products! 

Joe Loser imports

J o e  L o s e r
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Not even Levi’s!” I was told. The trial, 
however, went on and Levi’s did not withdraw 
its claims.

Dr. Pfuscher obtained a statement 
from the Mexican trader 
claiming that Levi’s had not 
prohibited him from supplying 
goods to European companies. 
For the court this did not suffice, 
so a reference for a preliminary 
ruling was sent to the 
European Court of Justice. 
The Court concluded the 
following 
(C-414/99, C-415/99, C-416/99):

- Exhaustion of rights applies to 
goods placed into circulation within 
the EEA (European Economic Area) 
countries (EU + Iceland, Norway, and 
Lichtenstein), meaning that trade 
mark infringement cannot be  
claimed in the market of the EEA 
in relation to goods placed into 
circulation within the EEA.
- There is no international 

exhaustion of rights, 
that is the legal 

consequences of exhaustion do not apply 
and the proprietor of a trade mark can take 
action against distributors within this area 

who distribute products originally 
marketed by the proprietor out of 

the area in another country 
(irrespective of the fact whether 
the products are original or not).

 Goods bought within the 
area cannot be re-sold, if the 
material physical or marketing 
changes occurred to the 
product (mental condition). 

Such changes occur, for 
example, if medicines were 

re-packaged, the product 
number of a product was 

removed, or the otherwise branded 
goods are sold in 
discount stores.

What can I say? We lost. I was sentenced 
for trade mark infringement. Kathy 

called me a donkey and cursed 
Dr. Pfuscher more than ever. But it 

all was the fault of the 
Mexican…

C-414/99, C-415/99, C-416/99 – Levi’s cases
The Court ruled that, with regard to exhaustion of the trade mark proprietor’s exclusive right,  
it is not relevant that the importer of goods bearing the trade mark is not aware that the  
proprietor objects to their being placed on the market in the European Economic Area or sold 
there by traders other than authorised retailers.

J o e  L o s e r

The Court also concluded that implied consent cannot be inferred from the fact that a trade mark 
proprietor has not communicated his opposition to marketing within the EEA.
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The opposition proceeding is maybe the most exciting and professionally 
most challenging procedure relating to trade marks. The opposition procedure, as 
already discussed, is available for the proprietors of earlier trade marks to intervene 
in the registration of a subsequent trade mark and present their arguments during 
the opposition period against the registration of a trade mark on any of the relative 
grounds for refusal. Bad faith concerning the application for registration of a trade 
mark cannot be claimed during opposition, but may be used as a ground for 
subsequent invalidity proceedings. Oppositions generate a significant work flow 
at the European Trade Mark Office (OHIM), as the “earlier rights” include all existing 
rights enjoyed in each and every member state. Approximately 21 percent of all 
trade mark applications are opposed and the notices of opposition are usually 
given as the end of the opposition period of 3 months approaches. (Nota bene, the 
3 months period may not be extended.)

Prevention

A notice of opposition may be filed against 
you or your client and may be filed by you. It is 
strongly advised that you prevent any oppositions 
being filed against you by conducting a thorough 
trade mark search. This is not a simple task at all, 
for it requires searching the data bases of each 
and every member state, in addition to the data 
bases of European or international trade marks. 
As quite a few of these data bases are either not 
available electronically or are difficult to search 
on-line, even the results could be limited. The 
search itself is a complicated task as, in addition to 
searching for identical marks, you need to search 
for all the variations of the selected names (and 
the number of permutations created by adding, 
removing, or replacing a single character can 
be astronomical). Trade mark searches require 
considerable expertise and laymen are strongly 
advised not even to consider doing it on their 
own. Technically, trade mark searches are the only 
means available to prevent future oppositions, as 
several interested parties monitor OHIM’s data 
base and there is a fair chance that the proprietors 
of earlier marks that may be similar to yours will 
notice your application being filed.

Opposition procedure in front of the 
European Trade Mark Office
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Trade mark monitoring

The flip side of oppositions is the event when you want to oppose. To this end, 
obviously, you need to know that there is something you may or should oppose 
(meaning the filing of new applications that might interfere with your trade mark) 
and when the relatively short period of opposition commences.

Opposition proceedings

In smooth cases, opposition proceedings are completed in six months, but an 
extended period is to be expected quite often. Whenever a notice of opposition 
is filed, OHIM notifies the representative of the applicant immediately. There is 
nothing for you to do at this stage: OHIM completes an admissibility check of the 
opposition first. The findings of the check will be communicated to you shortly.

If you are filing the opposition, proceed with 
extreme caution to make sure that the corres-
ponding fee is credited to the account of OHIM in 
due time (during the opposition period). If your 
payment is late, the consequences of non-payment 
may only be averted subject to the conditions that 
the opposing party has paid the fee 10 days prior to 
the expiry of the opposition period and he pays a 10 
percent surcharge in addition to the opposition fee 
of 350 euro. OHIM takes into consideration the date 
on which the amount is credited to its account.

It is acceptable to file a notice of opposition 
on any language version of the applicable form 
provided that the form is completed in one of the 
working languages of the Office. Another requirement is that the opposition has to 
be filed in one of the two languages of the contested application, which is the official 
working language of the Office. The opposition must contain the circumstances of 
the case, including the grounds on which the opposition is based, the particulars of 
the earlier trade mark, etc. Accidental mistakes may be rectified within a period of 
two months. Detailed justification is not required at this stage and the translations 
of evidences are not to be enclosed either. However, the period of the opposition 
proceedings may be reduced if the opposing party specifically indicates that he is 
submitting complete documentation. Communications are typically sent via fax.

After sending a confirmation notice, OHIM grants a “cooling off” period of 2 
months for optional negotiations and conciliation. This period expires on the last 
day of the second month, even if it falls on a weekend, but it may be extended 
upon mutual request by the parties. OHIM will grant a standard extension of 
22 months, which may be unilaterally terminated by either of the parties. The 
adversarial stage of the proceeding commences after the maximum period of 24 
months of “cooling off” has elapsed. The opposing party has another period of 
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2 months to file its reasoned statement 
(unless he asked for skipping this time 
frame). In the course of the “cooling off” 
period, the parties are free to reconcile 
their positions and they try to do so quite 
often. A settlement is also reached in a 
fair proportion of the cases, in which the 
parties usually cover the costs of their 
own attorneys. If, within this period, the 
applicant restricts the application by 
deleting some of the goods and services 
against which the opposition is directed, 
and the opposition proceeding is closed 
following a withdrawal of the opposition, 

the opposition fee will be refunded by OHIM. A refund is also available if several 
oppositions were filed but the application had already been refused on the 
grounds of the first opposition. In such cases, 50 percent of the fees are reimbursed 
to the subsequent opponents.

Any and all restrictions of the list of goods and services are to be effected 
clearly, so you cannot write that “if considered necessary” or that “if required for 
registration” etc. A disclaimer, meaning that the applicant disclaims an element 
of the opposed application, may also be made during the opposition proceeding. 
However, disclaimers are not eligible for refunds.

The opposition proceeding may also be suspended, typically at the joint request 
of the parties. If suspension is requested for a reasonable period, OHIM will grant 
it without any further justification. Suspension may be requested unilaterally with 
success if, for example, the trade mark registration on which the opposition is 
based (opposing trade mark) is subject to administrative or judicial proceedings. 
This event may especially occur if the opposition is filed against a yet unregistered 
earlier Community trade mark. In oppositions against earlier national trade marks, 
the party requesting suspension needs to justify and provide evidence that it has 
problems concerning the application. OHIM will only decide on the suspension 
after taking into consideration all the above factors.

After the opponent has submitted the complete documentation within two 
months, it is sent to the applicant who has another two months to present its 
arguments. If the applicant required evidence of use from the user, it has another 
two months to furnish such evidence. Clear evidence of use is required for trade 
marks registered more than five years earlier. However, where the opposition is 
filed against a Community trade mark, it is sufficient to provide evidence of use 
even in one state only. Failure to provide such evidence or providing inadequate 
evidence will result in the refusal of the opposition. Instead of actual use of the 
mark it can also be proven that the proprietor of the mark had adequate reasons 
not to use the trade mark. In such cases OHIM may require further statements 
before rendering its decision.
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In its decision on the opposition, OHIM also decides on the costs of the 
proceedings. If the decision is in favour of the opposition, the applicant usually 
has to pay an amount up to 650 euros to the opponent, while if the opposition was 
refused, the opponent must pay up to 300 euros as costs to the applicant.

Conflict with an earlier trade mark

According to the practice of OHIM, there is a likelihood of confusion between 
two marks if consumers might believe that the two goods come from the same 
or economically-linked undertakings. For the purposes of assessing the likelihood 
of confusion with the earlier trade mark, the differences in their visual, aural and 
conceptual respects are all taken into consideration. The mere association is not in 
itself a sufficient ground for concluding that there is a likelihood of confusion, but 
it definitely limits the possibilities. The language of the country where the trade 
mark of the opponent is present is relevant for assessing any aural similarities 
between the signs.

The fine details of the assessment criteria include the examination of the 
degree of distinctiveness of the trade marks. For example, likelihood of confusion 
cannot be concluded if the earlier mark is not specifically famous and the degree 
of distinctiveness of its contents is low. However, if the earlier trade mark has a 
significantly distinctive character, there might be a likelihood of confusion with more 
distant (but still similar) goods or services. A “significantly” distinctive character may 
be obtained by being well known. Moreover, the fact that the sign is well known 
is taken into consideration with special regard. Well known marks are not yet 
trade marks “with a reputation”. Slight similarities may also be countered by major 
similarities between the goods and vice versa.

In some cases, even indirect likelihood of confusion may be relevant. If there 
is a shared element indicating the source of the marks, the consumers might 
assume that the two marks have the same origins, e.g. Sunrise/Sunset (opposition 
No 113/1998).

When assessing the similarities between 
goods, the relevant public is also taken 
into consideration. The more expensive are 
the goods that consumers purchase (e. g. 
groceries and vehicles), the more attention 
they tend to pay to the goods.

Experienced professionals can find a 
lot of opportunities to exploit in these 
circumstances. For example, if you oppose 
a figurative mark, which is aurally similar to 
your mark, in Class 25 of clothing articles, 
you should argue that clothing articles need 
to be asked for verbally from salespersons in 
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several shops, so consumers do not have the opportunity to carefully examine the 
mark. On the other hand, if you represent the applicant in the same dispute, you 
might say that consumers usually try on clothes in Class 25 before purchase, so 
they have the opportunity to examine both the clothes and the mark carefully.

Comparison of goods/services

When deciding on an opposition, it is the task of the examiners at OHIM to 
determine the factors needed and their relative importance in order to compare 
goods/services. The most important factors are:
 - the nature (fundamental characteristics),
 - purpose,
 - method of use,
 - distribution channels, and
 - the relevant public for the goods.

Consider alcohol, for example. By nature it is a transparent, ethereal, 
flammable, and expensive liquid. Its purpose is to give pleasure, to quench thirst, 
to clean, to energize. It is used by drinking, cleaning, or burning. Apparently, if 
you compare alcohol with soft drinks, its purposes to quench thirst and to give 
pleasure are to be considered. On the other hand, if you wish to compare it with 
cleaning materials, you need to consider its cleaning purpose, or its heating 
value when compared with fuels. These factors need to be weighted too. For 
example, a soap and a toothpaste of Class 3 both have cleaning effects, but 
the degree of similarity of these products is low as their intended purpose is to 
clean completely different parts of the human body. Yet again, the purpose of 
medicines (e. g. for inflammation) and adhesive plasters of Class 5 are identical, 
even if they are different by nature. If the intended purpose is identical, the 
parties are ordinarily competitors of each other and the relevant public is also 
identical.

It is also interesting to compare the price levels of goods. Different goods are 
usually competing with each other if their intended purpose and price level is more 
or less identical. On the other hand, jewellery and costume jewellery or vehicles 
and vehicle rental services may respectively be considered similar, though there 
is a significant difference between their prices. Medicinal and cosmetic products 
usually are not similar, but there may be exceptions. Medicinal and cosmetic hair 
lotions, for example, may be deemed similar.

Nowadays, in the age of hypermarkets, the identity of sales channels is 
becoming less and less relevant. Consumers are aware of the fact that hypermarkets 
are selling the goods of various manufacturers. Nevertheless, OHIM decided in 
Panther-Panther (opposition No 1138/2002) regarding the comparison of bicycles 
and wheel chairs that wheel chairs and bicycles are not similar as wheel chairs are 
distributed through special sales channels. Where the sales channels are different, 
there might be only a slight overlap between the relevant publics. Needless to say, 
one can find certain exceptions from this rule as well.
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The above examples show that comparing goods and services is a difficult task 
and requires professional expertise. It certainly goes far beyond simply comparing 
the various classes of goods.

In conclusion you can see that function is the ultimate factor for comparing 
goods, but the fundamental characteristics are also important, especially from 
commercial aspects. Similarity may be prevented by the differences between sales 
channels or relevant publics.

Comparison of signs

Similarly to the comparison of goods, OHIM 
uses refined tests to compare signs. Comparison 
is made on the presumption that consumers do 
not analyse trade marks in detail, but involuntarily 
pay the most attention to the dominant elements 
of marks. Also, consumers usually do not see the 
marks to be compared next to each other, but 
compare the significant features of the already 
known mark stored in their mind with those of 
the new trade mark. Consumers tend to focus on 
one word rather than on a composition, and this 
is especially true if that one word bears a clear 
and unambiguous meaning. It is therefore important to specify the distinctive 
element of a mark, while bearing in mind that overall impression is the key to the 
comparison. Consequently, the other elements need to be considered as well. The 
stronger the earlier mark’s distinctive character, the larger the risk of confusion. 
As already mentioned, distinctive character may be based on a distinctive feature 
or on earlier use of the mark.

Descriptive elements with a low degree of 
distinctive character have a low influence on 
the overall impression of the mark. On the other 
hand, the descriptive character of a mark cannot 
be automatically concluded from the fact that 
the mark consists of the combination of two 
descriptive words, as the distinctive character of 
the mark may result from the very combination of 
the two words. Visual and aural comparison of the 
marks is also necessary, as mentioned above. Aural 
similarity was found by OHIM between the words 
WOOKI – WALKI (opposition No 309/1999), HZ – 
HAZET (opposition No 1949/2001), INCELL – LINCEL (opposition No 1593/2001), 
and COPAT – QPAT (opposition No 148/2000) respectively. If the earlier trade mark 
has a high degree of distinctive character, the likelihood of confusion cannot be 
concluded from the mere aural similarity of the marks. Also, in certain cases, the 
clear and unambiguous difference in meaning may be sufficient to avoid any 
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likelihood of confusion. For example, there is no likelihood of confusion between 
the words PELLET – PELE (opposition No 490/1999), NEPAL – HEPAL (opposition 
No 1175/1999), MOUNTAIN - MOUNTAIN BIKER (opposition No 286/1999), and 
MIXERY – MYSTERY (opposition No 167/2000). 

In terms of pronunciation, the native language of the relevant public is to 
be considered. If the mark contains a foreign word, it is also to be considered 
if that word is pronounced by the rules of the respective foreign language or 
phonetically in accordance with the phonetic rules of the native language. If 
equally significant parts of the public pronounce the word correctly in the foreign 
language and phonetically in the native language, both ways of pronunciation 
have to be taken into account.

Likelihood of confusion cannot be concluded from the conceptual similarity 
between purely figurative trade marks if there is no visual similarity. The length 
of words is also relevant to determine if there is a likelihood of confusion 
between word marks. The difference in one letter may cause the short words 
to have a different character, but it may not suffice for longer words. As for 
marks consisting of one letter, that letter typically does not have a distinctive 
character in itself. The degree of distinctive character of words consisting of 
two letters is so low that even one different letter is capable of excluding the 
likelihood of confusion. The following, for example, were found not similar: PC 
– BC (opposition No 596/1999), EO – EOS (opposition No 623/1999), and ATS – 
AT (opposition No 1244/1999). On the other hand, one different letter in marks 
consisting of three letters has already resulted in various decisions that there 
was a likelihood of confusion between the marks: KZA – KSA (opposition No 

869/1999) or ILC – ILS (opposition No 52/1999). Yet 
again, OHIM decided that there was no likelihood of 
confusion between the following marks: JBS – TBS 
(opposition No 168/1999), TPS – PTS (opposition No 
125/2001).

While the beginning of words is especially 
important, the sequence of syllables, rhythm and 
intonation is also to be considered. The SATINANCE 
– SATINESSE (opposition No 2591/2000), and VERITÉ 
– VERI (opposition No 611/1999) words, for example, 
are similar in this respect, but the ELTON – HILTON 
(opposition No 560/1999), VOBIS – COPIS (opposition No 
715/1999) words are not similar. Though the beginning 
of words is important, the overall impression of the 
mark also needs to be examined. On these grounds 
the ZADOVIR – RADOVIR (opposition No 90/1998), and 
ASPIRIN - BESPIRIN (opposition No 2396/2001) words 
with different beginnings were found to be similar. The 
ACTOS – ENTACTOS (opposition No 473/2000) words 
make an interesting couple, because, though visually 
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similar, they were held by OHIM not to be confusable on the grounds of pronunciation 
and syllables. The first word is pronounced as ak-tos (equal stress on both syllables), 
but the second is pronounced as en-tak-tos.

Words are of more importance in combinations of words and figurative 
elements, because consumers tend to pay more attention to words. This rule also 
applies vice versa, because the similarity of two combined trade marks cannot 
be concluded from similarity of the figurative element only if the word parts are 
different.

Interesting situations may arise in respect of trade marks containing personal 
or company names. If a combined trade mark consists of a company name and 
another word, the other word is regarded as the dominant element of the mark. 
For this reason, the “SPINNING” - “SPINNING made in Italy by Milena” (opposition 
No 290/2001) and the “GATSBY” - “GATSBY by GAT” (opposition No 364/1999) 
combinations are regarded as similar marks. As for other kinds of names, first 
names usually have a lower degree of distinctive character than surnames. For 
this reason, the REDAELLI - GIORGIO REDAELLI (opposition No 704/1999) marks 
are similar, while the LAURA - LAURA MERCIER (opposition No 1326/1999) are 
not similar. Nevertheless, if first names are presented in a specific form, their 
degree of distinctive character may increase. Thus, the PEPE - PEPE CABALLERO 
(opposition No 131/2000) were found similar.

Dynamic distinctive character

It is of utmost importance not to take the distinctive character of marks as a 
static attribute but as a dynamically changing parameter. The “dynamic distinctive 
character” is an in-house term used to express that the level of protection available 
for trade marks is different in respect of unused marks and intensively used marks; 
not to mention the protection available for well-known trade marks. The level of 
protection may be different not only for various classes but also for various goods. 
Protection is also influenced by the level of attention exercised by the “relevant 
public”, which is usually, but not necessarily constant in respect of various goods. 
For example, the level of attention may vary if a prescription drug becomes OTC 
drug. In a sense, the level of protection is just the opposite in such cases: the less 
careful the consumer is, the higher level of protection is afforded to your trade 
mark.

The level of attention of consumers is low, for example, when it comes to 
newspapers (Class 16) or confectionery (Class 30). On the other hand, corporate 
and business consumers (see Class 1) or consumers with specialised professional 
knowledge tend to proceed with much more attention, both in terms of marks and 
in terms of the goods themselves.

Our dynamic approach also takes the cultural sophistication of consumers into 
consideration. Services in Class 36 (insurance and financial services, currency and 
real estate transactions) are typically consumed by highly educated consumers, 
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while the sophistication of typical consumers of 
goods in Class 34 tends to be somewhat lower. On 
the other hand, brand loyalty is an important issue 
for consumers of tobacco products, so they usually 
proceed with a higher level of care. For obvious 
reasons, attorneys will emphasise a specific and 
carefully selected set of factors that serve the best 
interests of their client when presenting their case.

A quite fascinating situation may arise concerning 
goods in Class 5. If both the opposed and the opposing 
trade marks are registered for prescription drugs in 
the respective country, the level of attention paid 
to the goods will be high because professionals will 
chose the drug to be used. However, this assumption 
does not apply where at least one of the drugs is 
an OTC drug. In such cases, attorneys of one of the 
drugs’ proprietors might argue that the scope of 
prescription drugs may change, and so the respective 
drug could be reclassified as OTC drug. Also, in fact 
general practitioners often write the prescriptions 

manually which might be difficult to read. Thus, even a slight difference might 
jeopardize human lives.

Well-known trade marks and trade marks with a reputation

According to the Paris Convention and to the recommendations of WIPO, well-
known trade marks are trade marks. Their special feature is that they are protected 
even if unregistered, but only for identical or similar goods and services. The 
meaning of trade marks with a reputation was explained by the European Court of 
Justice and are deemed as protected even on areas that fall beyond their respective 
list of goods or services. The protection, however, is subject to registration and 
is available, in respect to other goods or services, only against persons trying to 
abuse the reputation of the mark or trying to hang onto its coat-tails.

Despite the considerable similarities between well-known trade marks and 
trade marks with a reputation, the two categories show essential differences and 
are most likely to be used correctly by persons with deep knowledge of the law 
of trade marks.

In cases involving trade marks with a reputation, all the requirements are to be 
proved in front of and will be examined by OHIM. These requirements include:

 1. the existence of an earlier registered trade mark in the relevant territory,
 2. the identity or similarity between the earlier trade mark and the trade mark 

specified in the application,
 3. whether the use of the trade mark specified in the application would 
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take unfair advantage of, or be detrimental to, the distinctive character or 
reputation of the earlier trade mark, and

 4.  if there is a due cause for the use of the trade mark.

The examination usually starts with the comparison of the trade marks at hand 
and by determining if there is similarity between the marks. OHIM also considers 
if the trade mark is known by the public, which may be the case even if the 
proprietor uses the respective mark in a narrow segment of the market only. For 
this reason, the relevant public of mass-produced goods differs from that of goods 
specifically designed to satisfy the needs of a specific profession. In addition to 
actual consumers of the goods, the future potential consumers and other persons 
coming across the trade mark indirectly (e. g. Ferrari or Rolls-Royce limited edition 
vehicles, only a few hundred of which were ever manufactured) are to be taken 
into consideration. If the proprietor uses the trade mark in various consumer 
groups, it suffices to prove that the mark has obtained the desired reputation in 
one of those groups at least.

Geographically, the relevant territory means the territory where the trade 
mark is registered. However, it is not necessary for national trade marks to have 
a reputation in the entire country. Having a reputation in one part of the country 
only is sufficient. In the Benelux 
countries, for example, it is enough if 
the mark has a reputation in one of the 
countries only. Both the actual size of 
the geographical area and the covered 
population is considered in relation to 
that “substantial” part. Under this rule, 
it might be enough for Community 
trade marks to obtain a reputation in 
one of the EU member states only.

When determining if the trade 
mark has obtained a reputation, OHIM 
considers the market share held by the 
mark, how intensive, geographically 
widespread and long-standing has been the use of the mark, the measures taken 
to obtain a reputation for the mark (e. g. by advertising), and other factors, such as 
the number and date of the registrations, any prior successful enforcements of the 
rights of the proprietor, or the market value of the mark at hand.

Proving that the mark has obtained a reputation is, quite reasonably, a burden 
to be borne by the opponent. There are no restrictions whatsoever concerning the 
evidence that is eligible to be submitted. However, information concerning the 
history of the mark, its marketing and market share, as well as the findings of surveys 
on the well-known nature of the mark are taken into account in most cases.
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Is the operator of an auction portal liable for fake Rolex 
watches? 

The world is all about conflicts and compromises and this is especially true for 
the world of control of online content, mostly implemented by self-regulation, 
data protection regulations and more or less effective software solutions. Over 
the past decade, operators of the increasingly popular online auction portals, 
such as eBay, have already been sued by various corporations, such as Rolex, Louis 

Vuitton, and Tiffany, on several occasions, 
while some of the latest cases have been 
filed by L’Oréal, Lancôme, and Laboratoires 
Garnier. The main focus of the debates is, on 
the one hand, the extent of liability, if any, 
of the facilitator service providers acting as 
business agents for counterfeit goods and 
for trade mark infringements committed 
on the web site provided and, on the 
other hand, whether the service providers 
are obliged to prevent the marketing 
of counterfeit products using, inter alia, 
technical measures.

The Tiffany vs. eBay case

Tiffany, an American corporation, purchased several hundred counterfeit 
Tiffany products on eBay as “trial purchases” in 2004 and sued the auction 
company as accomplice to trade mark infringement in New York, claiming that 
eBay, despite previous requests sent by Tiffany, failed to prevent by all means the 
distribution of counterfeit products bearing the Tiffany trade mark. The district 
court (the court of first instance in this case) ruled in favour of eBay in 2008, 
stating that the onus was on Tiffany to police its trade mark and, as long as the 
law was as it was, it was irrelevant to the case that more effective measures would 
be available to eBay to police counterfeit listings on its web site. Of course, Tiffany 
appealed against the decision. As defendant, eBay claimed that its VeRO (Verified 
Rights Owners) programme was also available for companies established in the 
USA. The companies participating in that programme were given the opportunity 
to identify and remove counterfeit goods as eBay itself was not in the position 
to police the intellectual property rights concerning the goods (the number of 
which exceeded 25,000 according to eBay) appearing on the web site. As of 2009, 
the court of appeal had yet to pass its decision. However, the court of appeal is 
not expected to bring the procedure to an end since, due to the vast importance 
of this precedent, the final decision will be probably passed by the Supreme 
Court of the USA.

Conflicts of e-nterests
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The Rolex vs. eBay case

European courts, such as the Supreme Court of the Federal 
Republic of Germany, were not quite this lenient toward eBay; 
the German Supreme Court in the course of a suit filed by Rolex, 
the Swiss watch manufacturer, ruled, in addition to upholding the 
liability of eBay, that online market portals are obliged by law both 
to police and filter all counterfeit products by all technical means and to prevent 
the infringement of trade marks by preventing the sale of counterfeit products. 
The Supreme Court of the Federal Republic of Germany condemned eBay for 
distribution of counterfeit Rolex watches on its website twice, in 2004 and 2007, 
and ignored the defence offered by eBay, which claimed that it only provided the 
online means for selling the products while eBay itself did not sell any counterfeit 
goods. eBay also claimed that it granted the companies access to the auctions 
in order to allow them to filter possible infringements. Nevertheless, the auction 
portal has set up and been operating a separate division in Germany since January 
2007, the task of which is to police counterfeit products appearing on the portal.

The Louis Vuitton et Dior vs. eBay case

Louis Vuitton and Dior, two French manufacturers of luxury products, sued 
eBay for counterfeit goods in France. Before holding eBay liable to pay 1.7 million 
euros in damages, the French court, by imposing interim measures, prohibited 
the distribution of all Louis Vuitton products on eBay in the summer of 2008, 
irrespective of the original or counterfeit nature of the products. The traditional 
sensitivity of French luxury product manufacturers was also demonstrated by 
procedures initiated by several other French companies at French and EU fora.

European Commission

The European Commission organised several meetings for European trade mark 
proprietors and online auction portal operators in 2009, in an attempt to allow the 
participants to discuss more effective measures to fight trafficking in counterfeit 
products. The trade mark proprietors had strong reservations concerning the 
effectiveness of VeRO and similar counterfeit prevention programmes and were of 
the opinion that participation in such programmes would be an excessive burden and 
would require far too much attention on their part. Ignoring the negotiations and, to 
a certain extent, contradicting the promotion of actions against counterfeiting, eBay 
recommended the modification of the EU regulation on vertical agreements because, 
in its opinion, the regulation provided for excessive restrictions concerning online 
auctions.

European Court of Justice

The reference for a preliminary ruling in the proceeding brought by L’Oréal, 
Lancôme and Laboratoires Garnier as applicants in 2009 will probably be much 
more appreciated by legal professionals than embodying the logic of competition 
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and consumer protection law in various pieces of legislation. 
In the course of the main proceedings, the English court 
referred questions to the European Court of Justice for a 
preliminary ruling concerning the liability of operators of 
online market places. Among other issues, the Court will 
also have to resolve if it constitutes trade mark infringement 
when the operators of auction portals purchase adwords that 
are identical to trade marks from search engine operators 
and publish them as sponsored links to the pages of sellers 
offering, among other items, infringing products for sale.

On 17 May 2000, Dior concluded a trade mark licence agreement with SIL in 
respect of the manufacture and distribution of luxury corsetry goods bearing 
the Christian Dior trade mark. In the agreement SIL, “in order to maintain 
the repute and prestige of the trade mark”, agreed not to sell the products 
to wholesalers or discount stores. Later on, SIL asked Dior for permission to 
market the trade marked goods outside its selective distribution network, 
but Dior refused to grant that request. However, despite that refusal and in 
breach of its contractual obligations, SIL sold to Copad, a company operating 
a discount store business, goods bearing the Christian Dior trade mark.

Therefore, Dior brought an action against SIL and Copad for infringement of a 
trade mark and the case finally made its way to the French Court of Cassation. The 
Court decided to stay proceedings and referred the case to the European Court of 
Justice for a preliminary ruling.

By its first question, the referring court asked, in essence, whether the proprietor 
of a trade mark may seek remedy against users of the mark who violate a provision 
in a licence agreement prohibiting the licensee, on grounds of the trade mark’s 
prestige, to sell the goods bearing the trade mark covered by the contract to 
discount stores. In other words, the question was whether Dior, the reputed French 
company, may seek remedy against SIL on the grounds of violating the contract 
between the two companies. In its judgement, the ECJ gave a positive answer to this 
question, though subject to the condition that the contravention by the licensee of 
such a provision damages the aura of luxury of the luxury goods, thus affecting 
their quality.

The second and third questions involved the exhaustion of rights. As explained 
thoroughly in other parts of the book, the exhaustion of rights basically means 

Dior discount luxury corsetry goods?
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that the proprietor may not prohibit the use of its trade mark in relation to goods 
which have been put on the market in the Community under that trade mark by 
the proprietor or with his consent. An exception from this rule, however, is the 
event where there exist legitimate reasons for the proprietor to oppose further 
commercialisation of the goods.

By the second question, the French court asked whether a licensee, who sells 
goods bearing a trade mark in disregard of a provision of the licence agreement 
prohibiting sale to discount stores, does so without the consent of the trade mark 
proprietor. The ECJ explained that the licence agreement does not constitute the 
absolute and unconditional consent of the proprietor of the trade mark to the 
licensee putting the goods bearing the trade mark on the market. Such consent 
cannot be assumed if it can be shown that the violated contractual provision 
corresponds to one of the clauses of the trade mark directive (e. g. the duration of 
the contract, the registered form of the mark, the scope of the goods or services 
concerned, or the quality of the goods manufactured by the licensee). According to 
the ECJ, it is left to the French court to decide if there was such a correspondence 
in the subject matter at hand. Consequently, the French Court of Cassation needed 
to examine if the condition imposed by Dior was used as an attempt to prevent any 
harm to the quality of the luxury products.

By the third question, the Court of Cassation essentially asked what kind of reasons 
exactly would qualify as legitimate reasons for the proprietor to prohibit the use of 
its trade mark, if its consent could be assumed in relation to the previous question. 
In this context, the Court of Justice has recognised that the damage done to the 
reputation of a trade mark may, in principle, be a legitimate reason. Consequently, 
Dior may, by relying on the reputation of its trade mark, oppose further uses of the 
mark even if it had earlier “tolerated” SIL reselling the corsetry goods. Needless to 
say, it is still to be demonstrated that the trade mark did in fact have a reputation.

Why does it constitute trade mark infringement if you buy 
original Nike shoes for sale in Albania, while doing the same 
in Greece does not constitute trade mark infringement?

Article 7 of Directive 2008/95/EC lays down the following provisions 
concerning the exhaustion of the rights conferred by a trade:

“1. The trade mark shall not entitle the proprietor to prohibit its use in 
relation to goods which have been put on the market in the Community 
under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for 

Parallel import
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the proprietor to oppose further commercialisation of the goods, especially where 
the condition of the goods is changed or impaired after they have been put on the 
market.”

The established case law of the European Court of Justice, by taking a long way 
from the strict enforcement of the prohibition of parallel imports to the elaboration 
of the premise of exhaustion of rights, defines the situations where the proprietor 
of a trade mark must tolerate parallel imports. The legislator extracted the doctrine 
of exhaustion of rights from the relevant case law of the Court. The purpose of 
exhaustion of rights is to ease the tension between the liberalisation of commerce 
and the – theoretically – exclusive intellectual property rights by allowing everyone 
to use the trade mark after it was put into circulation the first time.

At first, the European Court of Justice elaborated the prohibition of preventing 
parallel imports, according to which the holder of an intellectual property right 
cannot use its right to prohibit parallel imports because such a prohibition could 
legitimize the isolation of national markets (C-78/70 Deutsche Grammophon GmbH 
v. Metro-SB-Großmärkte GmbH & Co.).

Exhaustion of rights in the EU means that the rights conferred by the trade mark 
are exhausted and parallel import is allowed/lawful concerning the goods placed 
into circulation by the proprietor of the trade mark or with his expressed consent. 
Though parallel import may be beneficial for consumers, it might significantly harm 
the interests of manufacturers by making possible the import of goods bought for 
a lower price in other member states. For this reason, and despite the fact that the 
principle of free movement of goods appears to be stronger than the territorial 
principle of intellectual property rights, the rightholders are entitled in certain cases 
to take actions against parallel imports.

For example, the Court concluded in the Silhouette case (C-
355/96) that the trade mark proprietor may prohibit the import 
of its goods into a member state, if the goods which were put 

into circulation with his consent out of the Community are being re-imported 
by a third party into a member state for distribution. It was established that 
Silhouette, a company registered in Austria and holding various Silhouette trade 
marks in several countries, produced spectacles in the higher price ranges and 
marketed its products in Austria itself; in other states it had subsidiary companies 
or distributors. Hartlauer sold spectacles of lower quality, thus it was not supplied 
by Silhouette because that company considered that distribution of its products 
by Hartlauer would be harmful to its image. On the other hand, Silhouette sold 
21 000 out-of-fashion spectacle frames to a Bulgarian company, Union Trading, 
with the reservation that the purchasers were allowed to sell the spectacle frames 
in Bulgaria or the states of the former USSR only. Silhouette was assured by its 
representative that an agreement was reached and that Union Trading accepted 
Silhouette’s reservation. Anyway, Hartlauer was quick to obtain these products and 
it announced in a press campaign that, despite not being supplied by Silhouette, 
it had managed to acquire Silhouette frames abroad. The case was referred to the 
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European Court of Justice for a preliminary ruling. The Court established that those 
pieces of national law (meaning Austrian law in this case) laying down provisions 
concerning goods put into circulation out of the Community were in violation of 
Article 7(1) of the trade mark harmonisation directive.

The rights may be exhausted by putting the goods into circulation in a member 
state and the exhaustion of rights cannot be excluded by provisions of national 
law or by international agreements.

In the Sebago case C-173/98, Sebago, a company incorporated in the United 
States of America and its exclusive representative in the Benelux states claimed 
that GB-Unic had infringed Sebago’s trade mark right by marketing Sebago trade 
marked products, 2,561 pairs of shoes manufactured in El Salvador and purchased 
from a company incorporated under Belgian law which specialises in parallel 
importation to be more specific. The case was referred to the European Court of 
Justice for a preliminary ruling by the Court of Appeal of Brussels. In addition to 
emphasising the doctrine of exhaustion of rights within the Community, the Court 
established an important premise under which the consent must relate to each 
individual item of the product in respect of which exhaustion is pleaded.

This means that the exhaustion of rights did not apply as GB-Unic failed to 
prove that it obtained the goods either from a member of a distribution network 
established by Sebago within the community, or from a re-seller who obtained 
them lawfully within the Community.

May it be assumed that consent was given as implied consent? Is it necessary 
that the contract concluded with the parallel importer contains explicit restrictions 
stipulating that the importer is authorised only to sell the products of the trade mark 
holder outside the markets of the Community? Or does it suffice if references to 
such restrictions are made only in the business policy of the trade mark proprietor 
which was made known to the importers?

These questions were addressed by the European Court of Justice in the trade 
mark infringement proceedings filed by Davidoff and Levi Strauss companies. 
Beyond the theoretical problems they raised, even the facts of the joint cases 
C-414-416/99 showed significant similarities, as the above-mentioned companies 
claimed trade mark infringement on the grounds that their products sold out of 
the Community were put into circulation within the Community by re-importers 
without their consent.

The European Court of Justice ruled that expressed consent is required as a 
general rule (proving the lack of which is obviously not the burden of the trade 
mark proprietor), and, by setting the possibility of implied consent aside, laid down 
the criteria applicable to the concept of deemed consent. According to the Court, 
implied consent cannot be inferred from the fact that a trade mark proprietor has 
not communicated his opposition to marketing within the EEA or from the fact 
that the goods do not carry any warning that it is prohibited to place them on the 
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market within the EEA. Such consent cannot be inferred from the fact either, that 
the trade mark proprietor transferred ownership of the goods bearing the mark 
without imposing contractual reservations or from the fact that, according to the 
law governing the contract, the property right transferred includes, in the absence 
of such reservations, an unlimited right of resale or, at the very least, a right to 
market the goods subsequently within the EEA.

According to the facts of the Dior case (C-337/95), Dior France appointed 
exclusive representatives for the sale of its products outside France with the 
reservation that Dior products were to be sold only to ultimate consumers 
and never to resell them to other retailers. Evora, a company registered in the 
Netherlands, was not appointed as a distributor of Dior products, it advertised 
Dior products obtained by means of parallel import in the Kruidvat shops.

The European Court of Justice ruled that the Community exhaustion of trade 
mark rights applies to the advertisement of goods as well. The proprietor of the 
trade mark cannot oppose, if the reseller, who habitually markets articles of the 
same kind but not necessarily of the same quality, uses trade-marked goods. The 
modes of advertising, however, need to be in line with the modes of advertising 
which are customary in his trade sector, even if they are not the same as those 
used by the trade mark owner himself or by his approved retailers.

In this case the Court identified one of the most important exceptions from 
exhaustion of rights as being situations where the use of the trade mark in the 
reseller’s advertising seriously damages the reputation of the trade mark. For 
example, such damage could occur if, in an advertising leaflet distributed by him, 
the reseller did not take care to avoid putting the trade mark in a context which 
might seriously damage the reputation of the trade mark.

The more of it you give away, the richer you become. What is it? Well, 
love, for one.

But looking from a different angle, franchising could be a good 
answer, too! If you give away the business experience and trade mark 
of a successful undertaking, both you and your partner might become 
richer. In other respects, love and franchise are not the same. Love is 
always free, but you have to pay for a real franchise.

Typical franchise companies, such as McDonald’s, Subway, 5àSec, KFC, Kodak 
Express and other businesses always share a standard image and provide their 
services at more or less the same level.

Franchise and Love
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According to the Top 100 Franchises list of Franchise Direct, the overwhelming 
majority of all franchise concepts (approximately 85 percent) originates from 
the USA and the fast food franchises hold the most prominent positions. With 
its network of more than 30,000 fast food restaurants, McDonald’s has been 
confidently heading the list.

So how does this system, also known as a “business marriage”, work exactly, 
under which we can find and use the very same products and services at several 
other locations in our city or even in another city of the world?

A franchise is a complex co-operation agreement bringing together otherwise 
legally independent legal entities under a common umbrella, under which the 
franchisor grants the right to use a valuable name, trade mark and the related 
management and business know-how to the 
franchisee who, in return, makes use of these 
rights and pays a consideration. The franchisor 
and the franchisee enter into a contract similar 
to a trade mark license agreement covering 
the know-how and, as the case may be, other 
copyrights and patent rights.

The franchisor grants the independent 
franchisee the right to use its trade marks and 
business solutions, ensures the distribution of 
its products, makes available other tangible 
and immaterial assets, and provides additional 
training opportunities. Typically, the franchisee is a business association with its own 
premises, which undertakes to provide services under the trade mark and control of 
the franchisor.

Under the framework of a franchise system the immaterial assets, primarily trade 
marks, know-how, or even copyrights and patents, are often far more important 
than tangible assets. Although establishing the value of the trade mark is a task 
to be completed by the franchisor, the franchisees also contribute to the increase 
in value of the trade mark. Product lines might also be developed around a base 
brand, which is often the name of the business or even the company name itself.

Franchising is beneficial because it allows for a form of venture capital investment 
where the investor does not lose control over the implementation and activities of 
the investment. On the other hand, it is easier for the franchisor to develop its sales 
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chain by using external sources. Besides, the franchise fees (initial franchise fee, 
sales commission, marketing contributions) also represent a considerable source 
of income for franchisors with an extensive franchise network.

This kind of agreement is also beneficial for franchisors as they are relieved 
from obtaining the necessary 
licenses and other administrative 
obligations by requiring the 
franchisees, who are more 
familiar with the local business 
environment, to comply with 
all applicable requirements. The 
parties might also agree that the 
franchisee is and the franchisor 
is not obliged to arrange for the 
necessary liability insurance.

Another advantage for the 
franchisor is that it might gain 
profits while the corresponding 
risks are borne by the franchisee, 
because the parties may agree 

and the franchisee may be required to accept that the franchisor does not 
guarantee the success of its activities. Consequently, the franchisee cannot enforce 
any such claims against the franchisor in the future.

The franchisee is far more interested in the success of the business than any 
employee the franchisor may hire, because it can directly benefit from the use 
of the name. On the other hand, the franchisor allows more freedom for and 
exercises less control over the everyday activities of the franchisee while, in 
return, the franchisee may develop its business to a level it probably could not 
reach without the professional advice of and assistance from the franchisor. The 
franchisee receives comprehensive support upon establishing its business and is 
given the opportunity to set up and extend its business relations in the course of 
the respective business co-operation.

Last but not least, consumers benefit from 
franchises as well, because they have access to 
standard goods and services, usually at lower prices 
resulting from the large scale procurement.

The “flag ship” of all franchises is a good trade 
mark. Thus, those aiming to launch a franchise 
business must take extreme caution when choosing 
their trade mark. Thorough and professional 
international trade mark search is essential in such 
cases.
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STORY      McDonald’s

The fast food chain has 
been on the market for over 
sixty years, is present in over 
one hundred country, and 
operates more than thirty 
thousand restaurants world-
wide. According to Interbrand, 
McDonald’s was the sixth most 
valuable brand in 2009. The 
chain, named after Dick and 
Mac McDonald, started in San 
Bernardino, California, and it 
took years for Dick and Mac 
to realise that the profile of 
the company should be based 
solely on hamburgers and fast 
food meals.

Ray Crok has been creating 
the restaurant image and 
developing the company into 
the largest mammoth fran-
chise corporation since 1955, 
after he purchased the shares of the McDonald brothers within a couple of years. 
Today, McDonald’s Corporation is holding and operating only 15 percent of the entire 
network and the remaining restaurants are run as franchises.

The revenue of the company, which employs over one and a half million people, ex-
ceeded USD 22 billion in 2008. According to McDonald’s, the corporation serves over 
58 million consumers on average every day.

While its most valuable brand 
is the McDonald’s name itself, 
the corporation is also holding 
hundreds of European and 
international trade marks for its 
other logos and fantasy names, 
making sure that the customers 
not only associate the company 
with fast service (which may be 
available in other similar res-
taurants as well), but also with 
an internationally assured high 
standard of service.
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Merchandising is the correct answer! Before you get suspicious of any 
controversial parapsychological activities behind merchandising, let us 
make it clear that merchandising is about communicating a successful 
market image, about transferring an ”idea” from its original market segment 
to another one. It probably did not occur to Walt Disney that he just created 
a new legal category when he consented to the representation of Mickey 
Mouse on any means other than the cinema screen. Merchandising uses the 
overall fame, reputation and appeal of a person, character or trade mark in 
the hope of saving money on the marketing budget.

The three typical cases of merchandising include the:

 1/ transfer of personal rights: for example, shirts are sold under the name of 
Alain Delon, the French actor, and perfumes are distributed bearing the 
name of the famous Argentine tennis player, Gabriela Sabatini. Moreover, 
umbrellas, cups and T-shirts named after the Real Madrid football team are 
also the results of merchandising;

 2/ transfer of copyright: common examples are note books and bed sheets 
displaying Disney characters, Darth Vader figures on remote controlled toys, 
Popeye figures on cleaning materials, or Pinocchio pictures on pen-cases;

 3/ transfer of trade mark rights: such as Adidas perfumes, glasses, Porsche 
watches, Opel toy cars, Guinness chocolates, or Lamborghini deodorants.

While third parties always need to have the consent of the rightholders, it is 
common that the rightholders themselves use the means of merchandising. The 
above rights can be used simultaneously, thus personal rights or copyrights are also 
protected and utilised as trade marks.

A special area of the prohibition of merchandising is set 
forth in the Nairobi Treaty on the Protection of the Olympic 
Symbol (Nairobi Treaty, 1981). The Nairobi Treaty has nearly 50 
state parties and was ratified mostly by developing countries. 
Prominent countries, such as the USA, Germany, France, the 
United Kingdom, China, and Japan, are not parties to the 
treaty. Under the Nairobi Treaty, all state parties are obliged to 
refuse or to invalidate the registration of the Olympic symbol 
as a trade mark. The five rings cannot be used for commercial 
purposes, except with the authorisation of the International 
Olympic Committee.

It is a form of telepathy but it is not 
parapsychology. What is it?
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The protection of intellectual property rights is ensured at European Union 
level by Directive 2004/48/EC of the European Parliament and of the Council on 
the enforcement of intellectual property rights and by Council Regulation (EC) 
No 1383/2003 concerning customs action against goods suspected of infringing 
certain intellectual property rights and the measures to be taken against goods 
found to have infringed such rights. The protection of intellectual property is a 
cornerstone of the success of the internal market, and so the issue of a unified 
framework regulation became necessary.

The directive

The objective of the directive is for all inventors and creators to derive a 
legitimate profit from their inventions or creations by providing protection for 
intellectual property. At the same time, the protection should not hamper freedom 
of expression or the free movement of information.

As the directive allows grants the national authorities the power of selecting 
the methods and measures to be applied, the directive does not affect the national 
provisions of the member states relating to criminal procedures or penalties in 

respect of infringement of intellectual property rights.

In this context special attention is to be paid to the 
TRIPS agreement (Agreement on Trade-Related Aspects 
of Intellectual Property Rights), to which agreement all 
member states of the EU (as member states of the World 
Intellectual Property Organization) are signatories. Under 
the TRIPS agreement the signatories agreed to adopt various 
substantial and procedural laws, especially for cases of 
wilful trade mark counterfeiting and copyright piracy on a 
commercial scale (business-like). In addition, the member 
states may provide for criminal procedures and penalties 
to be applied in other cases of infringement of intellectual 
property rights, in particular where they are committed 
wilfully and on a commercial scale.

In contrast, the EU directive lays down civil and 
administrative measures, procedures and remedies in cases 
where intellectual property rights have been infringed.

EU administrative and criminal 
provisions concerning the enforcement 
of intellectual property rights
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Consequently, the regulative framework of the directive covers the following 
measures: measures for preserving evidence, right to information, provisional and 
precautionary measures, corrective measures, injunctions, alternative measures, 
publication of judicial decisions, and damages.

The provisional measures serve the immediate termination of infringements 
without awaiting a decision on the substance of the case, thus it is essential that all 
member states provide for such measures. The purpose of provisional measures is 
to provide immediate legal protection in order to prevent any harm that could not 
be averted later due to the elapse of time. Such measures are particularly justified 
where any delay would cause irreparable harm to the holder of an intellectual 
property right.

There are still major disparities as regards the means of enforcing intellectual 
property rights. For instance, the arrangements for applying provisional measures, 
which are used in particular to preserve evidence, the calculation of damages, or 
the arrangements for applying injunctions, vary widely from one member state to 
another. In some member states, there are no measures, procedures and remedies 
such as the right to information and the recall, at the infringer’s expense, of the 
infringing goods placed on the market.

An important rule is that the member states must ensure the right to information. 
The information provided must include information on the origin and distribution 
networks of the goods or services which infringe an intellectual property right. 
As the case may be, information may be required on the names and addresses of 
producers, manufacturers, distributors, suppliers and other previous holders of 
the goods and services and on the intended wholesalers and retailers, as well as 
on the quantities produced, manufactured, delivered, received or ordered, and 
the price obtained for the goods or services in question.
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The corrective measures include recall from 
channels of commerce, definitive removal from 
the channels of commerce, or destruction. 
As a general rule, these measures are to be 
implemented at the infringer’s expense. In 
considering a request for corrective measures, 
the need for proportionality between the 
seriousness of the infringement and the remedies 
ordered as well as the interests of third parties 
are to be taken into account.

By virtue of injunctions the member states ensure that, where a judicial decision 
is taken finding an infringement of an intellectual property right, the judicial 
authorities have the power to prohibit the continuation of the infringement. 
Where provided for by national law, non-compliance with an injunction may, 
where appropriate, be subject to a recurring penalty payment, with a view to 
ensuring compliance.

The regulation

Council Regulation (EC) No 
1383/2003 sets out the conditions for 
action by the customs authorities when 
goods are suspected of infringing 
an intellectual property right. The 
regulation contains procedural 
provisions mostly by defining the 
scope of goods infringing intellectual 
property rights and of rightholders. 
The regulation lays down the rules for 

lodging and processing applications for customs action, the conditions for customs 
action, and the provisions applicable to goods found to infringe an intellectual 
property right. The member states are responsible for introducing penalties 
with the condition imposed by 
the regulation that the introduced 
penalties must be effective, 
proportionate and dissuasive.

In summary, EU legislation 
merely lays down the framework of 
protection of intellectual property. 
Both the directive and the regulation 
refer to the competence of the 
member states to adopt provisions 
applicable to criminal proceedings 
and corresponding penalties.

F A K E !

F A K E !

F A K E !
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STORY      AUDI-torium maximum

The four rings and the AUDI name are trade marks the success 
of which is based on the immense work that has been done ever 
since the company started, on its passion for vehicles and drivers, 
and on its faith in the power of innovation. AUDI set an example for all businesses 
to follow, even if on a smaller scale.

Mercedes might have been sorry ever since for selling its two-stroke DKW factory in 
Ingolstadt to Volkswagen in 1964. Today, even the German Chancellor uses an Audi 8 
and not a Mercedes. Audi manufactured more than one million vehicles in 2008. ”History 
is nothing but the activity of men in pursuit of their ends.” AUDI is more than 100 years 
and the AUDI Quattro is more than 30 years old. But let us go back a century!

August Horch, an engineer and excellent “listener” (Horch means listen) worked in 
the factory of Carl Benz until he decided to set up his own business. He placed his first 
“Horch” branded vehicle on the market in the last years of the 19th century. Later on, he 
moved to Zwickau and, with a group of investors, set up a company limited by shares. 
Several revolutionary technical solutions were introduced by Horch and it took him 
only 10 years to sell 100 luxury vehicles every year. By that time, the Horch trade mark 
belonged to this company, and so he decided to set a new company under another 
name after the supervisory board forced him out of the company limited by shares he 
had founded. The new company was named AUDI, the Latin cognate of his own family 
name. The idea of this name was coined by the son of one of his colleagues in 1910.

The first AUDI model was a huge success and, a couple of years later, the vehicles 
were successful even in the most challenging sporting events (e. g. the Alps challenge 
cup). AUDI vehicles kept on incorporating new technical solutions (e. g. left handed 
drive, front-wheel drive, air filter etc.).

But how did AUDI come up with the four rings as trade mark?

This story became history, too. As the result of the “globalisation” initiatives of 
banks, Auto Union AG was established in Saxony in 1932 and became the 2nd largest 
vehicle manufacturer of Germany. Auto Union was an amalgamation of four German 
automobile manufacturers, AUDI, HORCH, DKW, and Wanderer. Conceptually, DKW 
represented motors and light cars, Wanderer provided middle class cars, Audi produced 
upper class cars, and Horch manufactured luxury vehicles. The new company was on the 
rise continuously until the war: it quadrupled its revenues and increased the number of 
employees from eight thousand to twenty-three thousand in only six years, and obtained 
more than three thousand patents. Needless to say, WW II did not go easy on the “four 
rings”, either. All of its factories falling within the Soviet occupied area were dismantled 
and moved to the Soviet Union. The executive officers of the company relocated to 
Ingolstadt, where a large automobile and spare part depot of Auto Union was located.

Just like cut-down trees turn green after a while, the survival instincts and super 
human efforts of the post-war era overcame all obstacles. In 1949, Auto Union restarted 
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assembling new pickup trucks under the DKW name 
and one year later it was already producing two-
stroke personal vehicles. As production restarted, 
the company realised that it could not achieve 
real success without involving a strong financing 
partner. After a short period of hesitation, Mercedes-
Benz was willing to buy shares in the company and 
became its partner in 1958. After receiving capital 
injections from banks and owners of the company, a 
state of the art assembly line was set up in Ingolstadt, 
employing ten thousand workers in 1962. Shortly, 
the two stroke engines became less popular and 
the turnover of the company fell. Another saviour was needed and Volkswagenwerk AG 
was the one to offer help. In the beginning, there was only one project: the successful 
Volkswagen Beetle was produced in the factory. Later on, the demand for a modern and 
independent vehicle increased and the company started making the AUDI 100 in 1968. 
A new business marriage gave another technical injection when the company merged 
with NSU, the manufacturer, among others, of Wankel engines.

The AUDI 80 was presented in 1972 and was shortly 
followed by AUDI 50. At the same time, the company started 
to re-position its brand into the top category of the market. 
Milestones of the era are the introduction of five-cylinder turbo 
engines, all wheel drive, galvanised bodywork and aluminium 
technology. And last, but maybe the most important novelty, 
new design.

The rest of the story is what you see and hear 
every day, but the moral of the story remains the 
secret of the future. Though the future cannot 
be predicted, there are several hints out there 
for those who listen. Take a look at the futuristic 
Audi Center in Ingolstadt. The impressive edifice, 
worth some 100 million Euros, and around 200 
workers give a life-long experience to 60,000 Germans every year, who decide to visit 
the headquarters of the company in Ingolstadt to pick up their new vehicles.

The four rings and the AUDI name are trade marks, the success 
of which is based on the immense work that has been done ever 
since the company started, on its passion for vehicles and drivers, 
and on its faith in the power of innovation. AUDI set an example 
for all businesses to follow, even if on a smaller scale, and this is 
exactly what the Georg Pintz & Partners Patent, Trademark and 
Law Office is aiming for. We are also proud that we can contribute 
to the success of this excellent brand by representing the AUDI 
trade mark effectively in Hungary.
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Actually, trade marks have a value. It is one of the most complicated and 
difficult tasks to estimate the value of a trade mark.

Technically, each cent you spend on advertisement or trade mark use increases 
the value of the respective trade mark by, according to certain estimates, 50 
times the invested amount. Unfortunately, it is quite easy to falsify this balance  
sheet-focused estimation method. The bankruptcy of the Lehman Brothers led to 
a global economic crisis, on the one hand, and, on the other hand, it completely 
destroyed the value of the Lehman Brothers trade mark within a couple of hours, 
meaning that it would most probably be quite an achievement to successfully 
provide reliable financial services under that name in the near future. Similarly, 
if your undertaking does not succeed, you have just burned your marketing 
budget. The above examples show that the value of a trade mark cannot be taken 
separately from the position of the company and of the product.

Others apply profit-oriented evaluation methods but, in our view, these 
methods are not that reliable either. It is not easy at all to find a certain time when 
the product is already generating profit but the trade mark has yet to become 
popular. However, identifying such a base time would be necessary to estimate 
the extra profit resulting from the use of the trade mark. Another disputable 
factor is the time frame over which the extra profit is to be calculated, since trade 
marks might be maintained over quite a long period of time.

The trade mark analogy-based estimation method aims to reach some kind 
of conclusions concerning your mark based on the market value of a similar 
trade mark. While the value of no-name products is indisputably lower than their 
branded competitors, the shortfall of this method is that, even if you manage to 
find a similar mark and find out its value, you have no means of verifying that the 
value is realistic or that the evaluation method applied to the other trade mark is 
suitable for the evaluation of your mark.

As you can see, the 
evaluation of trade marks is 
a complex field and various 
financial, marketing, and legal 
aspects are to be considered. 
Several factors might have 
significant impact on the value 
of a trade mark, such as the 
number of countries, its use 
in these countries, whether 
the mark covers one or more 
products, if the trade mark is 

And say, what is that name worth?
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also a company name, if the domain name identical to the mark is registered and 
the value thereof, the degree of distinctive character that the trade mark has, if 
it is easy to remember, how old the mark is, if a license was granted for it, if it is a 
reputed or well-known mark, what adverse effects the competitors have, what is 
the value of the product itself etc.

As mentioned earlier, the value of the trade mark also depends on the situation 
of the proprietor company and, for this reason, brand evaluation is far more often 
used than trade mark evaluation.

The term trade mark is often used falsely as a synonym for brand, but the two 
terms are not identical. One could say that what a “trade mark” is for lawyers, it 
is a “brand” for marketing professionals. In addition to trade marks, a brand may 
also include unregistered variants, or sub-brands or entire trade mark families. 
Like trade marks, brands establish a connection between consumers and 
manufacturers. This kind of connection, however, includes consumer assumptions 
and the emotions suggested by the respective product line. The assumptions 
mentioned may include its expected quality, product life time, extensive service 
network etc. The suggested emotions might involve youthful dynamism, luxury, 
reliability, precision etc.

Since brand is more closely related to the value of a company and to the sales 
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revenue generated by the respective product line, brand evaluation is more 
common and more often performed by major market actors. Maybe the most 
influential benchmark is provided by Interbrand, and its “Top 100 Brands” list is 
certainly worth the time to take a look at.

The thorough examination of the rankings also helps to understand the 
difference between trade marks and brands. The listed brands do not stand for 
a single specific product but represent entire product lines. Also, from a legal 
perspective, they are trade marks themselves. Note that Heinz ketchup is ranked 
higher than Adidas, Hyundai is ranked higher than Porsche or Ferrari, Ford is doing 
better than Volkswagen, while Mars is nowhere to be seen.

Even if the rankings seem to be arbitrary, they provide at least some kind 
of guideline for the ranking of brands. Prerequisites to the analysis are that the 
financial data of the company to be ranked are public and that at least a third of 
its revenue originates from another country. A market oriented business policy is 
also required.

Interbrand’s evaluation method

As the first step of its financial analysis, Interbrand calculates the current 
and expected net sales revenue realised by the company from its trade marked 
products, and then the revenue is reduced by the costs to calculate the profit 
generated by the trade mark. For analysis purposes, the direct costs, overhead costs 
and investments are also taken into consideration. All their financial analyses are 

based on publicly available 
company information. The 
estimates that are necessary 
for the analysis are based on 
financial analysts’ reports.

The trade mark itself 
is analysed next in order 
to examine how the trade 
mark influences consumers 
and consumer demand 
at the time of purchase. 
The resulting index is then 
compared to the revenue 
in order to calculate the 
amount of income created 
by the trade mark.

At the next stage, market surveys are used to define the role of the trade 
mark within its own category. It is a matter of fact, for example, that trade marks  
play a far significant role in the luxury category than in the energy and machinery 
industry.
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STORY      COCA-COLA

Probably every living soul on Earth has already tasted Coca-
Cola, the favourite drink of the people, a criticised, yet very 
much loved beverage. Criticised, because this symbol of 
American globalism is chock-full of sugar, carbon dioxide, 
caffeine, and phosphoric acid, is bad for baby teeth and for 
kids’ health. Yet, it is loved very much, because nothing can 
beat lying on the beach on a hot and sunny day, sipping 
your icy Coca-Cola, enjoying the sunshine and your carefree 
leisure time.

The Coca-Cola story began in 1886, when Dr. John Pember-
ton, an Atlanta pharmacist, fixed his first caramel coloured 
tonic in a copper-boiler. The beverage was originally sold in 
pharmacies by the glass.

Frank M. Robinson, Pemberton’s business partner and accountant, recommended the 
Coca-Cola name, saying that “the double C‘s do well in ads”, and the trade mark made 
its success in a form originally put on paper by Robinson with his unique handwriting.

On average, nine glasses were sold every day in the first year. After the inventor died 
in 1888, a Mr. Candler took over the post of factory head and, three years later, the 
company itself by investing USD 2,300. The trade mark was registered in 1893.

Since the beginning, Coca-Cola has been to space, the daily average of 9 drinks has 
been increased to over one billion, and the original market value of USD 2,300 has 
been heading north and, as of today, exceeds USD 150.000.000.000. Coca-Cola is the 
most famous brand in the world; the beverage is consumed in 140 countries and is 
advertised on over 500 TV stations worldwide.

Trade marks are also parts of the assets of a company, and so their capacity to 
ensure the future income of the proprietor company is to be assessed in the course 
of the evaluation. For this purpose, the “strength” of the trade mark is examined 
next. The Trade Mark Strength is an index forecasting whether the trade mark is 
capable of satisfying consumer expectations and thereby of generating income 
for the company. Brand loyalty, higher price point associated with the trade mark, 
low number of consumer complaints etc. are all important factors to examine 
concerning the satisfaction of consumer expectations.

The inherent risks of a trade mark and its compliance with market expectations 
are also taken into consideration, and the market situation, possible franchises, 
and the trade mark policy is analysed as well.

The value of a trade mark represents those parts of a company’s income that are 
realised from the high market demand for the goods and services of the company 
arising from the strength of the mark.
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Postmen find you using 
your postal address. Your phone 
number is also a communication 
address of some sort. Computers 
and web servers also have 
complicated and hard to 
remember IP addresses, and 
life would be much more 
complicated if you had to 
memorise these addresses to 
find a website. Domains are there 
to solve this problem. Domain 
names are unique names for 
computers that distinguish each 
and every computer from the 
others. All computers that were 

assigned a domain name are recorded in a worldwide data base, so your browser 
can find that very computer on the Internet easily. Take it as a phone directory of 
the whole world. Domain names usually consist of lower case letters of the Latin 
alphabet. Domain names must be unique. One of the consequences of having a 
name registered in this ”phone directory” is that no other persons will be able to 
have the same name registered.

Top level domain (TLD) names can be classified into two general groups: 
international top level domains and national top level domains. International Top 
Level Domains include, among others, domains ending in .COM, .NET, and .ORG. 
The endings of national top level domains consist of an abbreviated form of the 
name of the respective country, such as .UK, .HU, .AT , .DE, .FR, .RU, .JP. 

WIPO dispute resolution

ICANN, the organisation in charge of the system of Internet addresses, 
adopted the currently effective version of the UDPR (Uniform Domain Name 
Dispute Resolution Policy) applicable to disputes involving domain names and 
trade marks in October 1999. According to the provisions of the UDRP, the WIPO 
Arbitration and Mediation Center (hereinafter referred to as Center) is one of the 
possible venues for dispute resolution.

Disputes concerning domain names arise most often due to cybersquatting. 
Cybersquatting means the act of using the name (trade mark, company name) 
of a person entitled to use that name on the Internet in bad faith. There are 
various ways to exploit such registered domain names. In order to increase their 

Domain protection
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profits, cybersquatters have trade marks and their misspelled variations (known 
as typosquatting) registered as domain names. One way to realise income from 
cybersquatting is to sell the domain name registered in bad faith to the rightful 
owner of the name for a disproportionately high price. Another way is to place 
advertisements on the website that are not related to the domain name and are 
often in favour of the products or services of the rightholder’s competitors. Under 
the typosquatting model, the user of the domain name is usually paid by the 
number of accidental visitors to the website.

The major targets of cybersquatters are valuable generic top level domains 
(.COM , .NET, .ORG, .INFO, .TEL), but country code top level domains also cause 
increasing problems for rightholders. Besides, it is hard to find effective protection 
against cybersquatting because, in order to protect a domain name of 8 characters, 
the rightholder should have registered approximately 400,000 additional variations 
of the name.

The objective of the Center is to provide a quick and effective solution to the 
ever-increasing number of legal disputes arising from domain abuses. Domain 
name disputes may only be brought before the Center in line with the Rules for 
Uniform Domain Name Dispute Resolution Policy (hereinafter referred to as Rules). 
According to the Rules, abusive registration means that the registration meets the 
following criteria:
	  the registered domain name is identical or confusingly similar to a registered 

trademark; and 
	 	the domain name registrant has no rights or legitimate interests in respect of 

the domain name in question; and
	 	the domain name has been registered and is being used in bad faith.

Administrative proceedings are initiated by filing a complaint demonstrating 
that the complainant is entitled to the domain name in question. One original and 
four copies of the complaint and its annexes are to be submitted via post or courier as 
registered mail or delivery to the address of the Center. One copy of the complaint is 
also to be sent to the respondent (meaning the opposing party, the effective holder 
of the domain). Unless otherwise agreed by the parties, or specified otherwise in 
the registration agreement, the language of the administrative proceeding is 
the language of the registration agreement (usually the English language). The 
presiding panel may order that any documents submitted in languages other than 
the language of the administrative proceedings be accompanied by a translation 
in whole or in part into the language of the administrative proceeding, and it 
may even decide to use another language as the language of the administrative 
proceedings. The parties to the administrative proceedings are strongly advised 
to appoint a trade mark attorney or legal representative for the administrative 
proceedings.

One of the advantages of the uniform dispute resolution proceeding is that is 
faster than court proceedings. The administrative proceedings are less formal and 
the presiding panelists are experts on trade mark law, domain name regulations, 
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Is Google your start page, too? You use it 
for searching, too? Do you maybe even 
use Google Maps, Calendar, or Earth? If 
your e-mail address is [yourname]@gmail.
com, you watch YouTube videos or use Pi-
casa to edit your pictures, you are a client 
of Google, too.

Many people believe that it takes decades 
to build up a successful brand. This dogma 
seems to collapse here: Google has a history of just ten years! It may be the only  
company in the world trying to get its users to leave its website as soon as  
possible – by using the returned successful hits.

Increasing the search efficiency in databases was a dilemma Sergey Brin of Russia and 
Larry Page of the USA, two former PhD students at Stanford University  worked on and 
apparently solved with astonishing – and continuously developing – success.

The Google name originates from the word “googol”, firstly coined by Milton  
Sirotta, the nephew of a mathematician called Edward Kasner. Kasner firstly discussed 
googol, a number starting with 1 and continuing with one hundred zeros in his book 
“Mathematics and the Imagination”. By using this emblem, the creators of Google 
intend to give an impression of their efforts to include an unimaginable, near-infinite 
quantity of information available on the Internet in a search engine.

In addition to providing a user friendly environment on the search site and through its 
discreet display of sponsored links, Google is still continuously extending and  
developing its services. In return, over two third of all Internet searches are run  
through the search engine, making Google an indispensible part of everyday life.

STORY      Google
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and electronic commerce-related problems. Administrative proceedings are 
typically international, so it is of no relevance where the complainant, the domain 
holder, or the registrar are registered or have their residence.

It is up to the parties to decide whether the dispute is to be decided by a one or 
three-member panel. As a general rule, administrative proceedings are conducted 
in writing. The panel may determine in its sole discretion and as an exceptional 
matter that an in-person hearing be held, if such a hearing is necessary for deciding 
the complaint. The Center seeks to resolve all disputes as quickly as possible; the 
average duration of administrative proceedings is 60 days after receipt of the 
complaint. The very strict procedural deadlines greatly contribute to the speed 
of the administrative procedure. If the respondent fails to file its response within 
the available deadline, the panelist (or the panel) may ignore it when passing the 
resolution.

Only three types of decisions can be made by the administrative panel at the 
end of the administrative proceeding. It can decide in favour of the complainant 
and order that the disputed domain name(s) be transferred to that person or 
entity, it can order that the disputed domain name(s) be cancelled, or it can decide 
in favour of the domain name registrant. The administrative panel (or panelist) 
cannot award damages. Unless the other party certifies that it is to go to court 
within 10 days of receipt of the resolution, the registrator may implement the 
resolution.

The amount of the fee for domain name disputes depends on the number 
of presiding panelists and on the number of the disputed domains (USD 1,500 
to 5,000 plus the fee for legal representation). The costs usually are to be borne 
by the complainant, with the sole exception being cases where the respondent 
wants three presiding panelists but the complainant wants only one panelist. In 
such cases the costs are to be shared by the parties.
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The WIPO Arbitration and Mediation Center adjudicates approximately 7,000 
cases each year. The implementation of its resolutions is assured by the voluntary 
submission of the parties. Nota bene, the parties can also commence a lawsuit 
after the administrative proceeding is concluded.

The .EU domain and the corresponding dispute resolution 
procedure

According to a Communication from the Commission, over three million .EU 
domains have been registered, making .EU Europe’s fourth most popular country 
code TLD, and the ninth most popular TLD worldwide.

Under Regulation (EC) No 733/2002, undertakings, organisations, and natural 
persons from the Community have been able to apply for domain registration 
at one of the more than thousand registrars since 7 December 2005. EuRid, the 
European Registry for Internet Domains, was designated by the Commission 
as the .EU TLD Registry, and EURid appointed the Czech Arbitration Court, 

a Prague-based non-profit 
organisation at the Economic 
Chamber of the Czech Republic 
and Agricultural Chamber of 
the Czech Republic, to provide 
dispute resolution for .EU 
domain name disputes. 

The popularity of the 
alternative dispute resolution 
procedure (ADR) available at 
the Czech Arbitration Court 
is indicated by its caseload: 
the Court conducted over 
2000 procedures in 2007. 
As of January 2008, ICANN 
designated the Czech Arbit- 
ration Court as the fourth 
international venue conducting 
UDRP procedures.

The parties to the proceeding are the Complainant and the Respondent. 
Respondents may be persons initiating the registration of an .EU domain or the 
holders of .EU domains against whom the Complainant initiated the procedure. 
Panel means the presiding panelist or panel of three panelists of the Arbitration 
Court.

In its complaint, the complainant must describe the rights violated by the 
domain name. If the proceeding is initiated against the holder of a registered 
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domain name, the following conditions are to be met:
- the domain name must be identical or confusingly similar to the name or 

names in respect of which a right or rights are recognised or established 
under national and/or Community law, and, either

 - the domain name has been registered by the Respondent without rights or 
legitimate interests in respect of the domain; or

 - the domain was registered or is being used in bad faith.
Consequently, the lack of legitimate interests and bad faith are alternative 

conditions.

A procedure involving several domain names may also be initiated by the 
complaint, subject to the conditions that the parties to the dispute and the 
language of the procedure are identical. 

Unless otherwise agreed by the parties or specified otherwise in the disputed 
registration agreement, the language of the procedure is the language of the 
registration agreement (application). In the absence of an agreement between 
the parties, the Panel (the presiding panellist or panel) may decide, at the written 
request of the complainant, that the language of the proceedings will be an official 
language of the EU other than the language of the registration agreement.

After receipt of the complaint, the Arbitration Court notifies the registrar in 
order to “block” the disputed domain name, meaning that the domain name in 
question cannot be transferred during the proceedings.

The Arbitration Court reviews the complaint and, if in compliance with the 
applicable formal requirements, forwards it to the Respondent. If necessary, the 
Arbitration Court notifies the Complainant to rectify any detected deficiencies. 
If the Complainant fails to comply with the notification, the complaint is 
rejected. The Complainant has 30 working days to submit its response. The 
Arbitration Court reviews the response and, if in compliance with the applicable 
formal requirements, forwards it to the Complainant, otherwise it notifies the 
Respondent to rectify any detected deficiencies. If the Respondent fails to 
submit its response or the rectified response is not in line with the applicable 
requirements, the procedure is conducted solely on the basis of the complaint.

Members of the Panel are selected in accordance to the internal procedures 
of the Arbitration Court. If the panel consists of three panellists, the parties 
recommend candidates from the list of panellists of the Arbitration Court 
whom they wish to see on the panel, and the Arbitration Court elects the final 
panellists from the recommended candidates. If no recommendations are made, 
the Arbitration Court appoints a single Panellist from its list of panellists. The 
panellist is required to indicate any possible conflict of interest.

Communication in the course of the proceeding may be made via electronic means, 
fax, or by sending hard copies of documents. It is the responsibility of the sender to 
retain records and receipts showing the date of sending each communication.
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The Complainant has to pay a procedural fee, the amount of which is 
specified in a separate regulation. Complainants initiating a request to change 
the language of the proceeding have to pay a separate fee. Respondents 
electing to have the dispute decided by a three-member panel also have to pay 
an additional fee.

As a general rule, in-person hearings are not held in the course of the 
proceeding. However, the panel may determine at its sole discretion and as 
an exceptional matter that an in-person hearing be held. The parties may be 
obliged to pay additional fees in cases of in-person hearings. Although the panel 
generally makes its decision based on the available documents, it may request 
further evidences from the parties.

The parties may settle their dispute at any phase of the proceedings; if 
a settlement is reached, the Panel (or the Arbitration Court in case the Panel 
has not been appointed yet) terminates the proceedings. If the parties wish 
to negotiate a settlement, the Complainant may request that the Panel of the 
Arbitration Court suspend the proceedings. The suspension period may be 
extended upon request.

The Panel terminates the proceedings if it becomes aware that the dispute 
has been finally decided by a court of competent jurisdiction or an alternative 
dispute resolution body.

The proceedings on average last for 2 or 3 months from filing the complaint 
until the publication of the resolution. If the Respondent is the owner of the 
domain and the Panel agrees to the contents of the Complaint, the domain is 
revoked or, if the Complainant is in compliance with the applicable requirements, 
transferred to the Complainant. If the Respondent is the registrar, the Panel 
cancels the decision of the registrar.

The decision of the Panel is 
final, not subject to appeal, and 
binding on the parties, without 
detriment to the right of the parties 
to initiate court proceedings. The 
registrar is required to implement 
the decision in 30 working days, 
unless court proceedings are 
initiated. A short summary of the 
decision is prepared in English 
and the whole text is published 
on the website of the Arbitration 
Court in the same language as the 
proceedings.
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STORY      NOKIA

Nokia, a corporation with a history of nearly one and a half centuries, was established 
by the Finnish Fredrik Idestam in 1865, not as a telecommunications corporation, but 
as a simple sawmill.

As the decades flew by, Nokia ran paper-
mills, operated telegraph cable factories, 
manufactured tyres, and its profile has 
only been focused on telecommunicati-
on since its restructuring in the ‘90s. The 
specialisation proved to be a lucrative de-
cision. As of today, more than one billion 
people, that is every seventh person on 
the planet, have Nokia phones, so Nokia 
has worked hard to earn its famous “Con-
necting people” slogan.

The revenue of the public limited 
company reached 12 billion 
Euros in 2008, making the company 
the No. 1. mobile phone manufacturer 
in the world and dominating 
nearly 40 percent of the market 
against its competition.

The brand itself, named after a 
river in Finland, is one of the most 
well-known brands worldwide, 
and is the most valuable European 
trade mark — worth more than 
30 billion Euros — in the market.
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About geographical indications in general

Ever since antiquity, the geographical origin of goods has been of great 
importance for commerce, though there are no historical evidences of legal 
sanctions from ancient times. Famous examples of geographical indications are 
the cedar of Lebanon, the vases of Crete, or the blades of Damascus.

In respect of the latter items, presumably a four-step test had been used to 
verify allegations concerning the origin of blades. If someone falsely represented 
that his blade was made of Damascus steel, he was cut into four parts (and, if the 
first swing went through swiftly and smoothly, he “got away” with the allegation). 
Today, we have laws against misrepresentations concerning the geographical 
origin of goods as the legal institution of “geographical origin” was elaborated as 
early as the 19th century. At first, the legal protection of indications of origin were 
incorporated in national pieces of legislation on trade marks by using terms such 
as “trade marks indicating geographical origin”. The international harmonisation of 
national laws and the achievements began later on, in the form of various regulated 
frameworks, which were incorporated in international documents. While the Paris 
Convention of 1883, for example, mentioned geographical indications as a kind 
of industrial property, the Lisbon Agreement of 1958 established a sophisticated 
system of legal protection of appellations of origin.

 
Geographical indications are used to distinguish goods but, unlike trade 

marks that are used to distinguish the goods of one undertaking from those of 
others, geographical indications, in addition to identifying the designated goods, 
also identify the geographic region as the origin of the goods concerned. Services 
are not eligible for protection, thus there are no such things as geographical 

indications of services.

The concept of geographical 
indications is a general term used for 
all kinds of indications that identify the 
geographical origin of goods. There are 
two main categories of geographical 
indications: indications of source and 
designations of origin.

Indications of source refer to a 
country of settlement where the 
goods were produced, irrespective of 
whether the characteristics of the goods 
are related to the natural or human 

Why is Feta protected, 
while Cheddar is not?
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conditions of that area in any way (e. g. Made in EU, Made in China). On the other 
hand, designations of origin meet with certain additional criteria as well. As the 
environmental and human (e. g. tradition, method) conditions of the place of 
origin affect the quality and characteristics of the goods, there is a direct and 
inevitable relationship between the place of origin and exceptional quality of the 
goods (e. g. Champagne).

DESIGNATIONS OF ORIGIN CONSITUTE THE ULTIMATE CATEGORY OF 
GEOGRAPHICAL INDICATION!

 
Typically, both kinds of indications, 

if used falsely, are capable both of 
misleading consumers and of being 
detrimental to the common interests 
of producers from the respective 
geographical area. This is the very 
reason that the legal protection of 
the authenticity of such indications 
by prohibiting the use of false 
indications has been developed. The 
institutionalisation of the registration of 
such indications is one of the products 
of this process.

By virtue of the protection afforded 
by geographical indications, the 
proprietors of the indications enjoy 
exclusive rights to use the protected 
indications. While the proprietors are 
entitled to use the indications exclusively, they cannot grant others a license to 
the indication.

Any of the rightholders might prevent in justified cases – on the grounds of 
such exclusive right to use – others from marketing goods under the indication. 
Such justified cases may be if the protected indication or other signs that might 
be confused with the indication are used on goods originating from other 
geographical areas, on goods that are not included in the list of goods for which 
the indication is protected but are similar to them and if such uses damage or 
abuse the reputation of the protected geographical indication. Imitations of 
and references to the protected indication are also prohibited, even if the actual 
origin of the goods is indicated. Like all uses of the indications in a deceptive 
manner, using the translation of the indication or the indication itself with various 
additions or modifications is also prohibited.

The protection of geographical indications enters into force upon registration 
with retroactive effect as of the day of applying for registration. The protection is 
granted for an unlimited period of time.
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A geographical indication may not be granted protection if it has become the 
common name of a product irrespective of whether the product originates from 
the place specified by the geographical indication.

Some famous examples: 
Prague ham, Pilsner beer, Wiener schnitzel, chicken Kiev, Dijon mustard, 

Camembert cheese.

All signs and indications that are capable of deceiving consumers are excluded 
from protection, such as indications that are identical with or similar to an earlier 
geographical indication, or that are identical with or similar to an earlier trade 
mark. Geographical indications are not granted protection if they are in conflict 
with the name of an earlier plant variety or animal breed because they might be 
liable to deceive the consumers concerning the origin of the goods.

Unauthorized users of protected geographical indications commit geographical 
indication infringement. Infringement might be committed by various means, 
including:
 - the use of a denomination liable to create confusion with respect to products 

not originating in the defined geographical area;
 - the use of an indication with respect to products not included in the list of 

products, but similar to those, thereby infringing or taking unfair advantage 
of the reputation of the protected geographical indication;

 - the imitation or reference in any manner to the protected geographical 
indication, even if the actual origin of the product is indicated; the use of 
the translation of the indication and the use of the indication with various 
additions;

 - the use of any false or misleading indication irrespective of the placement of 
such indications (e. g. on the packaging, advertising material, or documents 
relating to the product concerned);

 - any other act capable of confusing the consumers as to the actual geographical 
origin of the product.

International protection

The effective protection of geographical indications is in the interests of all 
countries, but is of exceptional importance for developing and the least developed 
countries, as the marketing of their agricultural, applied artistic, hand-made and 
other products is a top priority in the world-wide market competition. Also, 
geographical indications serve the interests of local communities, because they 
are based on local traditions and tend to foster development, while they cannot 
be transferred from one proprietor to another.

The Lisbon Agreement of 1958 also allows for the international extension of 
certain national indications. Circa 25 countries (among others Bulgaria, the Czech 
Republic, France, Hungary, Italy, Portugal, Serbia, Montenegro and Slovakia) 
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have acceded to the Lisbon Agreement. The 
special union established under the Lisbon 
Agreement seeks to promote the protection 
of appellations of origin by introducing an 
international registration system.

The international registration procedure

Applications for the international extension 
of national registrations are administered by 
the International Bureau of WIPO. Appellations 
of origin, for which an application for 
international registration was filed under 
the Lisbon Agreement, are recorded in the 
international register held by the International 
Bureau. 

Holders of registered national appellations of origin may file an application for 
international registration with the International Bureau through the competent 
national authority of origin. Applications for international registration may also 
be filed before the national registration of an appellation was effected, in which 
event the date of registration will be regarded as the date of filing the application 
for registration. Compliance with the applicable formal requirements is checked 
by the national authorities as well. The registration procedure is subject to a fee. 
As a general rule, the failure to meet payment deadlines automatically leads to the 
assumption that the application was withdrawn.

The registration of an appellation of origin by the International Bureau ensures 
protection against any usurpation or imitation of the appellation of origin, even 
if the true origin of the product is stated or if the appellation is used in translated 
form or accompanied by terms such as ”kind,” ”type,” ”make,” ”imitation” and the 
like.

In principle, several articles of the Paris Convention (PC) ensure the protection 
of indications and enable all persons engaged in the production or marketing 
of the respective kind of goods to take measures against the infringement of 
indications.

Well known examples of international appellations of origin: Bordeaux wine, 
Gorgonzola cheese, Darjeeling tea from India, Ceylon tea from Sri Lanka, Antigua 
coffee from Guatemala, Jamaican Blue Mountain coffee, Veracruz coffee from 
Mexico, Chuao cacao from Venezuela, Jasmine rice from Thailand, or Havana cigars 
from Cuba.

Non-agricultural products:
Thai silk from Thailand, Swiss watches, Arita porcelain from Japan, and Limoges 

porcelain from France.
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Geographical indications in the European Union

Significant changes took place in recent years concerning the Community 
regulations on geographical indications. Several new pieces of legislation were 
adopted, and the overall changes affected the reform of the regulatory framework 
concerning agricultural products, foodstuffs, spirits and wine.

The EU aims to promote the 
competitiveness of wines through 
regulating the various categories of 
products, thus it harmonised and 
gave a Community perspective to 
the different national regulations 
concerning the protection of 
origin. Harmonisation of the 
provisions concerning agricultural 
products and foodstuffs was also 
implemented.

As a result, unified Community 
protection is available for 
geographical indications and 
designations of origin. Protection 

is granted free of charge by the European Commission, but the fees of the 
attorneys are to be paid. Having a national indication or designation registered 
is a prerequisite for Community protection. The procedure is commenced at the 
national patent or trade mark office. Applications for registration filed by group 
of producers or processors intending to use the geographical indication on their 
products (or, in individual cases, by a single natural or legal person) must include 
a detailed specification and a document known as the “single document”. If the 
submitted documents support the eligibility of the product for protection, the 
national authority adopts its decision and forwards the application for registration 
to the European Commission. From this time, the indication enjoys temporary 
protection and the applicant 
is entitled to take measures 
against infringement of 
the indication. As of 6 April 
2006, applications for the 
registration of geographical 
indications originating in 
third countries and traditional 
goods with special qualities 
may be directly filed with 
the Commission if they are 
already protected in their 
respective country of origin.
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A new provision is that trade marks with an earlier priority date cannot be 
invalidated on the grounds of geographical indications.

The Commission publishes the registration in the Official Journal of the  
European Union. The final decision on the application is preceded by the 
examination of the application by the Commission and by an opposition period  
of 6 months granted to the other member states. The expected duration of the 
entire procedure is approximately 18 months.

In addition to the registered indication, the goods may bear a PDO (protected 
designation of origin) or PGI (protected geographical indication) indication, or the 
equivalents thereof in the language of the respective member state.

The EU nomenclature of geographical indications contains three different 
names:

PDO (protected designation of origin)
PGI (protected geographical indication)
TSG (traditional specialty guaranteed)

Examples of geographical indications known in the EU:
Roquefort (PDO)
Brie de Meaux (PDO)
Emmental de Savoie (PGI)
Noord-Hollandse Gouda (PDO)
West Country farmhouse Cheddar cheese (PDO)
Camembert de Normandie (PDO)
Gorgonzola (PDO)
Lübecker Marzipan (PGI)
Hofer Bier (PGI)
Bremer Bier (PGI)
Mozzarella (TSG)
Bayerisches Bier (PGI)
Feta (PDO)
Café de Columbia (PGI)
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A short excursion to the field of wines 

As of 1 August 2009, the one level (national) recognition system has been replaced 
by a two-level procedure and exclusive Community registration replaced national 
registrations. The duality of national and Community registration is maintained in 
relation to alcoholic beverages.

The EU introduced new product categories of wines:
 1.: wine with protected denomination of origin (PDO)
 2.: wine with protected geographical indication (PGI)
 3.: wines without geographical indication:
 - Varietal wines without geographical indication
 - Other wines without geographical indication

The most important change is that the name of “quality wine produced in specified 
regions” was replaced by the terms “wine with protected denomination of origin” 
(PDO) or “wine with protected geographical indication” (PGI), respectively.

Another new element of the regulation is that a product specification is to be 
prepared for both PDO and PGI wines.

New wine designations – filing the application:
The applications, concerning both PDOs and PGIs, are to be filed by the producer 

group or, in exceptional cases, by the individual producer (if there is only one producer 
in the respective area). The applications are to be filed in the member state of which 
the respective geographical area forms part.

Applications for the registration of wine designations are decided in a two-stage 
procedure (national stage and Community stage).

There is no need to complete a new procedure in relation to existing and registered 
designations (geographical indications and traditional terms); only the missing 
product specifications are to be rectified. The rectification of product specifications 
is allowed in relation to wine designations that had already been adopted or their 
adoption by the respective member state had already been in progress before 1 
August 2009 (while these designations are not regarded as new designations, thus 
there is no need to complete the new two-level procedure). The product specifications 
in relation to the wine designations currently registered in the EU are to be rectified by 
31 December 2011.

The rules of control of wines have been changed as well. The fundamental 
principles of such control have been harmonised in the EU by adopting the French 
system of “Appellation d’origine contrôlée” (meaning controlled designation of origin) 
into EU legislation.
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The rules of placement on the market have also been changed. Goods that are not 
in compliance with the product specification of the respective geographical indication 
are not granted marketing authorisation. For this reason, the contents of the certificates 
of origin of grapes and wines have also been somewhat amended. Unlike being used 
for certification accreditation as they used to, the certificates of origin are now serving 
origin certification purposes. Certification accreditation of wines is the final stage of the 
procedure and is performed before placing the goods on the market.

Which member state has the most wines with geographical indications?

Wines with geographical indication produced in the EU, by member states:
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The heavenly taste and healing power of Tokaji wines

The Tokaj region was declared a closed wine-producing region (the first of its 
kind in the world) by virtue of a royal decree in 1737. Wine has been produced 
in the region under strictly regulated conditions for nearly 300 years. All historic 
steps of producing tokaji wines have been recorded in the typical vineyards and 
wine cellars of the region. The UNESCO World Heritage Committee included the 
Tokaj Wine Region Historic Cultural Landscape in the World Heritage List in 2002.

Wines originating in the Tokaj 
region may be enjoyed with various 
kinds of meals. With the exception 
of the dry wines, Tokaji wines are 
especially suitable for flavouring, 
marinading, and cooking due to their 
high sugar content. In short, Tokaji 
wines are unique and irreplaceable 
elixirs. 

Tradition holds that Pope Pius I 
and, after a major operation, even 
George V of the United Kingdom 
enjoyed the noble spirit frequently 
in order to restore their health. 
The court doctor of Maria Theresa 
Habsburg is said to have prescribed 
his queen to drink a good glass of 
Tokaji every day. 

Considering its fame and history, 
it is not a surprise at all that many 
wish to acquire this unique brand.

Disputes around the „Tokaji” of Slovakia

As is the same in many other respects, no dispute would had arisen between 
Hungarians and Slovaks around “Tokaji” wines, had Hungary not been divided into 
parts after the first world war by the Treaty of Trianon, when a tiny part of the 
north of Tokaj was given to the country called Czechoslovakia in those days. The 
root of the dispute is that Hungary originally recognised three Slovak settlements 
(representing a total area of ca. 1.80 km2) as part of the Tokaj region, while Slovakia 
intended to devote a considerably larger area (approximately 7.00 km2) to wine 
production.

Beyond the territorial disputes, the quality of Slovak wines also presented 
problems. In 1993, the European Union recognised the “Tokaji” indication for 
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Hungary, and Hungary, hosting 90 percent of the wine-producing region, took 
measures against the Slovak industrial practices, which produced wines of lower 
quality, in an attempt to ensure the exceptional quality of the wines sold with the 
“Tokaji” indication. As such, Hungary insisted that Slovakia be prevented from 
using the “Tokaj” and “Tokaj region” indications (e. g. Tokajský výber) as long as it 
did not meet the high quality requirements associated with the “Tokaj” name.

Slovakia did not give in to Hungary and requested the EU to recognise 
the Slovakian Tokaji wines. As the dispute involved the name of a cross-border 
geographical region, the EU, under Council Regulation (EEC) No 2081/92 as of that 
time, agreed to recognise Slovakian Tokaji wines on the condition that Slovakia 
and Hungary reached an agreement in the matter. The agreement was reached 
in 2004 between the Hungarian and Slovak governments. Under this agreement, 
wine produced on 5.65 km2 of land in Slovakia was allowed to use the “Tokaj” name 
and a common quality regulation was introduced both for the Hungarian and 
Slovak region. According to an EU agreement, where cross-border wine regions 
are affected, the laws of the state holding the majority of the wine region are to be 
applied for the entire region. In this case this meant that Hungarian laws had to be 
applied for the entire “Tokaj” region. Due to the nature of relationships between 
the two countries, the harmonisation of Slovak and Hungarian laws was not exactly 
a task without significant difficulties, especially because Slovakia did not agree to 
the supervision of its wine production practices. The Slovak party also decided 
that the size of the Tokaj region in Slovakia was closer to 9 km2. Hungary wanted to 
define the “Tokaj” designation of origin not only as a geographical region but also as 
a territory having a certain kind of soil, because it was the soil that ultimately gave 
the special flavour of the wine and because it provides the additional characteristics 
that are necessary to use the “Tokaj” name as a designation of origin, instead of a 

geographical indication. Before 2010, Slovakia changed the 
“Tokaji” name to “Tokajsky” and its inflected forms.

According to the provisions of the new Slovakian law on 
wines, Slovakia forms a single wine producing region and Tokaj 
forms part of that region. Consequently, anyone in Slovakia 
can produce Tokaji wines, even in Pozsony. The act focuses 
on the interests of wine producers and not of winegrowers, 
with total disregard to the regional nature of vine-growing. 
Interestingly enough, while Slovakia stresses the importance 
of writing everything in the Slovakian language, they insist on 
using the Hungarian spelling for the word “Tokaj”.

Not enough “puttonys” (the measurement unit of quality of Tokaj 
wines)! Behold a former “Tokajský výber” of Slovakia, on which the 
word “Tokaj” is displayed clearly as the designation of origin.

As of 31 March 2006, Council Regulation (EC) No 510/2006 
replaced the earlier regulation and cancelled the obligations 
of Slovakia to negotiate. Applications for the designation 



trademark.eu194

of cross-border geographical regions may now be submitted unilaterally. Thus, 
Slovakia applied for the registration of “Vinohradnícka oblast’ Tokaj” (that is 
“viniculture region of Tokaj ”) as a designation of origin. The name was published by 
Slovakia in 2005 and was forwarded with its approval to the European Commission. 
The European Commission applied Council Regulation (EC) No 479/2008 and 
Council Regulation (EC) No 479/2009 (the latter incorporating the previous 
regulation later on). According to the applied regulations, the EU set up new 
registers for geographical indications and designations of origin. The EU considered 
the Slovakian application as a designation of origin already protected at national 
level and consented approved of its registration under Article 118s as of 1 August 
2009. The application was then published in the Official Journal of the European 
Union. Recognition of the designation of origin was a mistake made either by the 
European Commission (as it accepted the Slovakian designation of origin as an 
already granted designation) or by the Hungarian authorities (as they did not notice 
the new Slovakian application against the registration, which they should had have 
opposed). In the first case, correction could be requested from the Commission or 
a petition could be filed with the European Court of Justice. In the latter case, the 
registration may be invalidated until 31 December 2014, if processing of the goods 
is not carried out in the involved area by the Slovakian party or if the grapes do not 
originate from the respective territory.

It is important to note that protection is not simply granted for the words “Tokaj” 
or “Tokaji” but for the “Vinohradnícka oblast’ Tokaj” (Tokaj Wine Producing Area) 
designation. Protection was simultaneously granted for the “Tokajská/Tokajské/
Tokajskỳ vinohradnícka oblast“ geographical indication as well. The “Tokaj(szki) 
wine producing territory” geographical indication is of lower value as the it simply 
requires that at least 85 percent of the wine raw material must come from the 
respective territory and that all materials must be processed within the territory. 
Solving the problem also requires marketing efforts on the Hungarian side. It should 
be noted that the labels of real Hungarian tokaji wines do not contain any Slovak 
words.

The French „Tokay”

The debate over the use of the “Tokay d’Alsace” 
and of the subsequent name of “Tokay Pinot gris” 
had been in full swing since 1926. According to an 
agreement reached in 1993, France gave up using the 
“Tokay” name and, in return, Hungary agreed not to 
use the “Médoc” and “Cognac” names. Later on, France 
was even prohibited by the EU from using the name 
after a short transitional period ending on 31 March 
2007. Thus, the “Pinot gris” designation is (should be) 

Decade-long struggles concerning 
the famous Tokaji 
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displayed on wine bottles only. Despite all the above rules and efforts, French 
“Tokay” wines are still on the market as evidenced by this picture.

Noble and aesthetic appearance – which would only be lawful without the 
“Tokay” indication!

„Tocai” wines from Italy

A similar situation arose in relation to Italy as well. Under the above-mentioned 
agreement of 1993, Italy has not been allowed to use the “Tocai Friulano” name 
since the transitional period ended on 31 March 2007. Italian wines that used 
to be called “Tocai” can be sold now as “Friulano” wines only, named after their 
corresponding wine producing region.

„Tokay” from Australia

You might come across the “Tokay” name even in the land of kangaroos. After 
all the above explanations, it is hardly surprising that Australia also insists on using 
the “Tokay” indication, despite all the rightful objections of Hungarians. Australians 
claim that, under the TRIPS Agreement, protected geographical names might 
be lawfully used for various kinds of grapes. However, this argument is can be 
successfully challenged as “Tokay”, in this situation, does not refer to the respective 
kind of grape used for producing the wine, but is used as the name, or designation, 
of the product itself. According to an agreement concluded by and between the 
European Union and Australia, wines produced under the nom de guerre of “Tokay” 
might be distributed until 2017. As a consideration for the Australian producers 
not distributing their products under the “Tokay” name, the EU agreed to open its 
market better for the mostly cheaper wines of Australia.

What to know about collective trade marks

Collective marks are trade marks distinguishing the goods or services of 
members of a civil society organisation from the goods or services of others 
according to the quality, origin or other characteristics of goods or services bearing 
the collective mark.

The proprietors of collective trade marks are the respective organisations 
themselves. While the proprietor supervises all and any uses of the mark, only its 
members are entitled to use the mark - the organisation is not. Supervising the use 
of the mark is not just the right, but an obligation of the proprietor, as the trade 
mark may be invalidated without such supervision.

One for all…
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Applications for the registration of collective marks must be accompanied by 
a regulation containing:

a) the name and registered address of the proprietor social organization;
b) information on the members authorised to use the mark, including their 

names, addresses and registered addresses;
c) the conditions of membership;
d) the conditions of use of the collective mark;
e) the provisions relating to the supervision of the use of the collective mark;
f) the order of proceedings against unauthorised use of the collective mark.

All the relevant provisions concerning collective trade marks are identical to 
those applicable to trade marks.

The fee of applications for registration is considerably higher (the fee is more 
than four times higher than the fee payable for trade marks).

HINT

If certain conditions are met, proprietors of “regular” trade marks are also 
empowered to grant a licence for the use of their trade marks. As the conditions 
to be met are largely similar to those applicable to collective trade marks, there 
might be a viable opportunity to avoid the high official fees.
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Foreigners' 
prerequisites for 
registration

Official examination Opposition
Potential removal from 
register due to non-use

Austria

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

no provision for 
filing opposition

5 years continuous 
non-use from registra-
tion

Benelux* Local attorney
* Belgium, 
Netherland, 
Luxemburg have 
common office 
for intellectual 
property (Benelux 
Office for Intellec-
tual Property)

Formal, 
examination for 
absolute grounds

2 months after 
first day of month 
following 
publication date

5 years non-use from 
registration, or 5 years 
continuous non-use

Bulgaria

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use

Republic of 
Cyprus

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
groundss

2 months from 
publication of 
trade mark

5 years non-use from 
registration

Czech Republic

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

3 months from 
publication of 
trade mark

5 years non-use from 
registration

Denmark

EU attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication date of 
registration (post-
opposition system)

5 years non-use from 
registration

Estonia

EU attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use

Trademark Regulations in the European Union
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Finland

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use

France

Local attorney Formal, examination 
for absolute grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration

Germany

Local attorney Formal, examination 
for absolute grounds

3 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use

Greece

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

4 months from 
16th of month 
following month 
of publication

5 years non-use from 
registration, or 5 years 
continuous non-use

Hungary

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

3 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use

Ireland

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

3 months minus 1 
day from publica-
tion of application

5 years non-use from 
registration

Italy

Local attorney
Formal, examination 
for absolute grounds 
or relative grounds

No provision for 
filing opposition

5 years non-use from 
registration, or 5 years 
continuous non-use

Latvia

Local attorney Formal, examination 
for absolute grounds

3 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use
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Lithuania

EU attorney Formal, examination 
for absolute grounds

3 months from 
publication of 
registration

5 years non-use from 
registration, or 5 years 
continuous non-use

Malta

EU attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

No provision for 
filing opposition, 
cancellation can 
be initiated after 
registration

No obligation of use

Poland

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

6 months from 
publication of 
registration

5 years non-use from 
registration

Portugal

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration

Romania

Local attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

3 months from 
publication of 
registration

5 years non-use from 
registration, or 5 years 
continuous non-use

Slovak Republic

Local attorney Formal, examination 
for absolute grounds

3 months from 
publication of 
registration

5 years non-use from 
registration, or 5 years 
continuous non-use

Slovenia

Local attorney Formal, examination 
for absolute grounds

3 months from 
publication of 
registration

5 years non-use from 
registration, or 5 years 
continuous non-use

Spain

EU attorney Formal, examination 
for absolute grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration

Sweden

Not necessary 
to appoint local 
attorney

Formal, examination 
for absolute grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration

United Kingdom

EU attorney

Formal, examination 
for absolute grounds, 
search for relative 
grounds

2 months from 
publication of 
trade mark

5 years non-use from 
registration, or 5 years 
continuous non-use
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©
is the copyright sign. International treaties used to require that, where a country  
required a specific notice for copyright protection to arise, such notice may be  
given by simply including this symbol in the copyrighted material. Application 
of the sign became irrelevant throughout Europe but it remained relevant to the 
amount of damages awarded upon copyright infringement in the USA.

® sign
is the sign of registered trade marks. Using it prior to registration is considered to 
be deceptive.

Absolute grounds for refusal
mean statutory grounds for refusing the registration of signs in any of the classes of 
goods. Trade mark authorities consider these grounds ex officio. Absolute grounds 
for refusal apply to signs that are not capable of being represented graphically, 
are devoid of any distinctive character, are contrary to public policy or to accepted 
principles of morality, are of such a nature as to deceive the public or have been 
applied for in bad faith. Similarly, a sign is excluded from trade mark protection 
if it consists of state emblems or other emblems of an authority or international 
organization, it relates to medals, badges, armorial bearings, or to signs indicating 
control and warranty, or if it consists of symbols having a close relation to religious 
or other beliefs.

Acquiescence
means that where the proprietor of a trade mark has acquiesced, for a period of 
five successive years, in the domestic use of a later trade mark registered in good 
faith, it cannot oppose to the further use of that mark. Similarly, no claims on the 
grounds of infringement may be filed if the period of five years has passed.

Agreement on Trade-Related Aspects of Intellectual Property Rights 
(TRIPS Agreement)
is an international agreement concerning the protection of intellectual  
property (copyright and industrial property rights) and the trade related aspects of  
intellectual property rights. A significant feature of the TRIPS Agreement is that it 
introduced the principle of the most-favoured nation treatment with regard to the 
protection of intellectual property, under which any advantage, favour, privilege 
or immunity granted by a member to the nationals of any other country shall be  
accorded immediately and unconditionally to the nationals of all other members.

Application for international registration of a mark
may only be filed with the International Bureau of WIPO (see WIPO) through 
the Intellectual Property Office of one’s country of origin and, in practice, by 
a trade mark attorney. Marks registered by the International Bureau confer 
rights upon the applicant that are identical to those ensured by trade marks 

GLOSSARY
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registered upon directly submitted applications (national trade mark) in the  
respective country. See also the Madrid Agreement and the Madrid Protocol.

Application for trade mark registration
means an application filed with the trade mark authority in the required form and 
with the prescribed annexes for the registration of a sign as a trade mark.

Berne Convention (BC)
means the Berne Convention for the international protection of literary and artistic 
works, which aims to harmonise the substantive and procedural laws on copyright. 
Most countries are parties to it. The Convention sets forth that authors of works 
shall enjoy protection from the moment of creating their work and that works  
published in one member state of the Berne Union shall be protected in other 
member states as well.

Boards of Appeal
are responsible for deciding on appeals from decisions from the first instance. 
Appeals are to be filed with OHIM Boards of Appeal. The Boards of Appeal  
consist of four Boards dedicated to trade mark matters and one Board working only 
on design. Judicial amendment of decisions passed by a board of appeal may be  
requested from the Court of First Instance (General Court).

Brand
does not mean the mark only, but all the information and expectations of  
consumers (in terms of quality or specific characteristics) that are associated with 
the mark by them. It is a business concept, not a strict legal term.

Claim for trade mark protection
means the claim of any natural or legal person or business association without legal 
personality for the legal protection of the mark.

Collective trade marks
mean protected marks that are capable of distinguishing the goods or services of 
the members of a social organisation, public body or association from the goods or 
services of other undertakings according to the quality, origin or other characteris-
tics of goods or services bearing the collective mark. Collective trade marks cannot 
be used by the organisation itself but by its members according to the terms and  
conditions laid down in the applicable regulation.

Commercial names
serve the purpose of distinguishing undertakings from other undertakings operating 
in the same market and of conveying information about the respective undertaking 
to other market actors and especially to consumers. The legal protection of commer-
cial names is afforded by competition law and by the protection of personal rights.

Community Trade Mark (CTM)
means a mark to which uniform protection is given throughout the entire area of 
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the Community. CTMs may be applied for in one procedure for all member states 
of the European Union.

Conversion
means the right of proprietors of marks to apply for the transformation  
(conversion) of their mark into an application for registration as a national trade 
mark in those member states, if their application for registration as a Community 
trade mark is refused or the Community trade mark is invalidated, where the 
ground for such refusal or invalidation does not apply.

Copyright
means the entirety of moral and economic rights of works belonging to the author 
from the time of creation of the work. Copyright arises from the individual, original 
nature of the work, if any.

Cybersquatting
is a kind of abuse committed on-line and it means the application for registration 
or use of a domain name in bad faith with the purpose of offering the domain for 
a consideration to persons who are actually entitled to the domain due to their 
protected names.

Czech Arbitration Court
is a non-profit organisation attached to the Economic Chamber of the Czech  
Republic and Agricultural Chamber of the Czech Republic. The Court has  
competence for conducting dispute resolution procedures concerning the .EU do-
main.

Descriptive character
is an absolute ground for refusal. Marks which consist exclusively of signs or  
indications which may serve, in trade, to designate the kind, quality, quantity,  
intended purpose, value, geographical origin or the time of production of the 
goods or of rendering of the service, or other characteristics of the goods or  
services, and marks which consist exclusively of signs or indications which have 
become customary in the current language or in the bona fide and established 
practices of the trade are descriptive signs: consequently, as they cannot be  
associated with a specific market actor, they are not capable of fulfilling the  
functions of a trade mark.

Designations of origin
mean the geographical name of a region, locality or country used to designate a 
product of specific quality, reputation or other characteristics produced, prepared 
or processed therein. They indicate that the nature of the product is exclusively 
due to the geographical environment, with its inherent natural and human factors. 
Geographical indications are logged in a separate register.

Distinctive character
is an attribute of marks used as trade marks. If a mark does not have a distinc-
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tive character, it cannot fulfil the fundamental function of trade marks, that is to  
indicate the commercial origin of the product and to render the goods or services 
of an undertaking distinguishable from those of other undertakings. The lack of a  
distinctive character is considered by law as an absolute ground for refusal.

Division of trade marks
means that if a proprietor, who has applied for the registration of a mark for  
various goods/services, wishes to obtain trade mark protection for goods or services  
specified by separating the original list of goods and services later on, he may  
divide the original application for registration. Consequently, the proprietor will 
have two trade marks with different lists of goods and services or, in other words, 
the same sign will be granted protection for a different scope of goods and  
services.

Domain, domain name
means an identifier consisting of a unique set of characters (usually letters of the 
Latin alphabet) facilitating communication on the Internet. Domain names must 
be technically identifiable and only one of each name may be registered under the 
same top level domain.

Economic rights
mean certain mostly alienable rights of the owner of the intellectual property, e. g. 
the right to utilise the work.

EU trade mark directive
means Directive 2008/95/EC to approximate the laws of the Member States  
relating to trade marks, replacing the earlier first Council Directive 89/104/EEC.

European Registry of Internet Domain Names (EuRid)
is the organisation designated by the EU Commission to handle .EU domains.

Exclusive right to use
means that only the proprietor or the person authorised by the proprietor may use 
the trade mark.

Exhaustion of trade mark protection
means that the proprietor of a trade mark may not prohibit the use of the mark in 
relation to goods which have been put on the market in the European Economic 
Area under that trade mark by the proprietor or with his consent. However, under 
exceptional circumstances, the proprietor may oppose such uses, for example if the 
condition or packaging of the goods is changed.

Franchise
means a complex co-operation agreement bringing together otherwise legally  
independent legal entities under a common umbrella, under which the franchisor 
grants the right to use a valuable name, trade mark and the related management 
and business know-how to the franchisee who, in return, makes use of these 
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rights and pays a consideration. A unique feature of franchise networks is that the  
franchisor exercises control over the franchisee in order to ensure the standard  
level of quality associated with the trade mark.

Geographical indications/Geographical product indications
mean the geographical name of a region, locality or country used to designate 
a product of specific quality, reputation or other characteristics produced,  
prepared or processed therein. They indicate that the nature of the product is  
essentially due to its geographical origin. Geographical indications are logged in 
a separate register.

Infringement
means any uses of trade marks by third persons without the consent of the  
proprietors. Trade mark infringement is committed mostly by persons using a sign 
in the course of their commercial activities that typical consumers may confuse 
with an earlier trade mark. A common requirement for infringement is that the sign 
be used for similar goods or services.

Internet Corporation for Assigned Names and Numbers (ICANN)
is a not-for-profit public benefit corporation formed in the USA in 1998, consisting of 
consulting bodies and registrars managing IP addresses, domain names and TLDs.

Invalidation of a trade mark
means that, if certain conditions are met, the trade mark is to be erased from the 
register of trade marks in the course of a proceeding conducted upon request. The 
protection afforded to a trade mark is cancelled upon invalidation of a mark. Trade 
marks are to be invalidated if any of the statutory conditions are not met, if the  
protected sign is not identical with the sign indicated in the application for trade 
mark registration, or in case the corresponding list of goods or services is wider than 
as indicated in the application for registration. While the proprietor of an earlier 
mark is eligible to request the invalidation of a subsequent mark on the grounds of 
conflicting earlier rights, anyone can request invalidation if either other conditions 
of trade mark protection are not met or on any ground for refusal.

Know-how
means a set of economic, technical, and organisational knowledge and  
experience that has pecuniary value. Know-how is not eligible for protection  
through registration, so its value is best preserved if it is kept within the scope 
of secrets controlled by the undertaking, in which event the legal provisions  
applicable to business secrets also cover the know-how.

Legal succession
means the transfer of rights arising from the protection.

Licence
means the authorisation to exercise a protected industrial property right or, in 
terms of trade mark law, to use a trade mark.
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Licence agreement
means the list of goods and services for which registration of a trade mark is sought. 
Trade marks are always registered for specific goods and/or services, the list of which 
must be submitted to the proceeding authority at the time of filing the application 
for trade mark registration. The list of goods and services cannot be extended once 
it has been submitted (but another application for the registration of the same  
trade mark for an extended list may be filed).

Madrid Agreement
means the international Madrid Agreement concerning the international  
registration of marks in a simple and quick procedure. Applicants established 
in one of the member states may apply for international registration at the  
national office of their country. Application may be filed only from the country 
of the applicant and only for the territory of the member states. The procedure is 
quick, simple, and is completed in one language. The system enables trade mark 
protection to be obtained in several states for a fee which is lower than applying 
for national trade mark protections in each country separately. The International 
Bureau keeps a unified central register facilitating the submission of declarations 
on modifications concerning the mark.

Madrid Protocol
means the protocol relating to the Madrid Agreement of 1891 (see below), 
one of the fundamental documents establishing and regulating the Madrid  
System for the international registration of marks. The Madrid Protocol of 1989  
entered into force on 1 April 1996. The Protocol was adopted in order to  
introduce certain amendmentsto the system for the international registration  
of marks established by the Agreement. The amendments introduced by the  
Protocol mostly serve the inte-rests of applicants. For example, the Protocol  
allows that international applications for the registration of a mark may be  
based on a mere application for registration filed with the office of origin  
without the mark itself having been already registered. Under certain  
circumstances, in the event that the international registration is cancelled, the 
registration may be transformed into a national application forregistration. The 
language related provisions of the Protocol, allowing both the French and the 
English languages to be used, also serve the interests of the applicants.

Marks
mean distinguishing marks used to associate producers, distributors and  
consumers and to encourage repeated use of products. The principal objective of 
marks is to distinguish the products from those of the competitors, while marks, 
at the same time, may add significant value to goods. Marks may be signs,  
expressions, symbols or a combination thereof.

Merchandising
means a certain kind of commercial activities where the features of a distincti-
ve character of a work, a known mark, famous person, or trade mark is used to  
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promote sales by transferring the image to another product (e. g. Harry Potter key 
chains, Alain Delon shirts, Adidas perfumes).

Nice Agreement
means the Nice Agreement concerning the international classification of goods 
and services for the purposes of the registration of marks (1957). The Agreement 
classifies goods and services according to the subject of trade mark protection or 
trade mark application. Presently there are 34 classes of goods and 11 classes of 
services. 

Obtained distinctive character (obtaining distinctive character) 
is an absolute ground for refusal does not apply if the mark has become distinctive 
in consequence of its intensive use, either before or after the priority date.

Office for Harmonization in the Internal Market (OHIM)
is the abbreviated name of the Trade Marks and Designs Registration Office of the 
European Union based in Alicante, Spain. Its task is to conduct community trade 
marks and designs registration proceedings. Community trade marks and Commu-
nity designs registered by the Office are valid in all member states of the European 
Union.

Opposition
means the opposition filed against a mark on the ground that the opposed mark 
is in conflict with the earlier personal or industrial property rights of other persons. 
Oppositions are usually filed by proprietors of earlier similar trade marks.

Paris Convention (PC)
means the first piece of the international conventions to lay down the international 
principles of industrial property rights (equal treatment, union priority).

Patent attorney, patent and trade mark attorney
means an attorney-at-law acting as a legal representative in front of courts and 
authorities in intellectual property, especially in patent and trade mark related 
matters. A technical university degree is also required as a basic qualification in 
most European countries.

Priority
usually means the day of the date of filing the application for trade mark  
registration, which is usually relevant to the consideration of earlier and  
conflicting rights (trade marks, other personal or industrial property rights) as  
relative grounds for refusal, and which defines the commencement date of the  
protection period of registered trade marks. In respect of trade marks, priority may  
be claimed during a 6 month period under the Paris Convention, according to which, 
in the event an application for the registration of a trade mark is filed in one country 
and other applications for the registration of the same mark in other countries are 
filed within 6 months of the earlier application, the day of filing the application in  
the first country will be the priority day of the trade mark in the other countries.
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Proprietor
means the natural or legal person or business association without legal personality, 
which has filed the application for the registration of the mark as a trade mark with 
the trade mark authority.

Reference for preliminary ruling
means a procedure of the European Court of Justice aiming at the interpretation 
of EU law. On getting the referrals from national courts, the ECJ does not decide in 
specific cases but answers abstract legal questions, based on which the national 
courts will be able to pass the final judgement in the underlying cases.

Register of trade marks
means the official register of trade marks and related rights held by the trade mark 
authority. Any facts or circumstances may be recorded in the register upon request 
and based on the corresponding decision of a court or of the trade mark authority 
only.

Relative grounds for refusal
are statutory requirements which, if met, prevent a mark from being registered as 
a trade mark. The trade mark authority, in the course of the registration procedure, 
takes them into consideration upon opposition. Otherwise, they can be used in 
an application for invalidation. On the relative grounds for refusal, a trade mark 
may not be registered if it is identical with the earlier trade mark and the goods or  
services for which registration is applied for are identical with the goods or  
services for which the earlier trade mark is protected, if it violates the personal rights,  
copyright, or industrial property rights of others, if it is identical with an unregistered 
but actual mark of others, or if it is identical with an invalid trade mark (for a period 
of 2 years after invalidation).

Second level domains
are domains delegated directly under top level domains, such as CO.uk, or INFO.hu.

Shared trade mark
means that trade mark protection is granted to more than one person or  
undertaking. The rights (e. g. right to use) and obligations (e. g. to pay a fee)  
associated with the shared trade mark are to be enjoyed or borne by the  
proprietors according to the proportions held by them. The proportions held may 
be freely set by the parties.

Singapore Treaty on the Law of Trademarks
means the latest WIPO treaty concluded in 2006 laying down provisions  
concerning the requirements applicable to representation of marks falling within 
the scope of the Treaty, the electronic submission of trade mark applications and 
the corresponding official communications, and relief measures in case of failure  
to comply with time limits.
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Subject matter of copyright protection
means that all literary, scientific and art creations, regardless of whether or not  
specified by law, fall under copyright protection, with the exception of documents 
of public interest, official announcements, daily news, ideas, concepts, mathemati-
cal operands, and expressions of folklore.

TM
is the sign of pending trade marks, mostly used in the USA.

Top level domains
mean the root domains of the Internet domain system, usually consisting of the 
two letter codes of countries, such as .HU, .UK, .DE, .AT or .COM, .NET, .ORG, .EU etc.

Trade mark license agreement
means a civil law contract concerning the use of a trade mark. Under the contract 
the proprietor of the mark consents to the use of the mark (grants a license) and 
the user pays a corresponding consideration.

Trade mark protection
means the legal protection of trade marks. Such protection arises upon registration 
with a retroactive effect from the day of filing the application for registration of 
the mark. The period of protection is ten years, which can be extended with an 
additional period of ten years any times. Protection is terminated if the period of 
protection expires, the proprietor waives the mark, the trade mark is cancelled or 
invalidated, or the proprietor ceases to exist and there is no legal successor. The 
scope of protection is embodied in the exclusive right to use the mark.

Trade mark search
means the search for earlier trade marks completed by the trade mark  
authority in the course of the registration procedure. The findings of the search  
are recorded in a search report. It is advisable to have a trade mark search  
completed by a professional expert even before filing the application for  
registration.

Trade marks
mean protected and registered marks, which are capable of being represented 
graphically and of distinguishing goods or services from those of other  
undertakings.

Uniform Domain Name Dispute Resolution Policy (UDRP)
means a uniform dispute resolution procedure available to solve conflicts between 
general top level domains and trade marks. The resolution passed is mandatory for 
all registrars world-wide. By having recourse to the policy, most trade mark related 
domain disputes can be resolved without arbitration or court proceedings.

Unity of applications for trade mark registration
means that one application may only be submitted for the registration of a single 
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sign as trade mark only. The trade mark may consist of more than one elements 
(compound trade marks), in which case protection will be granted for the entirety 
of the elements only.

Vienna Agreement
means the Vienna Agreement of 1973, which established an international  
classification of the figurative elements of marks and may be applied by national 
trade mark offices as a primary or complementary source of law.

Waiver of trade mark protection
means a written statement addressed to the trade mark authority by the proprietor 
of the mark in which the proprietor waives its rights for the protection of the mark.

WIPO Arbitration and Mediation Center 
is a dispute resolution body concerning domain names. The Center applies the 
UDRP. The implementation of its resolutions is assured by the voluntary submission 
of the parties and by the cooperation of domain registrars.

WIPO Trademark Law Treaty
is an international agreement concluded in 1994 concerning the trade mark 
registration procedures of the member states. It aims to harmonise certain formal 
requirements and steps of the trade mark registration procedures.

World Intellectual Property Organization (WIPO)
is a specialised agency of the United Nations dealing with copyright and industrial 
property related matters. Most countries are members of WIPO. It promotes and 
coordinates international cooperation. International trade marks are managed and 
registered by WIPO.
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 Treaties and conventions:

Paris Convention for the Protection of Industrial Property 

Madrid Agreement Concerning the International Registration of Marks 

Protocol Relating to the Madrid Agreement Concerning the International 
Registration of Marks 

Trademark Law Treaty (WIPO) 

Nice Agreement Concerning the International Classification of Goods and 
Services for the Purposes of the Registration of Marks 

Vienna Agreement Establishing an International Classification of the Figurative 
Elements of Marks 

Nairobi Treaty on the Protection of the Olympic Symbol

 EU laws and regulations: 

Directive 2008/95/EC of the European Parliament and of the Council of 22 
October 2008 to approximate the laws of the Member States relating to trade 
marks

Council Regulation (EC) No 207/2009 of 26 February 2009 on the Community 
trade mark 

Commission Regulation (EC) 2868/95 of 13 December 1995 implementing 
Council Regulation (EC) 40/94 on the Community trade mark

Full text of the above-mentioned laws and regulations are available at 
www.trademark.eu.

Legal sources of trade mark protection
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„R” sign 28
„cooling off” period 147
absolute grounds for refusal 22, 103
acquiescence 138
Adidas; C-408/01 99, 132, 133
advertisement function 20
Ansul; C-40/01 134
Arsenal; C-206/01 99, 140
Baby-Dry; C-383/99 108
bad faith 138
Bass; T-292/01 126
BIC; T-262/04 119
Bioknowledge; T-387/03 110
BMW; C-63/97 143
brand 17
Bravo; C-517/99 111
Canon; C-39/97 121
Capiox; T-325/06 135
Celltech; T-260/03 110
certification function 21
Chevy; C-375/97 132
Chiemsee; C-108/97 111, 120
Cloppenburg; T-379/03 111
collective trade mark 195
competitive function 20
Costa; 6/64 96
Council Regulation (EC) No 207/2009  95
customs action  169
Davidoff/Levi Strauss; C-414/99 – C-416/99 143, 145, 161
Davidoff; C-292/00 132
dependency 92
descriptive character 15, 107
designations of origin 185
Dior; C-337/95 143, 162
Directive 2008/95/EC 95
disclaim 35
distinctive function 19, 119
domain 176
domain delegation 13
domain registrator 13
Doublemint/Wrigley; C-191/01 109
Eden; T-305/04 103
Enzo Fusco; T-185/03 123
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exhaustion of the rights conferred by a trade mark 142
franchise 162
genuine use of trade mark 133
geographical indications 184
geographical names 110
Gillette C-228/03 100, 141, 142
Giorgio Aire; T-156/01 135
graphical representation 13
group indication function 21
guarantee function 21
Gut Springenheide 127
Hairtransfer; C-212/07 08
Have a break; C-353/03 119
Hölterhoff; C-2/00 141
indications of source 184
international trade mark 90
Kiap Mou/Mou; T-286/02 126
Kinji by SPA; T-3/04 122
La Mer; C-259/02 135
Libertel; C-104/01 107
likelihood of confusion 15, 120
limitation of the effects of a trade mark 139
Linde; C-53/01 115
Lloyd Schuhfabrik; C-342/97 100, 121, 124, 127
Madrid Agreement 91
Madrid Protocol 90
Madrid System 91
manufacturer indication function 21
Matratzen Concord; T-6/01 121
merchandising 166
Nairobi Treaty 166
Nice Agreement 44, 87
Nice Classification 44, 101
Nicky-Noky; T-398/04 124
Opel; C-48/05 140, 141
opposition 146
origin indication function 21
parallel import 159
Paris Convention 84
Picaro; C-361/04 126
Philips; C-299/99 115
Postkantoor; C-363/99 108, 109
Praktiker; C-418/02 117
principle of equal treatment 84
principle of the most-favoured nation treatment 87
protective function 20
Puma; C-251/95 100
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quality indication function 20
relative grounds for refusal 22, 120
Sabel; C251/95 123, 124, 127
sales channel 150
SAT.2; C-329/02 104
Sebago; C-173/98 142, 161
Sieckmann; C-273/00 103
Silhouette; C-355/96 96, 160
Singapore Treaty on the Law of Trademarks 89
Spa-Finders; T-67/04 133
stand-up pouches; C-173/04 106
TDK; T-477/04 133
Thomson Life; C-120/04 121
three-dimensional trade marks  105
Tokaj 192
Top; T-242/02 104
trade mark monitoring 80
trade mark parodies 36
trade mark search 41
trade mark with a reputation 32, 131
TRIPS Agreement 86
union priority right 84
Van Duyn; 40/74 95
VeRO 156
Vienna Agreement 87
Vitafruit; C-416/04 134, 135
Von Colson; 14/83 96
well-known mark 85, 86, 154
Wellness; C-495/07 135, 137
WIPO 88, 91
WIPO Trademark Law Treaty 88
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